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THE TRADEMARK REPORTER” 


Part | 


PROTECTION OF IDENTIFYING ADVERTISING SYMBOLS 
—PICTORIAL AND ANIMATED* 


By Julius R. Lunsford, Jr.** 


I. INTRODUCTION 


“In the Mishawaka opinion Justice Frankfurter observed that 
‘If it is true that we live by symbols it is no less true that we 
purchase goods by them.’ He could have added that there is 
scarcely a social custom, or a basic principle of literature, law 
or philosophy that is not frequently associated with, or inter- 
preted by, or made more effective through some well-known 
symbol.” ? 


In 1902 a New York toy maker obtained President Teddy 
Roosevelt’s permission to lend his name to a cuddly, fuzzy, newly- 
inspired bear. Since then far more than 150 million Teddy Bears 
have been sold.? Today about 300 characters are helping promote 
and sell billions of dollars of merchandise, including wearing 
apparel, toys, foods, comic books, razor blades, medicine, and 
practically every commodity on the market. 


Advertisers in this country have recently filled newspapers, 
magazines and television screens with talking dogs and tattooed 
men, philosophical musings and space ship cartoons.’ Last year, 
an election year, more people saw the picture of a Darien, Con- 
necticut, housewife,* heard the voice of a Brooklyn midget,* ob- 
served the picture of a long deceased fox terrier dog* more fre- 


* Reprinted by permission from “Reprints of Papers Presented at the Trademarks 
in Action Conference,” Copyright 1957 by The John Marshall Law School, Chicago, III. 

** Member of the Georgia Bar; Trademark Counsel, The Coca-Cola Company; 
member of the Editorial Board, U.8.T.A. 

1. Brock, Merchandising Value of Trademarks, 42 TMR 701 (1952); Mishawaka 
Rubber & Wollen Mfg. Co. v. 8. 8. Kresge Co., 316 U. 8. 203, 205, 32 TMR 254 (1942); 
the Act defines a trademark as “any word, name, symbol or device or any combination 
thereof” for the purpose of identifying and distinguishing goods. 

2. What’s in a Name—NMillions, READERS’ DIGEST, March, 1953. 

3. TIME magazine, September 3, 1956, p. 68; see also LOOK magazine, November 
13, 1956, p. 88. Elvis Presley has HOUND DOG orange, HEARTBREAK HOTEL pink and TRUTTI 
FRUTTI red lipsticks on the market. 

4. The picture of the lady on the SINGER sewing machine. 

5. The PHILIP MoRRIS Bellhop. 

6. RCA—HIS MASTER’S VOICE. 
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quently than did the Presidential candidate of either party. The 
casual television viewer was constantly asked by a parrot,’ par- 
ticularly during the World Series: “How are you fixed for Blades?” 
In Atlanta a cartoon Colonel proclaims: “I’d even go North for 
Southern Bread”.’ All of these characters are trademarks, regis- 
tered or unregistered, for quality merchandise. As trademarks 
they are delicate things of great value and are entitled to protec- 
tion. The purpose of this article is to determine what marks should 
be protected and to what degree. 

There are other symbols which may or may not be entitled to 
protection. Many advertising agencies often rely on characters to 
convey a message; more so than in former times. Market research, 
trade research, consumer research, and advertising research have 
established that it takes greater imagination to captivate a cus- 
tomer today than in the days of David Harem and P. T. Barnum. 
In 1955 at the American Bar Association Convention George S. 
MeMillan’ pointed out that Jimmy Durante’s nose was a trademark 
if there ever was one. Among others, Mr. McMillan listed: “Away 
we go” (Jackie Gleason) ; “Well there you are, and here I am” or 
“T’ll be a dirty bird” (George Gobel) ; a piano, a set of pana teeth 
and a candelabra (Liberace) ; and the telegraph key and “Flash, 
Mr. and Mrs. America, let’s go to Press” (Walter Winchell). Are 
these trademarks entitled to any protection? Is Durante’s nose 
entitled to registration as a trademark, a service mark or configura- 
tion of entertainment service? While Gobel’s identifications may 
not be entitled to protection and full consideration under the law, 
the fact remains that he helped to build p1au soap into one of the 
three top-selling U.S. brands. Certainly Mr. Gobel’s identifications 
symbolize good will. 

In 1951 a District Court Judge in Chicago’® enjoined the use 
of suPER crrcLEs for the name of a candy upon the complaint of the 
American Broadcasting Company, Inc., owner of the television 
show “Super Circus” on which the co-plaintiff, M & M, Ltd., adver- 
tised its candies sold under the trademark m « m. The evidence 
consisted of affidavits and kinescope recording of the television 
program which is opened by the showing of a large paper hoop 
carrying the title “M & M’s Super Circus.” The next scene showed 





Registered trademark of The Gillette Company—No. 578,627. 
Trademark of Columbia Baking Company. 


‘3 

8. 

9. Vice-President of Bristol-Myers Company. 

10. American Broadcasting Co., Inc. and M & M, Ltd. v. Breaker Confections, Inc., 
51 C 1650 (1951). 
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a clown jumping through the hoop and throwing m « m candies to 
the audience. Defendant had used the representation of a clown 
bursting through a paper hoop—not in another television program 
but on his label. On the other hand, another District Court” held 
that REDDY KILOWATT, a personalized symbol for electricity, was 
not infringed by another animated cartoon symbol, WILLIE WIRED- 
HAND used for the same purpose. The court did hold that plaintiff 
was entitled to the exclusive use of its symbol but denied protection 
on the ground that the marks were dissimilar and any similarity 
in appearance was the result of coincidence, not indicating likeli- 
hood of confusion. These cases exemplify the different degrees of 
protection afforded by the courts and furnish the frontispiece for 
our examination. 


II. HISTORY OF PROTECTION 


“Brand names are more easily remembered when they are 
helped by pictures which suggest the name and pictures— 
are better remembered and described than are names recalled. 
* * * Pictures are a universal language, understood by all 
people. A dog’s head is a dog’s head, whether a person speaks 
English or Hindu. If possible the picture should suggest the 
name, or better still, should be the name expressed pic- 
torially.” *? 


The advent of television, the complement and possible succes- 
sor to radio, makes it necessary and time to examine the protection 
given to picture trademarks. There are many pictorial symbols. 
In 1951 Abraham S. Greenberg” submitted a guessing game to 
illustrate the magnetism of some twenty-odd pictures of animals 
and humans. Some of the most prominent of these symbols are: 
Penguin (Koo. cigarettes); Two Scotties (BLack « wHITE Scotch 
whiskey) ; wHITE HoRSE (Scotch whiskey); Dog and Phonograph 
(rca record players); Dutch Girl (oLp putcu Cleanser); Quaker 
Girl (BaKeER’s chocolates); Bellhop (PHmir morris cigarettes) ; 
DUTCH BOY (paint); MR. PEANUT (PLANTER’S peanuts). There are 
many others. Television has served and will continue to serve as 
the medium for picture trademarks. The animation or cartoon 
treatment of picture trademarks has already been highly effective 





11. Reddy-Kilowatt, Inc. v. Mid-Carolina Electric Co-operative, Inc., 142 Fed. 
Supp. 851, 110 USPQ 25, 46 TMR 1200 (D.C., E.D.8.C. 1956); affirmed, January 7, 
1957, 112 USPQ 194, 47 TMR 241 (C.A. 4). 

12. ROGERS, GOODWILL, TRADEMARKS AND UNFAIR TRADING 69 (1914). 

13. Greenberg, Picture Trademarks, 41 TMR 765 (1951). 
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in television. Since there has been very little litigation concerning 
television characters, a review of the decisions involving picture 
trademarks must furnish the background and guidepost of the 
protection which should be afforded to the animated characters. 

The distinction between the right to register and the right to 
use remains a problem. Therefore, the question of confusing 
similarity between picture marks arises in two tribunals. The right 
to register a trademark over a prior registered or unregistered 
trademark is determined by the Patent Office. The right to use 
is tested in infringement suits in the Federal Courts. 


1. Decisions Involving the Right to Register 


The right to register may arise ex parte, in an opposition 
proceeding or in a cancellation proceeding. The consideration of 
the right to register in an ex parte case is restricted to a comparison 
of the applicant’s mark and the prior registered trademark. It is 
believed that three cases will adequately illustrate the manner in 
which the Patent Office protects such marks in ex parte matters.” 

In an early case’ the applicant sought to register a picture 
showing an erect bear shooting a rifle, as a trademark for canned 
fish. The Court of Appeals of the District of Columbia affirmed 
the Patent Office’s refusal to register on the basis of a prior regis- 
tration for the same goods showing a bear on all fours looking 
into a lake from its bank. The bear was dominant in both marks 
despite differences in detail and the court emphasized the rule 
that all doubt should be resolved in favor of the prior registrant. 

The Assistant Commissioner of Patents in 1951?’ rejected an 
application to register a prominent pictorial design representing 
ocean waves, topped by the word PpaLM wave as a trademark for 
textiles. The prior registration relied upon consisted essentially 
of the words ocean wave. The rejection was sustained on the 
ground that the design depicting ocean waves and the registered 
words OCEAN WAVE signified one and the same thing. 

In one of the most recent decisions* registration was denied 
ex parte to an applicant seeking registration for Lucky caMEL for 


14. Lunsford, The Right to Use and the Right to Register—The Trademark 
Anomaly, 43 TMR 1 (1953). 

15. Derenberg, The Patent Office as Guardian of the Public Interest in Trademark 
Registration Proceedings, 14 LAW & CONTEMP. PROB. 288 (1948). 

16. In re John Braadland Ltd., 37 App. D. C. 602, 1912 C. D. 432, 2 TMR 88 
(1912). 
17. Ea parte Goodall-Sanford, Inc., 88 USPQ 26, 41 TMR 188 (1951). 

18. In re Sylvan Sweets Co., 205 F. (2d) 207, 44 TMR 60 (C. C. P. A., 1953). 
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candy cigarettes. The Court of Customs and Patent Appeals held 
that the mark was a palpable imitation of a prior registration of a 
cigarette package mark consisting of the word caMEL in association 
with a design representing a camel and desert scenery. 


In the following cases the proceedings were either an oppo- 
sition’® or a cancellation. In opposition proceedings the application 
to register is opposed by the owner of a prior registered trademark 
or a prior common law (unregistered) trademark. A petition to 
cancel” seeks to cancel or expunge a registration on the ground 
it is confusingly similar to the prior registration or prior used 
unregistered trademark thereby resulting in damage to the first 
user. 

In an early opposition proceeding’ the Commissioner con- 
cluded that the notations crow and RAVEN each associated with a 
picture of a bird were not confusingly similar. That this decision 
is not in line with the modern trend was illustrated in a subsequent 
decision” involving a similar pair of marks. Applicant sought to 
register the word ravens for candy and was opposed by the owner 
of BLACK crows. Opposer had displayed on its package the picture 
of a large black bird. In sustaining the opposition the commis- 
sioner held that “no distinction would be made as between the 
word ‘raven’ and the picture of the large black bird on opposer’s 
packages.” 

White Horse Distillers was successful in opposing an applica- 
tion to register a mark for whiskey consisting of the piéture of a 
stallion rearing up on its rear legs, along with the word sILvER 
STALLION.”* The opposer relied on its WHITE HORSE trademark 
whether or not accompanied by the picture of a white horse. In a 
more recent™ decision by the Court of Customs and Patent Appeals, 
the owner of the famous wuHITE HoRSE mark successfully opposed 
the registration of rep HorsE for alcoholic beverages. The court 
concluded that those familiar with wHrre Horse whiskies might 
readily believe that RED HorsE cordials, liquors, and brandies have 
the same origin. 


19. Section 13 of The Lanham Trademark Act of 1946; 60 Stat. 433; 15 U. 8. 
Code 1063. 

20. Section 14 of The Lanham Trademark Act of 1946; 60 Stat. 433; 15 U. 8. 
Code 1064. 

21. U. 8. Graphite v. Barnhard, 1907 C. D. 115, 1270 G. 3215 (1907). 

22. Mason, et al. v. Hawley § Hoops, 86 USPQ 272; 40 TMR 856 (1950). 

23. White Horse Distillers Ltd. v. Berson, 36 USPQ 208 (1938). 

24. D. J. Bielzoff Products Company v. White Horse Distillers Co. Ltd., 107 F. 
(2d) 583, 29 TMR 646 (C. C. P. A., 1939). 
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There have been two cases involving the picture of aunt 
JEMIMA”*—the trademark for pancake flour. The applicant sought 
to register the picture of the head of a laughing male negro wearing 
a colonial-type hat, and holding in his hands a slice of watermelon. 
The court sustained an opposition despite many differences in the 
marks—with the following comments: 


“Tt would be difficult to imagine a more flagrant violation of 
the statute than the one here presented. The red core of the 
watermelon with its seed spots held under the chin of the negro 
is a good reproduction of the red bandanna with its spots, 
tied around the neck of the negress.” 


In the other proceeding a full-faced, clean shaven, smiling male 
negro cook with a white cap and long apron, bearing in one hand a 
plate of smoking wheat cakes and in the other hand a cake turner, 
was held to be confusingly similar to the bust figure of aunt 
JEMIMA. 

The court also ruled that opposer’s symbol, the head of a wolf 
and the words wo.r’s HEaD for lubricating oil, was adequate ground 
to stop registration of Lion’s HEAD for the same goods.” Pur- 
chasers, so said the court, due to the arbitrary and peculiarly fanci- 
ful character of the mark, would likely have in mind only that the 
oil they desired was known as an animal’s head motor oil. 

Two trademarks consisting of crawling babies wearing panties 
were found confusingly similar.*” However, in a 3-2 decision” the 
court held that the representation of a bathing suit girl, about 
to dive from a spring board, was not confusingly similar to a pic- 
ture of a girl with arms and legs extended, attired in a bathing 
suit and appearing to be in the air as in the act of diving. The 
majority based its opinion on the fact that opposer’s rights should 
be limited to the figure of a diving girl in substantially the position 


25. Aunt Jemima Mills v. Kirkland, 1919 C. D. 162, 48 App. D. C. 248, 9 TMR 67 
(1919) ; Aunt Jemima Mills v. Blair Milling, 1921 C. D. 173, 50 App. D. C. 281, 270 
Fed. 1021, 11 TMR 104 (1921). 

26. Gilmore Oil Co. Ltd. v. Wolverine-Empire Refining Company, 69 F. (2d) 532, 
24 TMR 122 (C. C. P. A., 1934). 

27. International Latex Corp. v. I. B. Kleinert Rubber Co., 104 F. (2d) 382 
(C. C. P. A., 1939). 

28. Jantzen Knitting Mills v. West Coast Knitting Mills, 46 F. (2d) 182, 21 TMR 
97, rehearing denied 47 F. (2d) 954, 21 TMR 196 (C. C. P. A., 1931); text author 
CALLMANN, UNFAIR COMPETITION AND TRADEMARKS, criticizes the decision at p. 1427: 
“In the unfortunate Jantzen case the test of similarity invoked by the court was not... 
as it should rightly have been . . . whether the two marks represented diving girls, but 
whether the posture of a girl with arms and legs extended, as in the act of diving, and 
the posture of a girl standing on a diving board with her arms held back as if about 
to spring or dive into water was likely to cause confusion . . .” 
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shown and should not be extended to a figure of a diving girl gen- 
erally. Judge Bland in his dissent stated: 


“The effect of the majority holding will be that trademarks of 
many different kinds, representing diving girls, in bathing 
suits, in slightly different positions, will be registered, result- 
ing in conditions which Congress sought to prevent.” * 


Finally, the court in 1952 permitted the registration of the 
word ALLIGATOR accompanied by caricature of an alligator for a 
cigarette package over the opposition of the owner of the word 
ALLIGATOR and a picture of an alligator for rainwear.” The court 
based its decision on the ground that even though the marks looked 
alike there was no likelihood of confusion because the goods were 
substantially different. Judge O’Connell wrote a cogent dissent.” 


2. Decisions on The Right to Use 


There have been two Jantzen cases® testing the right to use 
the famuus swimming girl figure or similar pictures. In one vase 
the court refused to grant a motion to dismiss on the ground that 
the general posture of the diving girls was the same and plaintiff 
had the right to prove its allegations. The second case adopted 
the reasoning of the majority opinion of the Court of Customs and 
Patent Appeals, supra, with the following language: 


“So the plaintiff concedes that others may picture suits worn 
by girls, but, he says, not in the act of diving. Here, however, 
he is attempting to monopolize a characteristic use of the 
article, and the one which is most interesting and attractive 
from the standpoint of the looker-on.” 


One of the first cases,** in which the right to use a pictorial 
mark was challenged, gave protection to the “Quaker Girl” on 
BAKER’s chocolate. That tribunal protected the picture of a girl 
carrying a tray with cups of chocolate not only against a “close 


29. Ibid. at 186. 

30. Alligator Co. v. Larus ¢ Brother Co., Inc., 196 F. (2d) 532, 42 TMR 562 
(1952). 

31. Ibid. at 537; see Lunsford, Trademark Infringement and Confusion of Source: 
Need for Supreme Court Action, 35 va. L. REV. 214, reprinted in 39 TMR 520 (1949) and 
Lunsford, The Lanham Trademark Act—Conflict and Dissent, 43 TMR 995 at 1009 
(1953). 

32. Jantzen Knitting Mills v. Spokane, 44 F. (2d) 656, 20 TMR 424 (D. C. Wash., 
1930) ; Jantzen Knitting Mills v. Samuel Herlick, 24 TMR 48 (E. D. Pa., 1934). 

33. Walter Baker & Co. v. Puritan Pure Food Co., 139 Fed. 680 (C. C. 8. D. 
N. Y., 1905). 
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imitation,” but also against an imitation “of the same generic 
character.” Another court enjoined the use of a young woman’s 
face in a pan because it was too close to a young man looking 
at his reflection in a pan.** The trademark consisting of a geo- 
graphic globe and a tilted paint can pouring the contents over the 
upper half of the globe with the phrase “cover the earth” was held 
to be violated by the picture of a globe to which paint was being 
applied in a somewhat different manner.* 

In protecting a registered trademark which included a boar’s 
head, identified for many years with corpon’s gin, a court decreed 
that the adoption and use of a similar boar’s head amounted to 
unfair competition.*® The pertinent comments are as follows: 


“The written word and the spoken word have the same meaning, 
and as goods are bought and sold by oral as well as by written 
description, pictorial trademarks which are sufficiently alike to 
have the same name are likely to lead to confusion in oral de- 
scription of Yoods. Thus, one who tries and likes beer with a 
bulldog trademark may remember it is poa’s HEAD and extol its 
qualities under that name to one who calls for poe’s HEAD and is 
satisfied when given a bottle with a dog’s head, though it may 
be a rough terrier’s head.” * 


The Greyhound Corporation® enjoined the use of GREYHOUND 
and the picture of the running dog used to identify a Cuban tour 
business despite the fact that a subsidiary bus depot of plaintiff’s 
agreed to sell the Cuban tours on a commission basis. The court 
felt that such use was a capitalization of plaintiff’s good will and, 
if defendant’s service was not up to that standard of the Greyhound 
system, its reputation would be impaired. Similarly, Esquire, Inc., 
enjoined the use of its figure esxy,*® now a registered trademark, by 
a Miami bar which used the name as well. Though the complaint 
was based on copyright infringement (which is not considered in 
this paper) and unfair competition, the decision was based upon 
wrongful appropriation, bad faith and trespass on property. 


34. Enoch Morgan’s Son’s Co. v. Ward, 152 Fed. 680 (C. C. A. 7, 1907). 
35. Naamlooze Vennootschap Lakverf §& Vernisfabriek Ivormica v. Sherwin- 
Williams Co., 18 F. (2d) 192, 17 TMR 138 (1927); see also Trimble v. Woodstock Mfg. 
Co., 297 Fed. 524 at 528, 14 TMR 277 (D. C., W. D. N. Y., 1923); and Sierra Chemical 
Ca. v. Tony Berettini, 33 F. (2d) 397, 19 TMR 324. 

36. Gordon’s Dry Gin Co. v. Eddy and Fisher Co., 246 Fed. 954, 8 TMR 68 (D. C., 
R. I., 1917). 

37. Ibid. at 956, 8 TMR 68, 70. 

38. The Greyhound Corporation v. Goberna, 128 F. (2d) 806, 32 TMR 333 (C. 
C. A. 5, 1942). 

39. Esquire, Inc. v. Esquire Bar, 37 Fed. Supp. 875, 31 TMR 308 (D. C., Fla., 
1941). 
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The makers of sani-FLUsH sought to enjoin another cleanser 
manufacturer who also used a pictorial representation of a woman 
pouriug a can of powder down a toilet bowl. The court in denying 
relief said: 


“There is nothing like the frame of a dame, and we cannot see 
why the defendant is not as much entitled to take commercial 
advantage of pulchritude as the plaintiff.” *° 


Of course, one should avoid using a picture of the goods or a picture 
which shows the quality or nature of goods or the manner in which 
the goods are to be used. Yet, the Squirrel decision** seems difficult 
to justify. The plaintiff there had proved national use of squiRREL 
BRAND and a picture of a squirrel, and had registered the mark 
under the Act of 1946. The mark had been used on nuts, nutty 
products and candy. Defendant used a very similar color arrange- 
ment and a picture of a squirrel in a similar position. Both the trial 
court and the appellate court, rather than enforcing the provision 
of the Act, expressed doubt with regard to the validity of the 
plaintiff’s mark. The court indicated that it had difficulty in visual- 
izing an animal “as ubiquitous and peripatetic a creature as a squir- 
rel, inured to the free life of a normal being, leased or hemmed 
in and made the subject of a monopoly.” Moreover, the court took 
the view that a picture of a squirrel was “reasonably indicative 
and descriptive of the nut business.” Derenberg**® sharply, and 
rightfully so, criticizes this decision. The court expressed sym- 
pathy with defendant’s view that a picture of a squirrel was 
indicative and descriptive of the nut business, yet plaintiff was the 
national user of a federally registered mark. Moreover, the deci- 
sion seems to conflict with the decision of the Commissioner of 
Patents who held that THE BRAND WITH THE LAMB, shown with a 
picture of two frolicking lambs for ladies’ and girls’ sweaters, is 
confusingly similar to the picture of a frolicking lamb for wearing 
apparel for men and women.*** 

Summarily, it is self evident from the foregoing that pictorial 
marks are governed by the same general rules as word marks. A 


40. Judson Dunaway Corp. v. Hygienic Products Co., 178 F. (2d) 461, 40 TMR 
113 (C. C. A. 1, 1949). 

41, Squirrel Brand Co. v. Barnard Nut Co., Inc., mony F. (2d) 840, 45 TMR 1324 
(C. A. 5, 1955), cert. denied March 26, 1956, 108 USPQ 45 

42. Derenberg, The Ninth Year of Administration of the Lanham Trademark Act 
of 1946, 110 USPQ No. 8, Part II; 46 TMR 1017 (1956). 

42a. Botany Mills v. Atlantic Knitting Mills of Philadelphia, 104 USPQ 354, 45 
TMB 598 (Com’r, 1955). 
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picture symbol will not be protected if it is primarily merely de- 
scriptive. A picture of an ordinary cow could not be a valid 
trademark for milk because it is a description of the source of the 
product; a picture of an ear of corn could not qualify as a trade- 
mark for canned corn, nor a picture of a fish for fishing lines.**” 
Any other firm in the same field would have the right to describe 
and picture his goods, to show the manner in which they should be 
used and to describe their nature and qualities. No one, naturally, 
can acquire exclusive rights in a merely descriptive or generic 
picture. However, if the picture only suggests the name or the 
product and is used arbitrarily, it is a perfectly valid trademark. 
For example—a picture of a bicycle is a valid trademark for 
playing cards, but would be a generic mark for a two-wheeled mode 
of transportation. The Chinese proverb that “one picture is worth 
a thousand words” is particularly apropos. A picture symbolizes 
the virtues of the product and serves as an effective merchandising 
tool. FouR ROsEs as a trademark for whiskey will be more easily 
remembered by the picture of the four roses used in advertising 
and promotional material. The same holds true of sHELL gasoline, 
QUAKER OATS, BLUE RIBBON beer, LOG CABIN syrup and the FLYING RED 
HORSE Of Socony.** 


III. THE LANHAM TRADEMARK ACT OF 1946 
— SERVICE MARKS 


“Subject to the provisions relating to the registration of trade- 
marks, so far as they are applicable, service marks used in 
commerce shall be registrable, in the same manner and with the 
same effect as are trademarks, and when registered they shall 
be entitled to the protection provided herein in the case of 
trademarks, except when used so as to represent falsely that 
the owner thereof makes or sells the goods on which such mark 
is used. The commissioner may establish a separate register 
for such service marks. Applications and procedure under 
this section shall conform as nearly as practicable to those 
prescribed for the registration of trademarks.** The term 

‘service mark’ means a mark used in the sale or advertising of 


42b. The Patent Office has refused registration of a maple leaf as a trademark for 
maple syrup. See Greenberg, 51 TMR 765, 767, and Callmann, p. 1102. 

43. See also ROGERS, GOODWILL, TRADEMARKS & UNFAIR TRADING, p. 71 (1914); 
TRADEMARK MANAGEMENT, U.S.T.A., pp. 18-21; for other cases dealing with picture 
trademarks see Greenberg, Picture Trademarks, 41 TMR 765 at 769-778; for discus- 
sions of picture marks see NIMS, UNFAIR COMPETITION AND TRADEMARKS, pp. 685-686 
(1947) and CALLMANN, UNFAIR COMPETITION AND TRADEMARKS, pp. 1425-1427 (1950). 
44, 60 Stat. 429 (1946), 15 U. S. C., Section 1053 (1952). 



















Vol. 48 T.M.R. PROTECTION OF ADVERTISING SYMBOLS 137 


services of one person and distinguish them from the services 
of others and includes without limitation the marks, names, 
symbols, titles, designations, slogans, character names, and 
distinctive features of radio or other advertising used in 
commerce.” *° 


The big problem today is not pictorial trademarks but pictorial 
designs used in advertising goods or services or as features of 
entertainment programs. Since the Lanham Trademark Act be- 
came effective on July 5, 1947 (ten and a half years ago), the deci- 
sions since then dealing with picture marks must be relied on as 
a guidepost for the protection of symbols—both pictorial and 
animated. While there was no provision for the registration of 
service marks prior to the adoption and effective date of The Lan- 
ham Act, it is interesting to note that at least one well-known ser- 
vice mark was protected as a trademark and a trade name—crEyY- 
HOUND AND THE RUNNING Doa.** After the passage of the Act, there 
was much speculation as to the registrability and protection of 
service marks and advertising symbols and devices. This was 
particularly true because the legislative history states the purpose 
of the Act inter alia: “To modernize the trademark statutes so 


they will conform to legitimate present-day business practices” and 
“to secure trademark owners in the good will which they have built 
up, and to protect the public from imposition by use of counterfeit 


99 47 


and imitated marks and false trade descriptions. 


Mrs. Daphne Robert Leeds, now Assistant Commissioner of 
Patents, made the following observation about service marks in 
1947: “Other marks have become familiar in more recent years, 
such as radio marks—names, character names, titles and other 
distinctive advertising features not used on goods, but in sales 
promotion only. Examples of the latter group are the CAMPBELL 
SOUP Kips, the sprire used by The Coca-Cola Company, and Peps! 
AND PETE. Through use, rights in such features may be acquired 
and protected in much the same manner as trademarks, although 
technically they are not trademarks, because of the method of 


45. 60 Stat. 443-44 (1946), 15 U. 8S. C., Section 1127 (1952). 

46. LAMBERT, THE PUBLIC ACCEPTS (1941), pp. 129 and 245; this book shows all 
the famous picture marks including: HIS MASTER’S VOICE, p. 23; FLYING RED HORSE, 
p. 37; MR. PEANUT, p. 51; COVER THE EARTH, p. 81; TIME TO RETIRE—GET A FISK, p. 85; 
DUTCH BOY, p. 89; THE SHELL, p. 93; LIFE SAVERS, p. 95; FOUR ROSES, p. 103; HASN’T 
SCRATCHED YET, p. 133; OLD DUTCH cleanser, p. 165; CAMPBELL KIDS, p. 179; SINGER, 
p. 203; CAMEL, p. 215; and SMITH BROTHERS, p. 251. 

47. H. R. Rep. No. 219, 79th Cong., Ist Sess. (1945); 8. Rep. No. 1358, 79th 
Cong., 2nd Sess. (1946). 
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use.” ** An article*® in 1928 made a plea for registration of radio 
service marks and had classified such marks as musical sounds, 
songs or tunes, the distinctive spoken slogan and the name of the 
feature of the hour. The legislative history indicated a desire on 
the part of Congress to give the right of registration and protection 
to such classes. One witness stated that many radio programs are 
identified by a theme song or a bar of music by which many people 
recognize the program. Another example given in the hearings was 
the chant of The American Tobacco Company auctioneer. Sherman 
Barnett believed that network chimes or the identifying jingle 
might be registered. The Act mentioned “radio” only once and that 
in the definition in the caption and did not refer at all to television. 
Both Barnett and Robert were of the opinion that the provision 
relating to service marks is meaningless unless one views adver- 
tising as a “service to inform people of goods.” 

Obviously, due to the ambiguity in the Statute and the differ- 
ences of opinion, the Patent Office apparently set up four basic 
prerequisites for registration of service marks. The provision of 
the Act did not furnish an adequate measuring stick and it was, 
therefore, necessary to set up some standards. The decisions and 
rules of the Patent Office have now been somewhat crystallized, 
as will be discussed subsequently, but the progress made in inter- 
preting the definition is interesting. 

Derenberg,” after discussing the legal and historical back- 
ground for the service mark provisions of the Act, made the fol- 
lowing statement: 


“With this background in mind, the following four indispensable 
prerequisites for registrable service marks can be laid down: 
(a) the applicant must be rendering ‘a service’; (b) such 
service must be ‘rendered in commerce’; (c) the applicant 
must be using a ‘mark’; (d) the service must not be entirely 
incidental to the advertising or sale of merchandise.” 


He also alluded to the comment of the late Commissioner 
Frazer, made during the 1939 hearings, that an undertaker may 
not register a service mark where the identical mark was previously 


48. ROBERT, THE NEW TRADEMARK MANUAL (1947), p. 16. 

49. Radio Trademarks—A New Field, 23 TM Bull. 143 (1928). 

50. Barnett, How Lanham Act Will Affect Radio, 37 TMR 254 (1947); ROBERT, 
op. cit. supra 48 at p. 43; for a discussion of the legislative history on the caption 
section see Greenberg, Radio Service Marks, 39 TMR 75 (1949). 

51. Derenberg, The Lanham Trademark Act of 1946—Practical Effects and Ezx- 
periences after One Year’s Administration, 38 TMR 831, 841-845 (1948); at this time 
Derenberg was trademark counsel to the Commissioner of Patents. 
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registered for caskets. No decisions had been rendered when Dr. 
Derenberg made his second year progress report,** but he reported 
on the policies adopted by the Office. At that time the Office would 
register the name of a hotel chain but not an individual establish- 
ment; call letters of radio stations were not considered registrable ; 
sound marks were deemed registrable; entertainment was recog- 
nized as a service (DUFFY’s TAVERN was published in the Official 
Gazette), and a mark could be registered as a trademark and a 
service mark at the same time. 

The Act had been in effect four years before the Commissioner 
rendered a decision.** While the decisions are interesting in light 
of the four prerequisites, we are concerned only with those dealing 
with our subject and the progress made by the Patent Office in 
liberalizing its standards. In a series of decisions,™ the Assistant 
Commissioner held that a puppet used in a television show as a 
fictitious character is not “a distinctive feature of radio or other 
advertising” under the Act and, therefore, not registrable. In the 
RCA case,” the Assistant Commissioner admitted that the words 
THE MUSIC YOU WANT WHEN YOU WANT IT—“... may also function 
to identify a program ...” which by the terms of the statute meant 
that, without more, it was required to be registered. He refused 
registration, however, because the primary purpose of the words 
was to promote the sale of the product. The factor that the goods 
were often referred to in the program was stressed, along with the 
fact that the applicant was not solely in the entertainment business. 
Shortly before the RCA case, Examiner-in-Chief Federico denied 
registration of MA PERKINS as a service mark.” He noted that the 
legislative history of the Act indicated that the only services by 
companies not selling goods were specifically mentioned by the 
framers; that the purpose of the service was to promote the sale 
of goods; that all sales of goods involve some services, some of 


52. Derenberg, The Second Year of Administration of The Lanham Trademark 
Act of 1946, 39 TMR 651, 654-657. A classification was established with eight classes 
from 100 through 107 which deals with education and entertainment. 

53. Ez parte Pacific Coast Aggregates, Inc., 91 USPQ 210, 41 TMR 1132 (Com’r, 
1951). For other cases see Isler, Service Mark Registration Requirements, 37 J. Pat. 
Off. Soc. 243 (1955) and Garner, Service Marks—Realism or Dogma, 44 TMR 233 at 
240 (1954). 

54. Ez parte Carter Publications, Inc., 92 USPQ 251, 42 TMR 342 (Com’r, 1952) ; 
ef. 93 USPQ 104, 105, 106. 

55. Ea parte Radio Corporation of America, 92 USPQ 247, 42 TMR 346 (1952); 
affirmed by C. C. P. A. on same grounds at 98 USPQ 157, 43 TMR 1168 (1953); see 
Lunsford, The Protection of Trade Slogans, 42 TMR 409, 416 (1952). 

56. Ex parte The Procter & Gamble Company, 97 USPQ 78, 43 TMR 747 (Com’r, 
1953); Allen, Service Marks for Services Connected with the Sale of Merchandise Bear- 
ing the Mark, 39 TMR 973 (1949). 
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them very slight. He did not then conclude that the mark did not 
distinguish a service. He simply denied registration, giving the 
inference that whether it did distinguish a service was not impor- 
tant, although that is the ultimate test. Subsequently, applicant, 
after filing a civil action in the District Court to compel the Com- 
missioner to register MA PERKINS, incorporated an indipendent sub- 
sidiary for the purpose of handling all radio and television activ- 
ities through a separate organization. A new application was filed 
in the name of the new subsidiary and the mark was registered as 
a service mark.” 

It remained for Assistant Commissioner Leeds to modify the 
Patent Office’s strict interpretation in Ex parte Handmacher- 
Vogel, Inc.** The effect of this decision is that service marks under 
some circumstances can identify the goods, since in some cases the 
service is distinct from the sale of the goods. The Assistant Com- 
missioner laid down the following important rule: 


“A mark used by a person on or in connection with services 
normally expected of him and rendered merely as an accessory 
to and solely in furtherance of the sale, offering for sale, or 
distribution of his goods is not a service mark within the 
purview of the Act; but a manufacturer, seller or distributor 
of goods who supplies a bona fide service or services over and 
above those normally expected and only incidentally related to 
the furtherance of such manufacture, sale or distribution is 
entitled to have the registrability of his mark judged by the 
standards ordinarily applied in determining registrability— 
whether the mark used to identify the service is the same as 
or different from that used to identify the goods.” 


Moreover, the Office has by administrative interpretation over- 
ruled the earlier MA PERKINS decision and will register radio or 
television program names for persons and organizations which 
are not primarily engaged in the entertainment field.*® Contrary 
to earlier practice, call letters used by radio stations will be ac- 
cepted provided they are accompanied by a statement that such 
letters are used subject to regulations of the FCC and are dis- 
claimed to the extent to which they are subject to such govern- 


57. The full MA PERKINS story is told in a recent article: Allen, Ma Perkins Rides 
Again, 45 TMR 636 (1955). 

58. 98 USPQ 413 (C. P., 1953). 

59. Derenberg, The Eighth Year of Administration of The Lanham Trademark 
Act of 1946, 106 USPQ No. 8, Part II, 45 TMR 987 (1955), and Leeds, Trademarks 
from the Government Viewpoint, 44 CaL. L. REV. 489, 496-497 (1956); cf. Garner, 
op. cit. supra 53. 
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mental. control. Presumably the little Scotty Dog waca used by 
waaa, Atlanta, Georgia, would also qualify. 


Derenberg® points out that there is a new trend as illustrated 
by the publication of various marks in the Official Gazette—how- 
ever, he suggests a proposed change in the statutory language to 
bring about a more liberal practice toward registration of marks 
and the construction of “use in commerce.” Garner™ has submitted 
twelve tests. There was an amendment pending in the Wiley Bill 
to change the definition of “service mark” to include titles of radio 
and television programs, character names and other distinctive 
features of radio and television programs, notwithstanding that 
they or the programs may advertise the goods or sponsors.” The 
infringement suits to date® do not furnish any illumination on this 
point. 

It is hoped that the following correctly sums up the present 
status: 


“The following may be registered: service marks which are 
used in the sale or advertisements of services to identify and 
distinguish them from the services of others as well as radio 
titles, character names, slogans and other distinctive adver- 
tising features. GREYHOUND, sR (in a circle) and MAYFLOWER 
are service marks used to identify services. THE HALL OF FAME 
is a slogan service mark for a transfer company, and ONE MAN’sS 


60. Op. cit., supra 59 at p. 19, 45 TMR 987, 1022. 
61. Op. cit. supra 53 (12 tests). 
1. Would the public be likely to think that the first service was connected 
with the second? 
2. How is the service activity referred to and advertised? 

3. In connection with reference to goods and services—whether there is a 

substantial amount of reference to the service. 

4. Whether the service is used for the purpose of promoting the sale of goods. 

5. Whether the activity is of a type which the public has recognized as a 

service. 

6. Is the service paid for directly or separately from payment for the goods? 

7. What is the amount of the service activity? 

8. Whether the service has any relation to the goods. 

9. Whether the service is rendered on one’s own goods or another’s. 
10. Which did the owner do first—sell goods or services. 
11. Is the mark the same for the goods and services? 
12. Circumstantial evidence—testimony of experts. 

62. Wiley Bill—S. B. 215. 

63. Springfield Fire ¢ Marine Ins. Co. v. Founders’ Fire § Marine Ins. Co., 115 
Fed. Supp. 787, 44 TMR 170 (D. C., N. D. Calif., 1953), the court refused to protect 
a registered service mark; Pan American World Airways, Inc. v. Clipper Van Lines, 
Inc., 98 Fed. Supp. 524, 41 TMR 832 (D. C., E. D. N. Y., 1951), here the court pro- 
tected the plaintiff’s mark by — the use of a picture of its airplane and the 
word CLIPPER—a registered service mark; protection was also granted in The Pilgrim 
Laundry, Inc. v. Benwall Mfg. Co., 122 Fed. Supp. 708, 44 TMR 1305 (D. C., N. Y., 
1954), and Crystal v. Ducly, 103 USPQ 303, 44 TMR 1419 (N. Y. Sup. Ct., 1954). See 
note 41, VA. L. REV. 365 (1955). 
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FAMILY is a radio title service mark; and SERGEANT JOE FRIDAY 
is a character name service mark.” “ 










In passing, it might be pointed out that the NBC chimer has 
been registered as a service mark“ and OTTO THE ORKIN MAN, a trade 
figure or character, also has been registered for exterminating 
services. 











IV. ANALYSIS 


“Tt is no consequence whether the identifying means in a name, 
a trademark, a label, a dress, a package or any other of the 
numberless things (picture or animated character) which 
enables a purchaser to pick out the merchandise he wants. 
This identifying means enables the producer of the preferred 
goods to benefit by the preference and perpetuate his business ; 
it enables purchasers to be sure that succeeding purchases are 
of the same make as the first.” * “The mark, whatever it may 
be, is unimportant. It is only a means to an end, the end being 
the worthy one of identification for the public of merchandise 
or service with source and thus connecting and preserving 
goodwill to its rightful owner. It is not the mark, it is the 

result of the prior use that is significant.” * 




















The first quoted statement was made in 1914 and the latter in 
1952—-six years after the passage of the Lanham Act. Derenberg,® 
in commenting on a state court decision” concluded that protection 
of service marks was and is available at common law and that 
The Lanham Act merely translated the accepted concept into reg- 
istrable marks for the purpose of allowing the Act to reflect exist- 
ing common law rights. Unfortunately, commercial television, 
which began July 1, 1941, did not become widespread until after 
World War II. This factor practically precluded any serious con- 
sideration of provisions for protection of characters and character 
names during the hearings on the Bill. Despite the deficiencies of 














64. TRADEMARK MANAGEMENT, U.S.T.A., p. 25 (1955). 

65. Reg. No. 523,616. 

66. Reg. Nos. 568,411 and 568,412. 

67. ROGERS, GOODWILL, TRADEMARKS AND UNFAIR TRADING, 20 (1914). 

68. Pattishall, Trademarks and The Monopoly Phobia, 42 TMR 588 at 597, re- 
printed from 50 MICH. L. REV. 967 (1952). 

69. Derenberg, The Eighth Year of Administration of The Lanham Trademark 
Act of 1946, 106 USPQ No. 8, Part II, p. 20; 45 TMR 987 (1955); see also 8S. C. 
Johnson & Son v. Johnson, 175 F. (2d) 176 at p. 179, 39 TMR 557 (C. A. 2, 1949) 
where Judge Learned Hand said: “Congress wishes to . . . make the protection of the 
new right coextensive with the law of unfair competition as it was in 1946, just as the 
Act of 1905 had made it coextensive with the law of 1905.” 

70. Crystal v. Ducly, 103 USPQ 303, 44 TMR 1419 (N. Y. Sup. Ct., 1954). 
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pre-Lanham Act legislation, radio service marks and pictorial 
designs were protected by the doctrines of unfair competition. 

Trademark infringement was originally defined as a continu- 
ing trespass upon the property of the first user. Hence the invoca- 
tion of the equitable remedy against its continuance. The shrewd 
and ingenious infringer readily recognized that the court assumed 
a trademark to be property and sought means to divert trade with- 
out violation of the then recognized property right. Labels, pack- 
ages, pictures and other get-up were imitated with the result that 
the trademark owner’s trade was stolen with impunity because no 
property could be claimed in the color of a label, the shape of a 
bottle, the design of a package or other means of identification. 
The bench and bar readily discerned that the property theory was 
unsound. In order to prevent the diversion of trade and deceit 
of the public in ways other than by imitation of the technical trade- 
mark, a body of law developed under the guise of unfair competi- 
tion. A technical trademark is an arbitrary device, the prime pur- 
pose of which is to indicate commercial origin. It has no function 
except to identify and there is no excuse for its use by another 
except to deceive. 

On the other hand, when the label, color, get-up of package or 
any identifying symbol other than a technical trademark is imi- 
tated, there must be proof that such symbol does in fact identify. 
When it has been established that such symbol does identify a 
particular product, then the owner is entitled to protection against 
its use by others in a deceptive manner. After identity has been 
established the only question left is—are purchasers likely to be 
deceived? If the question is answered in the affirmative, it should 
be of no consequence whether the deception is accomplished by 
copying a device, label, color, design, get-up or by deceptive adver- 
tising. 

Two illustrations are readily applicable. BakEr’s chocolate and 
cocoa have long been known, identified and recognized by the 
familiar Chocolate Girl. The Puritan Pure Food Company mar- 
keted a chocolate with a similar picture on its label. This company 
was enjoined” from using the picture on the ground that it was 
likely to cause the defendant’s goods to be known as “the chocolate 
with the girl or lady” which long designated Baxker’s product. 
Twenty-five per cent of the women witnesses testified they did not 


71. Walter Baker § Co. v. Puritan Pure Food Co., 139 Fed. 680 (C. C. S. D. 
N. Y., 1905). 
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use the name BAKER in purchasing plaintiff’s product but called for 
“the cholocate with the Quaker Lady”; “the chocolate with the 
Dutch Lady”; “the chocolate with the girl”; “the chocolate with 
the lady” or in some such manner. 

The other case” involved PABST BLUE RIBBON beer. This beer 
was originally marketed under the tradename sELEcT. As an 
ornament and additional means of identification, a blue ribbon was 
tied around the neck of the bottle. People began calling this beer 
BLUE RIBBON though these words did not appear on the label. No 
attention was paid to srELEct which was prominently displayed on 
the label. Neither consumers nor dealers used the word sELEcT. 
Consequently BLUE RIBBON meant Pabst’s beer and nothing else. 
Another brewery produced a beer with no ribbon of any color 
attached to the bottle, but used BLUE RIBBON as its trademark and 
claimed a right superior to Pabst by priority of actual use of the 
name. The question to be answered was—What does BLUE RIBBON 
mean? The court answered—‘passt’s beer” and enjoined the new- 
comer. Finally, out of regard for the public acceptance of BLUE 
RIBBON as its trademark, the mark sELEcT was abandoned. Though 
not a device, picture, or character—the trademark coKE was ac- 
corded full status for the same reason, though The Coca-Cola 
Company fully retained its famous trademark coca-coLa. Under 
the rationale of the BLUE RIBBON case the use of the name sPRITE 
for a soft drink would be enjoined by The Coca-Cola Company, the 
owner of the “service mark” or “trade-figure” THE LITTLE SPRITE. 
This would be true if the word meaning is the same as the meaning 
of the picture’*—or the figure suggests to the public the word or 
name SPRITE. 

The modern view, or what should be the present day rule of 
thumb, was summarized by Judge Hincks in another Pabst case. 
For many years Ben Bernie, the oLD MAESTRO was sponsored on 
the radio by Pabst. The Elm City concern commenced selling beer 
under the trademark oLDE MAESTRO BREW. It was enjoined on the 
grounds that oLD MAESTRO was so intimately associated with Pabst 
that purchasers would believe it emanated from Pabst. The court 
enunciated the following rule: 


72. Pabst case unreported; see Rogers, supra, note 12 at 205. 

73. J. P. Heilbronn Co. v. Hammermill Paper Co., 49 F. (2d) 963, 21 TMR 249 
(C. C. P. A., 1931); In re Canada Dry Ginger Ale, 86 F. (2d) 830, 832, 27 TMR 83 
(C. C. P. A., 1936); In re Dutch Maid Ice Cream Co., 95 F. (2d) 262, 263, 28 TMR 
195 (C. C. P. A., 1938); see also CALLMANN, UNFAIR COMPETITION AND TRADEMARKS 
(1950) 1425. 
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“In earlier times, the right of identity most frequently was 
violated by downright misrepresentation by word (passing-off 
cases) or by conduct (wrongful appropriation of trademark), 
much as the early violations of the right of reputation was by 
words slanderous per se. But in the march of commerce, skul- 
duggery seems to have kept abreast of science in inventiveness, 
so that new and more subtle means were found to violate the 
right of identity by introducing confusion into the public mind, 
much as sly innuendos were substituted for cruder words 
wherewith to sap and destroy reputations.” 


It is obvious from the foregoing that the courts will protect 
pictorial marks and other means of identification if they have ac- 
quired a secondary meaning.” Likewise, radio and television ser- 
vice marks are entitled to protection under the law of unfair com- 
petition if they have obtained a secondary significance. Only 
recently the sponsors of the television program HIT PARADE mar- 
keted cigarettes under the brand name uit paraDE. This is positive 
proof that the television title has a secondary meaning. On the 
basis of such public recognition of this name there was a ready- 
made market for the cigarettes. The doctrine of secondary mean- 
ing has been employed to protect the titles of plays,”* motion pic- 
tures,” radio programs,” radio characters,” and comic strips.” 


In the Lone Ranger cases, the court referred to the unique 
eall or cry of HI YO SILVER and HI YO SILVER Away, and concluded 
that they “have become by-words in the national vocabulary.” In 
the last case the court said: “The law of unfair competition pro- 
tects trade names used in radio broadcasting against unfair simu- 
lation. These are distinctly radio trade names exploited and en- 
hanced by radio broadcasting by means of which they have 
acquired their secondary meaning. The LONE RANGER indicates the 


74. Lunsford, Are Our Courts Protecting Secondary Meaning Trademarks, 39 TMR 
767 (1949)—-secondary meaning is product identification. 

75. Hemingway v. Film Alliance, 21 N. Y. Sup. Ct. 827, 30 TMR 593 (1940); 
Aronson Vv. Fleckenstein, 28 Fed. 75 (D. C., Ill., 1886). 

76. Warner Bros. Pictures v. Majestic Pictures Corp., 70 F. (2d) 310, 24 TMR 
263 (C. C. A. 2, 1934) ; Paramount Pictures v. Leader Press, 106 F. (2d) 229, 29 TMR 
576 (C. C. A. 10, 1939). 

77. Time, Inc. v. Barshay, 27 Fed. Supp. 870, 29 TMR 568 (D. C. N. Y., 1939). 

78. Feldman v. Amos and Andy, 68 F. (2d) 746, 24 TMR 69 (C. C. P. A., 1934) ; 
Premium Pabst Corp. v. Elm City Brewing Co., 9 Fed. Supp. 754, 25 TMR 602 (D. C. 
Conn., 1934). 

79. Fisher v. Star Co., 231 N. Y. 414, 132 N. E. 133, 11 TMR 333 (1921), cert. 
denied, 257 U. 8. 654; King Features Syndicate v. Fleischer, 299 Fed. 533 (C. C. A. 
2, 1924). 

80. The Lone Ranger, Inc. v. Cox, 124 F. (2d) 650, 32 TMR 97 (C. C. A. 4, 1942); 
The Lone Ranger, Inc. v. Curry, 79 Fed. Supp. 190, 38 TMR 891 (D. C. Pa., 1948). 
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origin of the production and proprietorship of the business, just as 
the name ‘Donald Duck’ calls to mind Walt Disney; ‘Charlie Mc- 
Carthy’ the name of Edgar Bergen; ‘Amos and Andy’ the names 
of Gosden and Correll.” ® 

Call signs of broadcast stations have also been protected under 
the doctrine of unfair competition.*? The foregoing history and 
discussion indicates clearly that titles, character names, station 
call letters, slogans, ete., have been protected under the unfair 
competition theory. Television with its visual and animation tech- 
niques will, more so than radio, involve the doctrine of secondary 
meaning to protect identifying symbols. Warner,* in his excellent 
treatise, has advanced the argument that television characters can 
acquire a secondary meaning more easily and more quickly than do 
radio characters. Obviously, therefore, the courts will protect any 
animated character which has acquired a secondary meaning. 

Radio and television characters which are not affixed or at- 
tached to tangible goods cannot be registered. However, under The 
Lanham Act a mark used to identify goods shall be deemed to be 
“used” when it is placed in any manner on the goods or on their 
containers or on displays associated with the goods or on tags or 
labels affixed to them and the goods are sold or transported in 
commerce.” It is readily apparent that this provision is broader 
than the prior registration statutes which required physical affixa- 
tion. Four of the bills** preceding The Lanham Act included use 
“in advertising.” Since this reference was eliminated from the Act, 
it seems that the displays must be more closely associated with the 
sale of the goods than mere advertisements. It is unfortunate that 
this phase of use was eliminated because its inclusion would afford 
the owners of animated and pictorial characters used on television 
the right to registration, and remedies under the Act. At this 
writing, there are at least four animated or pictorial characters 
registered as trademarks being displayed with the goods. They 
are: the man carrying WHITMAN’S SAMPLER;* the fanciful char- 


81. Ibid. at 193, 197. See, however, Wiley v. National Broadcasting Company, 
31 Fed. Supp. 568, 30 TMR 588 (D. C. Calif., 1940) and Van Dover v. R.K.O. Pictures, 
Inc., 50 USPQ 348, 31 TMR 251 (D. C. TIL, 1941) where witpcaT, name of a negro 
performer, was not protected and TOM, DICK AND HARRY was held to be a generic term. 

82. Bamberger Broadcasting Service, Inc. v. Orloff, 44 Fed. Supp. 904, 32 TMR 
276 (D.C. N. Y., 1942). 

83. WARNER, RADIO AND TELEVISION RIGHTS, Chapters 23 and 24, pp. 997-1073, at 
p. 1029 (1953). 

84. 60 Stat. 443; 15 U. 8. Code 1127 (1952). 

85. H. R. 9041, 75th Congress; H. R. 4744, 76th Congress; H. R. 6618, 76th 
Congress; H. R. 102, 77th Congress. 

86. Reg. No. 542,373. 
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acter*’ in chef’s cap and apron on a display stand used in connection 
with TaPppaN stoves and ranges; the three dimensional representa- 
tion of a television camera, carriage and operator® used to display 
Kraft’s cheeses and food products as well as to introduce and 
identify Kraft’s television programs; and SPEEDY ALKA-SELTZER.*° 
Two other characters, both used as advertising symbols on tele- 
vision, are registered trademarks because they are affixed to the 
goods: DUTCH GIRL and GILLETTE’s paRROT.*? These six marks are, 
therefore, as fully protected as technical trademarks under the Act. 
Other animated characters adopted for television, package and 
display use are: TEDDY SNOW CROP, HAPPY HOTPOINT, the PIEL 
BROTHERS, SPARKY for AC spark plugs, and oxp stac Kentucky 
bourbon. 


The foregoing authorities and decisions show that advertising 
symbols are protected on the basis of trademark infringement and 
unfair competition. If the advertising symbol or device is regis- 
tered as a trademark, there is no legal right for another to use the 
name or a confusingly similar mark. Similarly, the common law 
right in a symbol or device, which has acquired a secondary mean- 
ing, is entitled to protection in the courts, in much the same manner 
as a right derived from registration under the trademark Act. 
Why shouldn’t this same rationale be applied to registration? 
If the mark or service mark has acquired a secondary meaning 
sufficient to warrant common law protection against unfair com- 
petition, it should certainly be entitled to be registered under 
Section 2(f) which is a legislative adoption of the common law 
doctrine. The history of the Act clearly indicates that one of its 
purposes is to make registrable all marks used in commerce and 
protectable at common law. For example, if consumers ask for or 
choose the tooth paste advertised and associated with miss susIE Q” 
on television or the tissues which LITTLE LULU® recommends on 
television and in the comics, these characters should be entitled to 
registration either as trademarks displayed with the goods or as 
service marks. 


Unless a Federal Court directs the commissioner of patents to 
register a service mark, which one court did with reference to 


Reg. No. 578,261 and No. 579,355. 
Reg. No. 626,639. 

Reg. No. 596,275. 

Reg. No. 578,627. 

Symbol for PEPSODENT tooth paste. 
Symbol for KLEENEX tissues. 





















































148 








Vol. 48 T. M.R. 





THE TRADEMARK REPORTER 








registration of distinctive slogans, or unless the Patent Office 
liberalizes its rules and construction of the statute, then an amend- 
ment is necessary. The Senate of the 84th Congress passed (it did 
not pass the House) an amendment to revise the definition of 
“service mark” titles of radio and television programs, notwith- 
standing that they or the programs may advertise the goods of 
the sponsor. It would appear that the Office has already put this 
amendment into operation for Assistant Commissioner Leeds has 
made the following observation: 


“Titles of radio and television programs are service marks and 
are registrable as such, whether or not they advertise the 
products of the sponsor; and they are registrable by the per- 


39 94 


son who owns the property in the identifying title. 


It is submitted that the above enunciated policy and possibly 
the amendment do not go far enough. In order to receive adequate 
protection, the amendment should provide for a broader definition 
of use and include use “in advertising on radio and television.” 
The strict interpretation of the language is not in keeping with 
developments in modern business practices and modern methods of 
advertising and display of goods and services. In the interim, it is 
suggested that the Patent Office adopt the tests proposed by 
Garner. The necessity and desirability for such action is shown 
by a recent decision® by the Commissioner whereby NuUTSY THE 
CLOWN was denied registration because a trademark use was not 
shown by advertisements of applicants of crrcus nuts on television. 
The question immediately arises: Does this decision conflict with 
the Chicago decision where suPER cikcus received protection in the 
Federal Court? 

Another means of protection, though believed undesirable, is 
to obtain a registration by an Act of Congress. This precedent has 
been established by the Secretary of Agriculture who is the keeper 
of SMOKEY BEAR, a creature of statute.** This action is cited to stress 





93. American Enka Corporation v. Marzall, 92 USPQ 111, 42 TMR 106 (D. C., 
D. C., 1952). 

94. Leeds, Trademarks from the Government Viewpoint, 44 caL. L. REV. 489 at 
497 (1956). 

95. Ex parte Circus Foods, Inc., 110 USPQ 504, 46 TMR 1566, rehearing denied 
111 USPQ 160 (Com’r, 1956); see also Belding Heminway Company Inc. v. Puritan 
Piece Dye Works, 110 USPQ 539, 46 TMR 1579, where a kitten’s head was protected, 
and National Motor Bearing Company, Inc. v. James-Pond-Clark, 110 USPQ 554, 47 
TMR 80 (Com’r, 1956) where there was held to be no confusion between the pictures 
of two seals. 

96. Public Law 359, 82nd Congress, Senate Bill No. 3222; also RED CROSS, BOY 
SCOUTS, GIRL SCOUTS, 4-H CLUBS, et al., have been protected by statute. 
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the fact that The Lanham Act should provide the same provisions 
for the registration of characters. Commercial owners of such 
advertising symbols should not be denied equal rights and pro- 
tection under the law. 


Owners of radio and television characters may find some com- 
fort in Section 43(a) of the Act.®’ This section can and should be 
regarded as a direct source of federal law against false advertising. 
The Court of Appeals for the Third Circuit granted affirmative 
relief on the basis of false advertising.** The defendant advertised 
its dress with a picture of the plaintiff’s more expensive dress, 
falsely implying that its article was virtually identical with plain- 
tiff’s although selling at a lower price. The court granted relief 
even though there was no passing-off. This precedent and subse- 
quent interpretation should be encouraging to owners of char- 
acters which have not been registered. Another court” which held 
that plaintiff failed to show damage or likelihood of damage re- 
ferred to this section as “an affirmative code of business ethics 
whose standards can be maintained by anyone who is or may be 
damaged by a violation of this segment of the code.” Actions under 
this section can, therefore, be brought by owners of devices other 
than registered trademarks or registered service marks which are 


already under the protection of federal law by registration. 


Recently Judge Clark made the following comment on this 
section: 


“Then, too, I do not see how we can avoid the clear jurisdiction 
arising under the new and quite extensive provision covering 
the false description or representation of goods introduced in 
commerce ... By the broad and liberal construction properly 
given this remedial legislation, the major and more important 
portion of the relief granted would be supported under federal 
law. I think we must consider the applicability of this statute, 
and cannot avoid it, even though counsel does not cite it, for 
we are bound by the law of the land, whether cited to us by 
counsel or not. . . . Indeed, there is indication here and else- 
where that the bar has not yet realized the potential impact of 
this statutory provision.” *° 


97. 60 Stat. 44.; 15 U. 8. Code, Section 1125. 

98. L’Aiglon Apparel, Inc. v. Lana Lobell, Inc., 214 F. (2d) 649 (C. A. 3, 1954). 

99. 8S. C. Johnson & Son v. Gold Seal Co., 230 F. (2d) 832 (1956), and 129 F. 
Supp. 928 at 934; see also Developments in the Law—Trademarks and Unfair Com- 
petition, 68 HARV. L. REV. 816 at 881-883 (1955); Callmann, False Advertising as a 
Competitive Tort, 48 CoOL. L. REV. 876 (1948) ; reprinted 38 TMR 1048 (1948). 

100. Maternally Yours, Inc. v. Your Maternity Shop, Inc., 234 F. 2d 538; 110 
USPQ 462, 46 TMR 1509 (C. A. 2, 1956). 
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V. CONCLUSION 


“There are no trademarks, there is only trademark display. 
There is no registration or protection of trademarks, there is 
only registration and protection of trademark display.” *” 


In 1914 the late Mr. Edward S. Rogers, dean of the Trademark 
Bar, in discussing the value of picture marks, wrote: “But of 
course, people must have something to ask for.” ** The statement 
was made long before the advent of the super market and the help- 
yourself stores. The following language from Mr. Rogers’ protege, 
and now a prominent member of the Bar in his own right, is 
particularly apropos: “Also within recent years there appeared a 
vast expansion of commercial enterprise implemented by such 
developments as: self-service stores, national advertising, the radio 
and now television. These, and many other innovations which 
stress commercial identification, augmented a national market 
economy and with it enhanced the value of the free ride on a na- 
tional reputation.” *** Only recently, a cartoon pictured a house- 
wife complaining to a clerk: “I don’t remember the name of the 
soap. On the TV commercial some little clowns dance in like 
this.” ** But what protection do the little clowns receive? 

If the clowns are used on the package of soap, or displayed 
with the package of the soap, they may be entitled to registration 
as a trademark. Under the theory of the Super Circus-M & M case, 
supra, the clowns would be entitled to protection under the theory 
of unfair competition though not affixed to or displayed with the 
goods. If the clowns are nationally advertised in the papers as 
well as on television, they might be protected from misappropria- 
tion and imitation under Section 43(a). If the clowns are known 
by distinctive names and such names are used to identify the tele- 
vision program, they may be registered as a service mark. 

With the numerous entertainment media presently available, 
such characters have assumed the proportions of a major business. 
One of the factors that is having such great influence on television 
advertising is the popularity of such characters to appeal to chil- 
dren. Over half the toys and a great deal of brand name merchan- 
dise are bought for children under six years of age—they can’t 


101. Garner, Display Theory of Trademarks, 25 GEO. WASH. L. REV. 53 (1956); 
reprinted 47 TMR 303 (1957). 

102. Rogers, op. cit., supra, note 67 at p. 71. 

103. Pattishall, op. cit., supra, note 68 at p. 592. 

104. A cartoon—“The Neighbors”—by George Clark which appeared in The 
Atlanta Journal on October 22, 1955. 
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read but they certainly can understand what they hear and see 
and will accept only the advertised product. Among the best known 
characters on television, and who have licensed products on sale, 
are Howdy Doody, The Lone Ranger, Roy Rogers, Captain 
Kangeroo, and Mickey Mouse. 

One of the purposes of the Act is to modernize the trademark 
statutes so that they will conform to present day practices and so 
that registration will conform with the common law of trademarks. 
Therefore under this enunciated program the distinctive characters 
should be registrable.*” Moreover, a distinctive character is in- 
cluded in the definition of a trademark and the definition of a 
service mark. Yet the owner of such industrial property seeking 
protection finds the law uncertain as to the extent and manner of 
protection available. It is suggested that the Act be amended to 
conform to the common law and business practices of 1957. The 
three most famous, most extensively displayed, and best known 
marks’ are coca-coLa, recognized in its characteristic script, the 
lady in the “S” on stnceR sewing machines, a pictorial mark, and 
Donald Duck, an animated character. The first two marks have 
received the protection of the courts. The fame of Donald Duck is 
just as important to its owner as the other marks are to their 
owners. As valuable symbols of good will, advertising symbols 
should be protected in keeping with their celebrity. 


105. WARNER, RADIO AND TELEVISION RIGHTS, op. cit., supra, note 83 at p. 1059; 
The Protection Afforded Literary and Cartoon Characters through Trademark, Unfair 
Competition, and Copyright, 68 HARV. L. REV. 349 (1954) ; reprinted 45 TMR 375 (1955) ; 
Developments in the Law—Trademarks and Unfair Competition, 68 HARV. L. REV. 816 
at 821 (1955); the recently released HISTORY OF LABELS by STANLEY C. HOLLANDER con- 
tains the following language at pp. 31 and 32: “Many American food packers and 
other manufacturers began to use a ‘trade character, i.e., a distinctive symbolic indi- 
vidual, on labels and in advertisements to represent their products. In 1864 Bull Durham 
adopted its steer, famous for many years but especially when later advertisements 
showed a cow staring admiringly at ‘her hero’. The Quaker figure on the QUAKER OATS 
package appeared about 1876. American Tobacco’s Indian came about 1890, and Ralston’s 
smiling child in 1893. Three popular and well-known label characters appeared on the 
scene shortly thereafter. These three were Walter Baker & Company’s Chocolate Girl 
(‘La Belle Chocolatiere’), 1883, National Biscuit Company’s boy in the oilskin raincoat, 
1899, and the Cream of Wheat Company’s famous smiling chef, 1893. The originals 
who posed for these three pictures lead vastly different, but interesting, lives.” 

106. According to the March, 1953 Reader’s Digest, a survey revealed that these 
three marks are the best known in the world. According to the Elkins, W. Va., Inter- 
Mountain Information Bureau, Washington, D. C., “the best known trademark is likely 
to be one of three—KODAK, COCA-COLA or SINGER”. 
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NOTES FROM THE PATENT OFFICE 


By Katharine |. Hancock* 


Appeal 

In the present Trademark Rules which became effective Au- 
gust 15, 1955, the time within which appeal can be taken to the 
Commissioner after a final refusal by the examiner was reduced 
from six months after the date of a final refusal to sixty days after 
the date of a final refusal.’ 

Under the previous rule, the six months allowed for taking 
such appeal coincided with the six months provided by statute for 
requesting reconsideration or for complying with any requirement 
of an examiner.’ 

Since there appears to be some misunderstanding in this re- 
spect, it is pointed out that six months are still permitted, in 
accordance with the statute, for requests for reconsideration or 
for compliance with a requirement after a final refusal. It is only 
the time within which an applicant may appeal which has been 
shortened to sixty days. An application does not become abandoned 
after registration has been finally refused until the statutory pe- 
riod of six months has elapsed. 

A request for reconsideration of a final action, based solely 
upon argument, is not likely to be successful. A request accom- 
panied by a statement of new facts, supported by presentation 
of factual material, might be much more persuasive. 


Interference 

Under the present Trademark Rules declarations of inter- 
ference between applications and registrations have been reduced 
to a minimum. 

An interference will not ordinarily be declared between an 
application and a registration unless the date of use asserted in 
the application is prior to the filing date of the application which 
resulted in the registration; and even though that situation exists, 
an interference may or may not be declared, depending upon ex- 
istence of one of the following situations: 


1. Specific authorization to declare the interference has 
been secured from the Commissioner, in those cases where 
the registration tsswed prior to the filing of the application. 


Trademark Examiner, U.S. Patent Office; Member District of Columbia Bar. 
1. Trademark Rule 2.142. 
2. Trademark Rule 2.62; Sec. 12(b) of Trademark Act of 1946. 
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To put it another way, a registration which carries a 
registration date earlier than the filing date of an application 
will not be placed in interference with the application except 
upon specific authorization of the Commissioner. 


2. Both applications were copending as applications, and 
the registration did not issue until after the filing date of the 
other application, in which event interference can be declared 
without specific authorization of the Commissioner. 


Generally speaking, the burden is on a party to oppose the 
issuance of a registration which he believes may damage him; 
and if he does not oppose registration when the mark is published, 
but permits the mark to become registered, then an interference 
is not ordinarily the type of proceeding to which he is entitled 
to secure adjudication of his rights. His remedy in such a case 
is a cancellation proceeding.® 

On the other hand, if two applications are copending, it is 
considered that both represent rights of such a present and unre- 
solved nature as to make an interference proceeding suitable, even 
though (whether for a valid reason or inadvertently) one matures 
into a registration before the interference is declared. 

When authorization of the Commissioner is necessary, an 
applicant’s request for an interference with a registration in itself 
constitutes sufficient basis for the examiner to forward the applica- 
tion to the Commissioner for approval or disapproval of declara- 
tion of an interference. There does not need to be a formal or 
separate request or petition by applicant to the Commissioner 
before the authorization of the Commissioner for declaration of 
an interference is sought. 

An interference involving a registration is regarded as an ex- 
ception to the rules; and to secure such an interference it is neces- 
sary to show exceptional circumstances because of which refusal 
to institute an interference would be inequitable. 


3. Trademark Rule 2.111-2.114. 
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PATENT OFFICE 


Trademark Statistics 
1953 1954 
Applications filed. -...___. 18,520 20,651 
Registrations issued 
Principal Register _.. 13,741 14,206 
Supplemental Register _......... 1,828 1,733 
15,569 15,939 


Renewals __. 3,482 
Sec. 12(c), publications 1,298 
Sec. 8, affidavits filed 10,683 22,248 
Sec. 8, cancellations _....-__-»»_SE ES 2,559 
Other cancellations = s—(‘é‘ ° 


January, 1958 
Applications filed 1,804 


Registrations issued: 
Principal Register — 1,196 
Supplemental Register ____ 82 


1,278 
I~ nosicose sad tiebeicasadccsisiendibnmniias 237 
See. 12(c), publications _____. 34 
See. 8, affidavits filed 1,062 
Sec. 8, cancellations _...._-__-___. 396 
Other cancellations =... 31 


* Not available. 
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1956 
22,045 


19,539 
1,219 


20,758 
3,757 
868 
12,423 
7,657 


January, 1957 


1,627 


1,615 
47 


1,662 
324 
79 
1,124 
873 


1957 
21,311 


16,487 
1,002 


17,489 


3,488 
775 
12,291 
6,367 
70 
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NOTES FROM OTHER NATIONS 


Edited by Marcel Deschamps 


Austria 
Descriptive Marks 

Application was made to register the trademark Pronto in 
several classes, including the various food classes. The applica- 
tion was rejected on the ground that the mark was an Italian 
word meaning “Quick” or “Ready”. 

The Appeal Section of the Patent Office affirmed the decision 
rejecting the applicant’s argument that pronto has no one definite 
meaning. In addition to “Quick”, the word is used in Italy at the 
beginning of a telephone conversation and to announce the 
departure of railroad trains. It was enough, said the Appeal 
Section, if the word was descriptive in one of its meanings and 
reference to any dictionary showed that one of its meanings was 
“Ready” so that the mark was descriptive of the goods in that it 
indicates that they are ready for immediate consumption. 

The Appeal Section pointed out, however, that the Examiner’s 
decision was wrong in holding that a mark such as Pronto must 


be kept available for general use under all circumstances, since 
even such a mark can acquire distinctiveness through extensive 
use. Decision of April 15, 1957. 


Similarity of Goods 


Plaintiff has owned, since 1900, a registration on the word 
RAPID in respect of, inter alia, steel bars. In 1952, defendant 
obtained registration on the same word in respect of, inter alia, 
reinforced concrete beams and bars. 

Plaintiff brought an action for cancellation, on the ground 
that it was the owner of a prior registration covering similar 
goods and on the further ground that the use of the mark by 
defendants was likely to deceive the public into thinking that 
defendant’s reinforced concrete beams were made with plaintiff’s 
steel bars. The Cancellation Section of the Austrian Patent Office 
rejected the action. With respect to the first ground, the Patent 
Office said that the various goods involved were sold only to 
specialists in the building trades, who were quite aware of the 
fact that steel bars and reinforced concrete beams are not made 
by one and the same company. With respect to the second ground 
the Patent Office held that it was not likely that anyone would 
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be deceived into thinking that the defendant’s products were 
made with the plaintiff’s steel bars, since plaintiff’s trademark 
RAPID had acquired a reputation as being used only on high speed 
steel products, which were obviously much too expensive to be 
incorporated in reinforced concrete beams. 

The Court of Patent Appeals upheld the decision of the Patent 
Office, saying, inter alia, that the fact that one type of goods 
could be used in the manufacture of another type of goods did 
not necessarily make the two similar in the sense of the trademark 
law, since this would lead to such absurd results as iron nails 
being considered similar to wooden boxes. Rather, the Court 
said, regard must be had, for purposes of determining similarity 
of goods, to such diverse factors as the nature of the goods, their 
purpose, their source and their channels of trade and that con- 
sideration of all these factors in the present case led to the con- 
clusion that there was no danger of confusion. Decision of the 
Court of Patent Appeals, May 16, 1957. 


Canada 
Opposition Proceedings 


The following are holdings of the Registrar of Trade Marks 
in opposition proceedings: 


(a) coLorsPAN applied for in respect of laminated sheet glass 
for use in the glazing of buildings and for exterior and 
interior decorative purposes was held not to be confusing 
with coLorcLaD which is registered in respect of struc- 
tural glass. 


HOLIDAY RANCH was sought to be registered by Canadian 
Broadcasting Corporation as a service mark for a tele- 
vision production and the application was opposed by 
Cliff McKay Limited who claim to be the first user of 
HOLIDAY RANCH. After considering the evidence the 
Registrar decided that the applicant had first used 
HOLIDAY RANCH as a trademark in the Summer of 1953 
and that the use by the opponent was subsequent to that 
date. The Registrar stated that the use of HoLIDAY RANCH 
by the opponent “was within the knowledge and apparent 
acquiescence of the applicant but the evidence is not 
such as to disclose any transfer of trademark rights 
from the applicant to the opponent and is not sufficient 
to disclose a licensing which would invalidate the ap- 
plicant’s trademark.” The opposition was dismissed. 
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(c) An application to register caPpaKk in the name of Capital 
Packers Ltd. in respect of meat and meat products was 
opposed by Canada Packers Ltd. After a hearing, the 
Registrar held that capak is confusingly similar with 
the corporate title of Canada Packers Ltd. and the 
opposition was upheld. 28 Canadian Patent Reporter 
44-47 (Section IT). 


Federation of Rhodesia and Nyasaland 
New Trademark Legislation 


The Federation of Rhodesia and Nyasaland which consists of 
Southern Rhodesia, Northern Rhodesia and Nyasaland and which 
has been in existence since 1953, has enacted a Federal Trade 
Marks Act. The Trade Marks Act, 1957 will come into effect 
April 1, 1958. On the same date the adherence of the Federation 
to the International Convention as revised at London 1934 will 
become effective. 


Turkey 


International Convention 


Effective June 27, 1957 Turkey has adhered to the London 


1934 version of the International Convention for the Protection 
of Industrial Property. 
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Argentina. Patents and Trademarks Decree No. 12025/57, October 1, 1957. (Patent 
and Trade Mark Review, v. 56, no. 2, November 1957, pp. 42-43; no. 3, December 
1957, p. 66.) 


Derenberg, Walter J. 
Service Marks in the U. 8. A. Address delivered before The Institute of Trade 
Mark Agents, London, September 12, 1957. (Mimeographed) 


Diamond, Sidney A. 

Brand Name Choice Must Avoid “Confusion”. Patent Office rules in: Cowles 
Magazines, Inc. y. Andrew Jergens Company. (Advertising Agency Magazine, 
January 3, 1958, p. 17.) 


Dunn, Charles Wesley. 
The Food and Drug Law. (Food, Drug, Cosmetic Law, v. 12, no. 11, November 
1957, pp. 663-675.) 


Hollabaugh, Marcus A, 
The Work of The O’Mahoney Patent Subcommittee. (American Patent Law 
Association, Bulletin, January 1958, pp. 23-29.) 


Larson, Roberts B. 

Historical Background on Establishing the Patent Office as an Independent 
Agency of the Government. (American Patent Law Association, Bulletin, January 
1958, pp. 10-17.) 


Lippincott & Margulies, Inc. 
Design Sense. Special Trademark Issue. New York, 1957. Pp. 13. With many 
illustrations of trademarks. 


Mittelberger, Ernest G. 
Much Improved Packages at no Increase in Cost. (Sales Management, December 
6, 1957, pp. 44-46.) 


Offner, Eric D. 
Trademark Licensing in Foreign Countries. (Canadian Patent Reporter, v. 28, 
pp. 81-88.) 


Olin Mathieson Chemical Corp. 

Olin Makes its own Decision. (Modern Packaging, v. 31, no. 5, January 1958, 
pp. 104-106.) 
Company’s new identity for its own products, 


Otto Milk Co., Pittsburgh. 

Symbol for Quality. (Modern Packaging, December 1957, p. 132.) 
New marketing program built around modernized label, featuring “Q” for “Quality” 
emblem. 


Purity Baking Co. 
Is Success good enough? (Modern Packaging, v. 31, no. 5, January 1958, pp. 
114-115.) 
Sales of Purity Baking Co. are up 15% since it redesigned old packages. 
Ten Seconds to Sell. (Modern Packaging, December 1957, pp. 91-96, 224, 226.) 


Non-foods are sold today in the supermarkets and much depends on effective 
packaging. 








* Copies of these articles are available for reference in the Association’s library. 
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Utility Appliance Corp., Los Angeles. 

An Appliance Maker Picks a TV Cartoon Success as its over-all Brand Theme. 
(Printers’ Ink, December 13, 1957, pp. 72, 74.) 
“Gaffers and Sattler” are used for the entire line of The Utility Appliance Corp. 
and its subsidiary The Mission Appliance Corp. 


What Retailers Want in Packaging. (Tide, January 10, 1958, pp. 33, 36.) 


Zimmerman, Julius G. 
Legal Research Problems in Latin-American Food and Drug Law. (Food, Drug, 
Cosmetic Law, v. 12, no. 11, November 1957, pp. 683-689.) 


RECENT PUBLICATION 


Carter, Chauncey P. 

Symbolist Citations to the 1946 Trademark Act. 1958 Supplement to the 6th 
edition. Washington 16, D. C., 3088 Forty-fourth Street. Price for 1958 Supplement 
$12.50. 
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illustrations of trademarks. 


Mittelberger, Ernest G. 
Much Improved Packages at no Increase in Cost. (Sales Management, December 
6, 1957, pp. 44-46.) 


Offner, Eric D. 
Trademark Licensing in Foreign Countries. (Canadian Patent Reporter, v. 28, 
pp. 81-88.) 


Olin Mathieson Chemical Corp. 

Olin Makes its own Decision. (Modern Packaging, v. 31, no. 5, January 1958, 
pp. 104-106.) 
Company’s new identity for its own products. 


Otto Milk Co., Pittsburgh. 

Symbol for Quality. (Modern Packaging, December 1957, p. 132.) 
New marketing program built around modernized label, featuring “Q” for “Quality” 
emblem. 


Purity Baking Co. 
Is Success good enough? (Modern Packaging, v. 31, no. 5, January 1958, pp. 
114-115.) 
Sales of Purity Baking Co. are up 15% since it redesigned old packages. 
Ten Seconds to Sell. (Modern Packaging, December 1957, pp. 91-96, 224, 226.) 


Non-foods are sold today in the supermarkets and much depends on effective 
packaging. 


—_ ee 
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Utility Appliance Corp., Los Angeles. 
An Appliance Maker Picks a TV Cartoon Success as its over-all Brand Theme. 


(Printers’ Ink, December 13, 1957, pp. 72, 74.) 
“Gaffers and Sattler” are used for the entire line of The Utility Appliance Corp. 


and its subsidiary The Mission Appliance Corp. 
What Retailers Want in Packaging. (Tide, January 10, 1958, pp. 33, 36.) 
Zimmerman, Julius G. 


Legal Research Problems in Latin-American Food and Drug Law. (Food, Drug, 
Cosmetic Law, v. 12, no. 11, November 1957, pp. 683-689.) 


RECENT PUBLICATION 


Carter, Chauncey P. 
Symbolist Citations to the 1946 Trademark Act. 1958 Supplement to the 6th 
edition. Washington 16, D. C., 3088 Forty-fourth Street. Price for 1958 Supplement 


$12.50. 
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THE W. E. BASSETT COMPANY v. 
THE H. C. COOK COMPANY et al. 


No. 6532 —D. C. Connecticut — July 20 and September 30, 1957 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—COLORABLE IMITATIONS 
Knife designations SLIM-JIM and MR. SLIM are confusingly similar to TRIM-TRIO. 
REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—DRESS OF GOODS 
Acts of defendants in sale of knives imitating features of plaintiff’s knife 
constitutes unfair competition. 
REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—FALSE TRADE DESCRIPTIONS 
Defendants are enjoined from falsely representing their designations to be duly 
registered trademarks. 


Action by The W. E. Bassett Company v. The H. C. Cook Company, 
Lighter Corporation of America (Inc.) Britton Manufacturing Company, 
and Ernest C. Britton for patent and trademark infringement and unfair 
competition. Plaintiff moves for preliminary injunction. Motion granted. 


Stoddard, Persky, Eagan & Cobey, of New Haven, Connecticut, and John 
B. Cuningham and Roy C. Hopgood, of New York, N. Y., for plaintiff. 

Lindsey & Prutzman, of Hartford, Connecticut, and William K. Bennett, 
of Ansonia, Connecticut, for defendants. 


ANDERSON, District Judge. 


FINDINGS OF Fact 


1. This is a motion for preliminary injunction made in an action for 
infringement of United States Patents Nos. 2,477,782 and 2,779,098 and of 
registered trademarks, U.S. Nos. 433,832 (TRImcLIP), 530,527 (TRIMETTE), 
614,895 and 632,793 (TRIM), owned by plaintiff and for unfair competition 
with plaintiff by one or more of the defendants in the sale of nail clippers 
and knives. 


2. There is no diversity of citizenship between the parties, but the acts 
of unfair competition are sufficiently related to the alleged infringement 
of United States Patent No. 2,779,098 to give this court pendent juris- 
diction of unfair competition relating to the knife. 


3. Plaintiff has been in the business of selling and advertising finger 
and toenail clippers for about the past ten years and knives for about the 
past year on a nation-wide scale, under its TRIM trademarks which together 
with the distinctive appearance of its clippers and knives have become 
associated with plaintiff as well as with said products. 
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4. Defendant, H. C. Cook Company, has been in the nail clipper 
business since about 1900. 


5. Defendant, Ernest C. Britton, has been assistant to the president 
of Cook since October 1, 1953 and is president of Cook’s selling subsidiary, 
Litee, Inc., as well as of the defendant Britton Manufacturing Company 
and Lighter Corporation of America. He personally persuaded both Cook 
and Lighter Corporation in late 1956 to manufacture and assemble parts 
of a pocket knife sold under the designation SLIM Jim, which was an 
imitation of plaintiff’s distinctive knife sold since early 1956 under the 
marks TRIM and TRIM TRIO. Defendant, Britton Manufacturing Company, 
imprinted said knives for the trade. 


6. Defendants Britton, Cook and Lighter Corporation falsely repre- 
sented and still do represent that the designations SLIM JIM and MR. SLIM 
were duly registered as trademarks of Lighter Corporation by printing on 
display cards the recognized symbol denoting such registration. 


7. The plaintiff’s patented knife prior to the imitations thereof as 
aforesaid, was characterized as employing the invention of the patent in 
suit by the integral spring detent feature integral with the back edge of 
the knife cover, which appearance characteristics were each recognized as 
such by defendants Cook and Lighter. 


8. Defendants Lighter, Cook and Britton in February, 1957, altered 
the internal structure of their knives to eliminate any detent or edge spring 
action but retained the appearance of the spring on the back edge of the 
knife casing thereby causing the characterizing appearance feature of 
plaintiff’s patented knives with their imitations, and deceiving the purchas- 
ing public and the trade into believing that said knives were the patented 
products of plaintiff. 


9. Plaintiff’s knives have been used as samples in the selling of Cook 
and Lighter Corporation’s imitative knives which have been palmed off on 
dealers and others as products associated with the plaintiff. 


10. Plaintiff has been damaged and will be further irreparably 
damaged in its business relationships and with its employees in that its 
knife has been confused with that of defendants’ and its production of 
knives has been reduced by 50% since January 1, 1957 when the competi- 
tion of Lighter Corporation, Cook and Britton with sim knives had its 
intended effect. 


CoNCLUSION OF LAW 


A. That this court has jurisdiction of the patent infringement and 
unfair competition claims relating to the knife under the patent laws of 
the United States. 


i 
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B. That the knife designations sLIM-JIm and MR. SLIM used by Lighter 
Corporation, Cook and Britton are confusingly similar to TRIM-TRIO in sound 
and meaning. 


C. That the acts of defendants Cook, Britton and Lighter Corporation 
in the sale of imitative knives marked with the designations SLIM-JIm and 
MR. SLIM constitute unfair competition with plaintiff. 


D. That each of the above-named defendants be temporarily enjoined 
and restrained during the pendency of this action or until the further order 
of this Court from committing further acts of unfair competition with 
plaintiff, and particularly from: 


(1) Palming off, inducing or enabling others to sell or palm off a 
deceptively similar knife not plaintiff’s as and for the plaintiff’s product: 


(2) falsely claiming ownership or rights under plaintiff’s patent No. 
2,779,098. 

(3) imitating or copying the identifying nonfunctional features and 
forms of plaintiff’s said knife. 


(4) falsely representing that sLIM JIM and MR. sLIM or any other desig- 
nation is a duly registered trademark ; 


(5) aiding or abetting others in doing any of the above particularly 
specified acts. 


E. That the issuance of the preliminary injunction shall be conditioned 
upon plaintiff’s furnishing good and sufficient security in the form of an 
undertaking, bond or otherwise in the sum designated below for the payment 
of any costs and damages as may be incurred or suffered by any party who 
is found to have been wrongfully enjoined. 

The amount of the security shall be $20,000.00. 


DISCUSSION 


The plaintiff’s motion for preliminary injunction includes claims for 
relief in connection with the defendants’ manufacture and sale of fingernail 
clippers, toenail clippers and knives. The motion is denied as to the finger- 
nail and toenail clippers. As far as the knife is concerned, the court is 
satisfied that the Cook Company, Lighter Corporation and Britton inten- 
tionally gave to the defendants’ knife the outward appearance of having 
the plaintiff’s patented feature, when in fact it did not, in order to palm it 
off as the plaintiff’s knife which had met with substantial sales acceptance. 
There was abundant evidence of extensive confusion in the trade delib- 
erately fostered by defendants both in the design of its knife and in its 
advertising and other sales promotion, and there is evidence that on one 
occasion an order for a number of defendants’ knives was solicited by the 
use of plaintiff’s knife as a sample. 
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The defendants’ knife was of inferior quality to that of the plaintiff, 
though it was advertised to sell at the same retail price as plaintiff’s. With 
the greater margin between manufacturing cost and retail price the defen- 
dants were able to offer dealers a larger margin of profit for themselves, 
thus inducing them to offer a product that, because of its similar appear- 
ance and name, the purchaser would not realize was not of the same quality 
as the plaintiff’s knife. Defendants’ unfair competition has caused plaintiff 
to lose sales and might foreseeably drive plaintiff’s knife out of the market. 
As to the portions of the motion relating to the knife, plaintiff is entitled 
to the injunctive relief sought. 


Sept. 30, 1957 


On July 23, 1957 this court issued a temporary injunction against the 
defendants to prevent them from committing acts of unfair competition 
against the plaintiff in the sale of pocket-knives. The defendants have 
presented nothing to persuade the court that the temporary injunction 
should be modified. While some matters were included in the finding which 
did not have a direct hearing upon the conclusions of law, they were 
included to describe more fully the businesses of the parties and their 
relationship to each other. The defendants have been enjoined from palm- 
ing-off a deceptively similar knife as the plaintiff’s but which was not, in 
fact, the plaintiff’s. The references to the distinctive form of the plaintiff’s 
knife and the unnecessary and deceptive imitation of its size, shape, mate- 
rials, finish and structure in the article manufactured and palmed-off by 
the defendants was plainly such that the ordinary purchasers without a 
minute and careful comparison and examination would and did take the 
defendants’ article as and for the plaintiff’s knife. It is apparent that the 
defendants considered that the plaintiff through the sales and advertising 
had gained a substantial foothold in the market and had established recog- 
nition and good will for the product which the plaintiff was manufacturing, 
because they expressly sought to induce dealers to take advantage of this 
very thing and they did so, palming-off an inferior product as and for the 
plaintiff’s knife. 

What the defendants are really seeking is to have the court spell out 
in detail specifically “what defendants may or may not do” and in effect 
are seeking an advisory opinion. They make specific mention of the “appear- 
ance of the spring on the back edge of the knife-casing” and at the hearing 
submitted a new knife which eliminated the appearance of such a spring 
and which, viewed from the broad side, gave the outline of a rhomboid 
rather than a trapezoid. As stated above, the court will not rule of specific 
offerings to pass in advance upon means adopted by the defendants to 
manufacture something just over the line from the effective boundary of 
the temporary injunction. Suffice it to say that reliance should not be 
placed upon minor changes which do not essentially alter the deceptive 
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similarity of the appearance of the knives to the ordinary purchaser who 
does not have the plaintiff’s knife and the defendants’ model side by side 
for comparison. 

The plaintiff has asked the court to enlarge the scope of the preliminary 
injunction to forbid the sale of what it refers to as imitative clippers in 
combination with the sale of the defendants’ knives. While the plaintiff’s 
motion with respect to the sale of clippers is denied, it should, of course, 
be apparent that the terms of the injunction forbidding the sale by the 
defendants of an imitative knife, as and for the plaintiff’s knife, includes 
the sale of such a knife in combination with clippers or anything else. 

The defendants’ motion for modification of the preliminary injunction 
is denied. 





FLINTKOTE COMPANY v. TIZER et al. 
No. 18610—D.C., E.D. Pennsylvania — September 5, 1957 


REMEDIES—INFRINGEMENT—BaSIS OF RELIEF—IN GENERAL 
REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—IN GENERAL 
Where parties are selling same product in same general field of business, 
absence of competition has no effect upon issue of trademark infringement as dis- 
tinguished from that of unfair competition. 
TRADEMARK ACT OF 1946—CONSTRUCTION 
Sole question of Act of 1946 is whether marks are so similar that there is a 
reasonable likelihood that the public will be deceived or confused as to the origin 
of goods; this is question of fact in each case, and all court can do is to apply 
broadly stated rule of statute to individual case before it; not much help can be 
gained from decisions in other cases in which similarity between other marks has 
been considered. 
REMEDIES—INFRINGEMENT—BaSIS OF RELIEF—IN GENERAL 
While entire mark must be considered as whole, descriptive word (TILE) cannot 
constitute dominant part of it; whatever confusion may be caused by fact that 
same descriptive word appears in two marks in question must be discounted. 


REGISTRABILITY—IN GENERAL 
REMEDIES—INFRINGEMENT—BASIS OF RELIEF—IN GENERAL 
TILE-TONE and FLEXTONE are not likely to be confused with TILE-TEX and 
FLEXACHROME, all being used on floor tiles. Ultimate test of infringement is 
objective one and conduct and motives of alleged infringer are material only 80 
far as they may be evidence of a hope on his part that mark will confuse public. 
Manner in which mark was chosen is to be considered; reliance on advice of 
counsel based on Patent Office search fails to convince court under circumstances 
that defendants deliberately adopted trademarks intending them to be confusingly 
similar to plaintiff’s. 
REMEDIES—INFRINGEMENT—EVIDENCE 
Where there is no proof that any customer was confused and evidence consisted 
of testimony of investigator, offered to show confusion on part of clerks and sales- 
men, court thought such evidence unsatisfactory because of its susceptibility of 
varying inferences. 
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Action by Flintkote Company v. Tizer et al. for trademark infringe- 


ment and unfair competition. Judgment for defendants. 


M. Carton Dittmann, Jr., William 8. Rawls, and Ballard, Spahr, Andrews & 
Ingersoll, of Philadelphia, Pennsylvania, and Edward J. Willey, of 
New York, N.Y., for plaintiff. 

Louis Necho and Samuel Kagle, of Philadelphia, Pennsylvania, for defen- 
dants. 


KirKPATRICK, Chief Judge. 

This is an action for trademark infringement and for unfair compe- 
tition. 

Plaintiff is the owner of two trademarks which it uses on floor tiles, 
TILE-TEX, on asphalt tiles, and FLEXACHROME, on vinyl asbestos tiles. Both 
of these trademarks are registered. 

Defendants sell floor tiles under two registered trademarks of their 
OWN, TILE-TONE asphalt) and FLEXTONE (vinyl asbestos). 

Plaintiff concedes that defendants are not selling in competition with it, 
but they are selling the same product in the same general field of business, 
and the absence of competition has no effect upon the issue of trademark 
infringement, as distinguished from that of unfair competition. 

The Trademark Act of 1946 defines trademark infringement, as using 
any “colorable imitation of any registered mark, in connection with the 
sale * * * of any goods * * * on or in connection with which such use is 
likely to cause confusion or mistake or to deceive purchasers as to the source 
of origin of such goods.” Thus, the sole question is whether the marks are so 
similar that there is a reasonable likelihood that the public will be deceived 
or confused as to the origin of the goods. This is a question of fact in each 
case, and all that the court can do is to apply the broadly stated rule of the 
statute to the individual case before it. Not much help can be gained from 
decisions in other cases in which the similarity between other marks has 
been considered. 

As to the alleged infringement of TILE-TEX by TILE-TONE, we start with 
the fact that the word “tile” is wholly descriptive, could not by itself qualify 
as a trademark, and can be freely used by anyone. When it is used as one 
part of a trademark, the combination may be registrable, but when it comes 
to the question of infringement, while the entire mark must be considered 
as a whole, the descriptive word cannot constitute the dominant part of it. 
Whatever confusion may be caused by the fact that the same descriptive 
word appears in the two marks must be discounted. Conversely, infringe- 
ment cannot be found if the nondescriptive parts of the two marks are 
distinctive enough to prevent confusion. 

The opinion in Eastern Wine Corporation v. Winslow-Warren, Ltd., 
137 F. 2d 955, 959, 57 USPQ 433, 437 (33 TMR 302), in which the court 
held that CHATEAU MONTAY did not infringe CHATEAU MARTIN, states the 
ease: “Here the plaintiff chose to build its business around the use of a 
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name CHATEAU which was previously in common use in advertising wines. 
It took the risk that competitors, old and new, would also use that common 
name. To be sure, plaintiff added the word MARTIN, and, so far as that word 
contributed a distinctive feature, plaintiff is undoubtedly entitled to a 
monopoly. But the distinctive monopoly, thus staked off by plaintiff is not 
boundless. Already in use before plaintiff commenced business were 
CHATEAU MOUTON, CHATEAU MARGAUX, CHATEAU MIRAT. Plaintiff therefore, 
could not and did not preempt every use of CHATEAU when coupled with 
every other name beginning with the thirteenth letter of the alphabet, nor 
even with one so beginning and consisting of six letters.” 

Turning to the distinguishing part of the marks in this case, I am 
unable to see any possibility of confusion arising between the syllables TEX 
and TONE. Certainly one selling tiles trademarked simply TEx could not 
hope to enjoin a competitor from selling tiles trademarked TONE and, as has 
been seen, the monopoly of a trademark consisting of a descriptive word 
coupled with a nondescriptive one is held to a compass not much broader 
than that of the nondescriptive word or syllable by itself. It would take 
a great deal more, and much less equivocal, testimony of actual instances 
of confusion than that produced in this case to convince me that my impres- 
sion is wrong and that there is confusing similarity. 

The same can be said of the alleged infringement of FLEXACHROME by 
FLEXTONE. FLEX is a prefix in very common use in connection with the 
sale of many kinds of articles in the building trade. It carries the 
definite connotation of something which is not brittle but which will yield 
to pressure without breaking. Perhaps it is not strictly descriptive, but is 
at least suggestive of a quality which buyers would find desirable in floor 
tiles, and I believe it is more nearly descriptive of tiles than CHATEAU is of 
wine. But, even if one does not discount the effect of the syllable “flex” in 
contributing to confusion, there is only a remote similarity between the 
three-syllable FLEXACHROME and the two-syllable FLEXTONE, not sufficient, 
in my judgment, to give rise to confusion in the mind of the ordinary buyer. 
Plaintiff’s testimony of confusion as to this mark was limited to a single 
instance. 

As to plaintiff’s efforts to establish what counsel refers to as “sharp- 
shooting” on the part of defendants, it is to be remembered that the ultimate 
test is an objective one and that the conduct and motives of an alleged in- 
fringer are material only so far as they may be evidence of a hope on his 
part that his mark will confuse the public, a sort of implied admission by 
him that it will. 

In the present case as against the evidence offered on the point must 
be weighed the fact that here is not the slightest similarity between the 
appearance of defendant’s packaging and dress and that of plaintiff’s. The 
manner in which the mark was chosen is also to be considered. Having been 
forced to give up one trademark, as confusing, defendants employed counsel 
who made an exhaustive search of the Patent Office Register covering prac- 
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tically every mark in the building material field that bore any similarity to 
either of plaint#f’s marks. He reported to defendants two marks (TILE- 
STONE and FLEXSTONE) which had been registered long before plaintiff’s, 
and the registrations on which had expired, and advised defendants that 
the marks now in suit were available and did not conflict with any of the 
large list of registered marks which he had examined and which included 
plaintiff’s. Plaintiff’s argument fails to convince me that defendants delib- 
erately adopted their trademarks intending them to be confusingly similar 
to plaintiff’s. 

As to the evidence of instances of actual confusion. There is no proof 
that any customer was ever confused, the evidence consisting of the testi- 
mony of an investigator, offered to show confusion on the part of clerks and 
salesmen. This is probably the easiest kind of evidence to get, since salesmen 
are always ready to sell a buyer something “just as good” if what he wants 
is not in stock, which he is entitled to do, but it is also one of the most 
unsatisfactory kinds because it is susceptible of such varying inferences. In 
the present case, that salesmen were confused is one of a number of per- 
missible inferences, but it is a more reasonable one that the salesman knew 
that the customer wanted a floor tile and, if offered something other than 
that which he asked for, probably would not make an issue of the difference 
in the name. Inasmuch as the burden is on the plaintiff, the latter, I think, 
is the most that can be claimed for the evidence. 

It is possible that in my opinion, 61 USPQ 438, in House of Westmore, 
Inc. v. Denney (affirmed at 151 F. 2d 261, 66 USPQ 373, 35 TMR 318), 
I gave this type of evidence more weight than it was entitled to, although 
it was stronger than that offered in the present case and there was more of 
it. However, the evidence in the House of Westmore case was merely 
corroborative of the conclusion reached by me, based on inspection and 
comparison of the marks, that the marks are likely to cause confusion. 
Here, my conclusion from inspection and comparison is that the marks are 
not confusingly similar, and the evidence offered to prove actual cases of 
confusion is not sufficient to overcome that view. 

Defendants produced evidence of the registration in the Patent Office of 
many similar marks, all in the building material field. I think that plaintiff 
in its argument misconceives the purpose for which this evidence was 
received. Of course, Patent Office rules are not applicable to trademark 
litigation, and in the latter, the fact that a prior mark of the same kind has 
been registered does not invalidate a subsequent mark nor does it cut down 
the scope of the mark, which it has acquired or may acquire by use upon 
the goods in question. What the registrations put in evidence by defendants 
do show is that it is the expert opinion of the Patent Office that plaintiff’s 
marks are not confusingly similar to a large number of other marks reg- 
istered both before and after plaintiff’s, many of which are quite as close 
to plaintiff’s as are defendants’. 

I find that defendants’ trademarks do not infringe plaintiff's. 
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As to the issue of unfair competition, plaintiff’s case is based wholly 
upon its contention that defendants’ trademarks are confusingly similar to 
those which it is using and the case stands or falls upon that proposition. 
Having found that the marks are not likely to confuse the public and that 
there was no attempt or intention to mislead by the dress, packaging or 
appearance of defendants’ goods, and there being no evidence of any other 
form of palming off, I conclude that the charge of unfair competition must 
be dismissed. 

Judgment for defendants on both counts. 


THE STANDARD OIL COMPANY and SOHIO PETROLEUM 
COMPANY v. STANDARD OIL COMPANY 


No. 5506—C. A. 10— January 15, 1958 


CoMMON LAW TRADEMARKS—NATURE OF RIGHTS 
REMEDIES—UNFAIR COMPETITION—SCOPE OF RELIEF—INJUNCTION 
Plaintiff secured an injunction below against the use by defendant’s parent 
company and by its subsidiary of the mark souio in plaintiff’s 15-state trading area 
on the ground that SOHIO is a contraction of and signifies to the purchasing public 
STANDARD OIL OF OHIO or STANDARD OIL, permitting defendant to benefit from plain- 
tiff’s reputation and good will. Defendant, in urging reversal denies infringement 
or unfair competition, contends plaintiff is estopped by laches and is guilty of 
unclean hands, charges error in the admission of survey results and the testimony 
of public witnesses, and argues the court erred in granting a “split injunction.” 
REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—SIMILARITY OF GOODS 
Plaintiff, by the prior use of its STANDARD OIL trademark in its 15-state terri- 
tory, acquired the right at common law to the exclusive use of the marks and trade 
names STANDARD OIL COMPANY, STANDARD OIL, STANDARD, SO, SO Co, SOCO and SOLITE 
as defendant similarly had acquired rights to the STANDARD name and trademarks in 
Ohio. Defendant adopted the mark SOHIO in 1926 and extended it to gasoline in 
1928 and began to use it as part of the corporate name of its subsidiaries in 1938. 
By its extensive use the term SOHIO has become synonymous with defendant’s cor- 
porate name. Evidence shows wide use and substantia] advertising by plaintiff of 
its trademarks, and that 8. 0. means STANDARD OIL. 
REMEDIES—UNFAIR COMPETITION—EVIDENCE 
Controlling factors in test of confusing similarity are appearance, sound and 
meaning; test is not solely one of “juxtapositional comparison”; and confusing 
similarity may result from significance alone. Evidence shows that SOHIO is the 
contraction of 8. 0. OHIO and its value lies in its suggestion of STANDARD OIL, proved 
by extrinsic evidence. Proof of actual confusion is positive proof of likelihood of 
confusion. 
REMEDIES—UNFAIR COMPETITION—EVIDENCE—SULKVEYS 
Results of public recognition surveys are properly admissible to establish sec- 
ondary meaning and likelihood of confusion. Defendant’s charge of hearsay is not 
valid where the persons conducting the interviews testified. The technical adequacy 
of the surveys goes to the weight of the evidence. 
REMEDIES—UNFAIR COMPETITION—DEFENSES 
Failure of plaintiff to object to use of SOHIO in connection with production 
and pipe line activities does not bar plaintiff from relief with regard to use of 
SOHIO in marketing and defendant’s persistent use after prompt objection consti- 
tuted fraud. The actions of defendant constituted progressive encroachment. 
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REMEDIES—UNFAIR COMPETITION—DEFENSES—UNCLEAN HANDS 
Use by plaintiff or its subsidiaries of UTOCO, PAN-AM, AMOCO or STANOLIND, is 
not at issue and does not constitute unclean hands. 
REMEDIES—INFRINGEMENT—SCOPE OF RELIEF—INJUNCTION 
Rule 54(c) of the Rules of Civil Procedure provides that judgment shall grant 
relief to the party entitled and, therefore, the limitation of the injunction to 
marketing operations was proper, and plaintiff is entitled to an injunction against 
the use of SOHIO in its 15-state territory in marketing operations. Judgment affirmed. 


Action by Standard Oil Company v. The Standard Oil Company and 
Sohio Petroleum Company for trademark infringement and unfair compe- 
tition. Defendant appeals from District Court for the District of Wyoming 
from judgment for plaintiff. Judgment affirmed. 


Maurice F. Hanning, Rufus 8. Day, Jr., Paul C. Shafer, Jr. (McAfee, 
Grossman, Taplin, Hanning, Newcomer & Hazlett), of Cleveland, 
Ohio; Walter H. Free (Brumbaugh, Free, Graves & Donahue), of 
New York, N.Y.; Carleton A. Lathrop (Lathrop & Lathrop), of 
Cheyenne, Wyoming; Leland L. Chapman, of Cleveland, Ohio, of 
counsel for plaintiffs. 

Wallace H. Martin, Walter J. Halliday and Robert Bonynge (Nims, Martin, 
Halliday, Whitman & Williamson), of New York, N. Y.; Harry B. 
Henderson (Henderson & Godfrey), of Cheyenne, Wyoming; Thomas 
E. Sunderland, Hunter L. Johnson, Jr., L. Bates Lea, of Chicago, 
Illinois, of counsel for defendant. 


Before PHILLIPS, MurRAH, and BREITENSTEIN, Circuit Judges. 


BREITENSTEIN, Circuit Judge. 

Two major, integrated oil companies, each of which is incorporated 
under the name Standard Oil Company, are here engaged in a bitter fight 
over the use of trademarks and trade-names. 

Standard Oil Company, an Indiana corporation, obtained an injunc- 
tion restraining The Standard Oil Company, an Ohio corporation, and its 
wholly owned subsidiary, Sohio Petroleum Company, also an Ohio cor- 
poration, from using the designation soHIo in the marketing of petroleum 
products in a fifteen state midwestern area.’ The basis of the injunction 
was that the use of son1o was unfair competition and wrongfully infringed 
the rights of the plaintiff arising from its prior use within the area of 
certain STANDARD OIL trade-names and trademarks. 

The trial court dismissed a counterclaim of the defendants seeking a 
declaratory judgment affirming their right to the use of soHuo. 

To reverse the judgment, defendants urge: 


(1) There is no infringement or unfair competition; 


1. Hereinafter appellee-plaintiff, Standard Oil Company, an Indiana corporation, 
will be referred to as plaintiff or as Standard of Indiana. Appellant-defendant The 
Standard Oil Company, an Ohio corporation, will be referred to as defendant or as 
Standard of Ohio. Appellant defendant Sohio Petroleum Company will be referred to 
as defendant or by name, 
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(2) The court erred in receiving, and giving probative effect 
to, evidence of “surveys” and testimony of “public witnesses” ; 


(3) Plaintiff is estopped by laches or delay from enforcing its 
claimed rights; 


(4) The defense of lack of equity and unclean hands bars re- 
covery; and 


(5) The court erred in granting a “split injunction.” 


This case is but another incident in a series of controversies which 
have arisen over the use of the phrase STANDARD OIL and variations there- 
from since the 1911 decision of the Supreme Court dissolving, for anti- 
trust violations, the combination headed by Standard Oil Company of 
New Jersey.” The dissolution was ordered to prevent monopoly and to 
accomplish free competition in the oil industry. 

Before the dissolution decree, plaintiff, Standard of Indiana, and 
defendant Standard of Ohio were each a subsidiary of Standard of New 
Jersey. Under the then leadership of Standard of New Jersey the country 
was divided into districts, and the oil business in each district was turned 
over to a subsidiary corporation within the combination, and such sub- 
sidiary had the exclusive use of the STANDARD name within its designated 
territory.° Under this method of operation, defendant Standard of Ohio 
had a common law right to the exclusive use of the sTANDARD name and 
marks within the State of Ohio and plaintiff Standard of Indiana had a 
similar right in its fifteen state territory. After the dissolution of the 
combination each of the subsidiaries retained these rights. 

Plaintiff was incorporated in Indiana in 1889 under the name STANDARD 
OIL COMPANY and has used that name continuously ever since. At the 
time of the dissolution pursuant to the 1911 decision, either the plaintiff 
or its predecessors in interest were using the STANDARD OIL trademarks 
in South Dakota, North Dakota, Missouri, Illinois, Indiana, Minnesota, 
Wisconsin, Michigan, Kansas, Oklahoma, Iowa and Nebraska. Thereafter 
plaintiff began to operate in Wyoming, Montana and Colorado and ac- 
quired the exclusive right to these trademarks in those states.‘ 

Defendant The Standard Oil Company was incorporated in Ohio in 
1870 under that name which it has since used continuously. At the time 
of dissolution its territory was the State of Ohio and it had the right to 
the exclusive use of the STANDARD name and trademarks in that state. 

Over the years the plaintiff has developed and used as trademarks 
and trade-names the following: STANDARD OIL COMPANY, STANDARD OIL, 
STANDARD, SO, SO Co., soco and soLITE. It claims the exclusive right to 
use these within its territory. 

The defendant Standard of Ohio adopted the term souio as a trade- 
mark on relatively minor products in 1926. In 1928 it expanded the use 





2. Standard Oil Co. v. United States, 221 U.S. 1. 
3. Cf. Standard Oil Co. v. United States, supra, p. 77. 
4. These fifteen states will be referred to herein as “plaintiff's territory.” 
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of soHIO to cover gasoline and other major products and began its use 
as a synonym for its corporate name. Beginning about 1938 the term 
was used in the corporate names of such wholly owned subsidiaries as 
Sohio Producing Company, Sohio Corporation, Sohio Pipe Line Company 
and the defendant Sohio Petroleum Company. These subsidiaries have 
been engaged primarily in the exploration, production, and transportation 
phases of the oil business. 

In 1953, defendant Standard of Ohio authorized Gibson Oil Corpora- 
tion,® a dealer and distributor in petroleum products, to sell gasoline, 
oil and other petroleum products of the defendant in Michigan under 
the trademark sonio. Gibson acted under this authorization and began 
the advertisement, distribution and sale of defendant’s products in Michi- 
gan. In connection therewith Gibson used the term sounio. Plaintiff’s 
vigorous objections were of no avail and this suit was then brought.® 

After a prolonged trial, the court below made comprehensive findings 
of fact and conclusions of law. In substance it held that there was infringe- 
ment and unfair competition, that the use of the term sou1o in marketing 
operations in plaintiff’s territory was an inherent fraud on the plaintiff 
and its rights, that the plaintiff was not barred by laches, estoppel, 
unclean hands, or other equitable defenses from maintaining the action, 
and that the defendants should be enjoined from using the term soHIo 
in marketing operations within the plaintiff’s territory. 

Over the years there have been several decisions involving the use of 
the term STANDARD OIL COMPANY.’ Closely analogous to this case is the 
decision in Esso, Inc. v. Standard Oil Co., 8 Cir., 98 F.2d 1 (28 TMR 386), 
wherein the plaintiff Standard of Indiana succeeded in enjoining the use 
in its territory of the trade name Esso by a wholly owned subsidiary of the 
Standard Oil Company of New Jersey. In every case reported at this 
time the Courts have acted to protect the Standard Oil company which 
had first obtained the right to use the STANDARD OIL name and trademarks 
in the area involved. 

Defendants concede that they have no right to use in plaintiff’s terri- 
tory the name STANDARD OIL COMPANY with or without onI0 and that the 
plaintiff has the right to the exclusive use within its territory of the terms 
STANDARD, STANDARD OIL, and STANDARD OIL COMPANY in connection with 
petroleum products. Plaintiff makes the same concession of a similar right 
in the defendant Standard of Ohio to use such terms within its territory 
in connection with petroleum products. 





5. Hereinafter referred to as Gibson. : 
6. Jurisdiction is based on diversity. There is no question about the existence of 
i jurisdictional amount. 

” 7) a Standard Oil Co. of New York v. Standard Oil Co. of Maine, 38 F.2d 677 
(20 TMR 230), affirmed as modified 1 Cir., 45 F.2d 309 (21 TMR 107); Standard Oi 
Co. of New Meszico, Inc. vy. The Standard Oil Co. of California, 10 Cir., 56 F.2d 973 
(22 TMR 363); Standard Oil Co. of Colorado v. Standard Oil Co., 10 Cir., 72 F.2d 524 
(25TMR50), cert. denied 293 U.S. 620; Standard Oil Co. v. Michie, E.D. Mo., 34 F.2d 
$02 (19 TMR 361). 
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The trial court found that “almost from the date of its incorporation” 
the plaintiff has used in its territory its trade-names and trademarks, 
including STANDARD OIL COMPANY, STANDARD OIL, STANDARD, SO, SO CO., 
soco, and SOLITE, in the advertisement and sale of its products. It has 
advertised extensively in newspapers and magazines and on billboards, 
radio and television.* The acceptance of its products is shown by its sales 
which have increased from $294,500,000.00 in 1930 to $759,000,000.00 in 
1954. In the petroleum industry in plaintiff’s territory the trade-names 
and trademarks mentioned above identify the plaintiff and no one else 
as the source and origin of the products and services on or in connection 
with which they are used. 

Proof of the use by plaintiff of its trade names and trademarks is 
overwhelming. The word sTANDARD either alone or in combinations and 
the letters so either alone or in combinations are used as identifying marks 
in connection with the great variety of equipment, facilities and products 
that are a part of the modern oil industry. Only one phase of such use 
need be particularly mentioned. In 1945, the plaintiff adopted as a common 
identifying symbol for all outlets offering its products a torch and oval 
sign. This is an oval with a flaming torch in the center. The flame of the 
torch extends above the oval. The upper third of the oval is red, the middle 
third white, and the bottom third blue. The word sTanparp is imprinted 
in blue on the middle white section. The plaintiff’s wide use of this dis- 
tinctive symbol is conclusively established by the evidence. 

The term souio is derived from s. 0. oH10. The evidence shows that 
since the dissolution decree the various Standard Oil companies have 
been known in trade and financial publications, in the public press, and 
to the public generally as s. 0. NEW JERSEY, S. 0. KENTUCKY, 8S. 0. INDIANA, 
8. 0. CALIFORNIA, and s. 0. oHIO. The trial court found that, “In the petro- 
leum world the letters s. 0. have always stood for STANDARD OIL. SOHIO 
is obviously a contraction of s. 0. oHI0. All that has been done is to elim- 
inate one “O.” With reference to the soHiO name or mark a 1929 publica- 
tion of the defendant Standard of Ohio said: 


“sono is of course an abbreviation of the full name of our organ- 
ization, The Standard Oil Company of Ohio. In a degree which 
exceeds that which characterizes the trade names of other Standard 
Oil companies, such as STANOLIND, SOCONY, etc., our trade name of 
SOHIO is not far fetched and readily suggests to the average layman 
the formal name of our organization.” (Emphasis supplied.) 


As frequently used, particularly in filling station operations, the word 
SOHIO appears in an oval which has a narrow blue border and a white 
background, on which soHio is printed in red, with elongated red triangles 
above and below it in the oval. As illuminated, the sign at times appears 
in a red oval with a thin white border and with soHio appearing in white. 


8. In 1930 its sales promotion and advertising expenses amounted to more than 
$4,700,000.00 and in 1954 to over $10,900,000.00. 
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After the adoption of the son1o mark the defendant Standard of Ohio 
actively promoted and encouraged its use in connection with many phases 
of its operations. It appeared as part of the names of subsidiary companies, 
including that of the defendant Sohio Petroleum Company. The use of 
the term in connection with the corporate activities of the Standard of 
Ohio has been such that it has become synonymous with the corporate 
name. 

It is admitted that the term sou1o has been used in the distribution 
and sale of defendants’ products by Gibson in Michigan, a state within 
plaintiff’s territory. The plaintiff’s prompt objection to such use was 
rejected by the defendants. In their answer the defendants aver an intent 
and policy to authorize the use of the trademark sou10, but not the name 
STANDARD OIL COMPANY, “in connection with the distribution and sale of 
petroleum products in any of the states referred to as ‘plaintiff’s area.’ ” 
Defendants, by way of counterclaim, sought a declaratory judgment to 
establish their right to the use of soHio in plaintiff’s territory. Thus, we 
have the clearly framed issue as to whether the use of soH1o within the 
territory of the plaintiff is a violation of any right of the plaintiff. 

The basic claim asserted by plaintiff is the right to the exclusive use 
within its territory of STANDARD and so and the mentioned variations there- 
from. The record in this case fully justifies the statement made by this 
court in Standard Oil Co. of Colorado vy. Standard Oil Co., 10 Cir., 72 
F.2d 524, 525 (25 TMR 50), a case wherein the appellee-plaintiff Standard 
of Indiana was also appellee-plaintiff, that: 

“In the trade and among consumers of all kinds of petroleum 
products, in all the states above named, plaintiff’s corporate name has 
been identified with its products, and the names sTANDARD, STANDARD 
OIL, and STANDARD OIL COMPANY have come to have a well-recognized 


secondary meaning, not only as designating the products of plaintiff, 
but connoting products of high and distinctive qualities.” 


While the terms, words, letters, signs and symbols used by the parties 
are in part trademarks and in part trade names,’ the precise difference 
is immaterial as the law protects against the appropriation of either upon 
the same fundamental principles.*° The law of trademarks is but a part 
of the broader law of unfair competition.*: In Mishawaka Mfg. Co. v. 
Kresge Co., 316 U.S. 203, 205 (32 TMR 254), it was said that the protec- 
tion of trademarks is the law’s recognition of the psychological function 
of symbols and that one may obtain legal redress against another who 
poaches upon the commercial magnetism of the symbol which he has 


9. In Standard Oil Co. of New Mexico, Inc. vy. Standard Oil Co. of California, 10 
Cir., 56 F.2d 973, 977 (22 TMR 363), this court said: “Generally speaking, a trade- 
mark is applicable to the vendible commodity to which it is affixed, and a trade name 
to a business and its good-will.” Cf. Restatement of the Law, Torts, vol. 3, sec. 716, 
" “10. American Steel Foundries y. Robertson, 269 U.S. 372, 380 (16 TMR 51). 

11. United Drug Co. v. Rectanus Co., 248 U.S. 90, 97 (9 TMR 1); Olin Mathieson 
Chem. Corp. v. Western States C. & M. Co., 10 Cir., 227 F.2d 728, 730 (46 TMR 99). 
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The trial court found that “almost from the date of its incorporation” 
the plaintiff has used in its territory its trade-names and trademarks, 
including STANDARD OIL COMPANY, STANDARD OIL, STANDARD, SO, SO CO., 
soco, and SOLITE, in the advertisement and sale of its products. It has 
advertised extensively in newspapers and magazines and on billboards, 
radio and television.* The acceptance of its products is shown by its sales 
which have increased from $294,500,000.00 in 1930 to $759,000,000.00 in 
1954. In the petroleum industry in plaintiff’s territory the trade-names 
and trademarks mentioned above identify the plaintiff and no one else 
as the source and origin of the products and services on or in connection 
with which they are used. 

Proof of the use by plaintiff of its trade names and trademarks is 
overwhelming. The word sTANDARD either alone or in combinations and 
the letters so either alone or in combinations are used as identifying marks 
in connection with the great variety of equipment, facilities and products 
that are a part of the modern oil industry. Only one phase of such use 
need be particularly mentioned. In 1945, the plaintiff adopted as a common 
identifying symbol for all outlets offering its products a torch and oval 
sign. This is an oval with a flaming torch in the center. The flame of the 
torch extends above the oval. The upper third of the oval is red, the middle 
third white, and the bottom third blue. The word sTanparp is imprinted 
in blue on the middle white section. The plaintiff’s wide use of this dis- 
tinctive symbol is conclusively established by the evidence. 

The term sonio is derived from s. 0. oH10. The evidence shows that 
since the dissolution decree the various Standard Oil companies have 
been known in trade and financial publications, in the public press, and 
to the public generally as s. 0. NEW JERSEY, S. 0. KENTUCKY, S. 0. INDIANA, 
8. O. CALIFORNIA, and s. 0. onI0. The trial court found that, “In the petro- 
leum world the letters s. 0. have always stood for STANDARD OIL. SOHIO 
is obviously a contraction of s. 0. oHI0. All that has been done is to elim- 
inate one “O.” With reference to the soHIO name or mark a 1929 publica- 
tion of the defendant Standard of Ohio said: 


“gouHi0 is of course an abbreviation of the full name of our organ- 
ization, The Standard Oil Company of Ohio. In a degree which 
exceeds that which characterizes the trade names of other Standard 
Oil companies, such as STANOLIND, SOCONY, etc., our trade name of 
SoHIO is not far fetched and readily suggests to the average layman 
the formal name of our organization.” (Emphasis supplied.) 


As frequently used, particularly in filling station operations, the word 
SOHIO appears in an oval which has a narrow blue border and a white 
background, on which souio is printed in red, with elongated red triangles 
above and below it in the oval. As illuminated, the sign at times appears 
in a red oval with a thin white border and with soHio appearing in white. 


8. In 1930 its sales promotion and advertising expenses amounted to more than 
$4,700,000.00 and in 1954 to over $10,900,000.00. 
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After the adoption of the son1o mark the defendant Standard of Ohio 
actively promoted and encouraged its use in connection with many phases 
of its operations. It appeared as part of the names of subsidiary companies, 
including that of the defendant Sohio Petroleum Company. The use of 
the term in connection with the corporate activities of the Standard of 
Ohio has been such that it has become synonymous with the corporate 
name. 

It is admitted that the term sono has been used in the distribution 
and sale of defendants’ products by Gibson in Michigan, a state within 
plaintiff’s territory. The plaintiff’s prompt objection to such use was 
rejected by the defendants. In their answer the defendants aver an intent 
and policy to authorize the use of the trademark sono, but not the name 
STANDARD OIL COMPANY, “in connection with the distribution and sale of 
petroleum products in any of the states referred to as ‘plaintiff’s area.’ ” 
Defendants, by way of counterclaim, sought a declaratory judgment to 
establish their right to the use of souio in plaintiff’s territory. Thus, we 
have the clearly framed issue as to whether the use of soHio within the 
territory of the plaintiff is a violation of any right of the plaintiff. 

The basic claim asserted by plaintiff is the right to the exclusive use 
within its territory of STANDARD and so and the mentioned variations there- 
from. The record in this case fully justifies the statement made by this 
court in Standard Oil Co. of Colorado v. Standard Oil Co., 10 Cir., 72 
F.2d 524, 525 (25 TMR 50), a case wherein the appellee-plaintiff Standard 
of Indiana was also appellee-plaintiff, that: 

“In the trade and among consumers of all kinds of petroleum 
products, in all the states above named, plaintiff’s corporate name has 
been identified with its products, and the names sTANDARD, STANDARD 
OIL, and STANDARD OIL COMPANY have come to have a well-recoznized 


secondary meaning, not only as designating the products of plaintiff, 
but connoting products of high and distinctive qualities.” 


While the terms, words, letters, signs and symbols used by the parties 
are in part trademarks and in part trade names,’ the precise difference 
is immaterial as the law protects against the appropriation of either upon 
the same fundamental principles.*° The law of trademarks is but a part 
of the broader law of unfair competition.*? In Mishawaka Mfg. Co. v. 
Kresge Co., 316 U.S. 203, 205 (32 TMR 254), it was said that the protec- 
tion of trademarks is the law’s recognition of the psychological function 
of symbols and that one may obtain legal redress against another who 
poaches upon the commercial magnetism of the symbol which he has 


9. In Standard Oil Co. of New Mexico, Inc. v. Standard Oil Co. of California, 10 
Cir., 56 F.2d 973, 977 (22 TMR 363), this court said: “Generally speaking, a trade- 
mark is applicable to the vendible commodity to which it is affixed, and a trade name 
to a business and its good-will.” Cf. Restatement of the Law, Torts, vol. 3, sec. 716, 
“ “10. American Steel Foundries v. Robertson, 269 U.S. 372, 380 (16 TMR 51). 

11. United Drug Co. v. Rectanus Co., 248 U.S. 90, 97 (9 TMR 1); Olin Mathieson 
Chem. Corp. v. Western States C. § M. Co., 10 Cir., 227 F.2d 728, 730 (46 TMR 99). 








THE TRADEMARK REPORTER Vol. 48 T. M.R. 


The trial court found that “almost from the date of its incorporation” 
the plaintiff has used in its territory its trade-names and trademarks, 
including STANDARD OIL COMPANY, STANDARD OIL, STANDARD, SO, SO CO., 
soco, and SOLITE, in the advertisement and sale of its products. It has 
advertised extensively in newspapers and magazines and on billboards, 
radio and television.’ The acceptance of its products is shown by its sales 
which have increased from $294,500,000.00 in 1930 to $759,000,000.00 in 
1954. In the petroleum industry in plaintiff’s territory the trade-names 
and trademarks mentioned above identify the plaintiff and no one else 
as the source and origin of the products and services on or in connection 
with which they are used. 

Proof of the use by plaintiff of its trade names and trademarks is 
overwhelming. The word sTANDARD either alone or in combinations and 
the letters so either alone or in combinations are used as identifying marks 
in connection with the great variety of equipment, facilities and products 
that are a part of the modern oil industry. Only one phase of such use 
need be particularly mentioned. In 1945, the plaintiff adopted as a common 
identifying symbol for all outlets offering its products a torch and oval 
sign. This is an oval with a flaming torch in the center. The flame of the 
torch extends above the oval. The upper third of the oval is red, the middle 
third white, and the bottom third blue. The word sTanpDarp is imprinted 
in blue on the middle white section. The plaintiff’s wide use of this dis- 
tinctive symbol is conclusively established by the evidence. 

The term souio is derived from s. 0. on10. The evidence shows that 
since the dissolution decree the various Standard Oil companies have 
been known in trade and financial publications, in the public press, and 
to the public generally as s. 0. NEW JERSEY, S. 0. KENTUCKY, S. 0. INDIANA, 
8. O. CALIFORNIA, and s. 0. oHIO. The trial court found that, “In the petro- 
leum world the letters s. 0. have always stood for STANDARD OIL. SOHIO 
is obviously a contraction of s. 0. oHI0. All that has been done is to elim- 
inate one “O.” With reference to the soHio name or mark a 1929 publica- 
tion of the defendant Standard of Ohio said: 


“gsoui0 is of course an abbreviation of the full name of our organ- 
ization, The Standard Oil Company of Ohio. In a degree which 
exceeds that which characterizes the trade names of other Standard 
Oil companies, such as STANOLIND, SOCONY, etc., our trade name of 
SOHIO is not far fetched and readily suggests to the average layman 
the formal name of our organization.” (Emphasis supplied.) 


As frequently used, particularly in filling station operations, the word 
SOHIO appears in an oval which has a narrow blue border and a white 
background, on which soHIo is printed in red, with elongated red triangles 
above and below it in the oval. As illuminated, the sign at times appears 
in a red oval with a thin white border and with soHio appearing in white. 


8. In 1930 its sales promotion and advertising expenses amounted to more than 
$4,700,000.00 and in 1954 to over $10,900,000.00. 
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After the adoption of the soH1o mark the defendant Standard of Ohio 
actively promoted and encouraged its use in connection with many phases 
of its operations. It appeared as part of the names of subsidiary companies, 
including that of the defendant Sohio Petroleum Company. The use of 
the term in connection with the corporate activities of the Standard of 
Ohio has been such that it has become synonymous with the corporate 
name. 

It is admitted that the term sono has been used in the distribution 
and sale of defendants’ products by Gibson in Michigan, a state within 
plaintiff’s territory. The plaintiff’s prompt objection to such use was 
rejected by the defendants. In their answer the defendants aver an intent 
and policy to authorize the use of the trademark soH10, but not the name 
STANDARD OIL COMPANY, “in connection with the distribution and sale of 
petroleum products in any of the states referred to as ‘plaintiff’s area.’ ” 
Defendants, by way of counterclaim, sought a declaratory judgment to 
establish their right to the use of sonio in plaintiff’s territory. Thus, we 
have the clearly framed issue as to whether the use of son1o within the 
territory of the plaintiff is a violation of any right of the plaintiff. 

The basic claim asserted by plaintiff is the right to the exclusive use 
within its territory of STANDARD and so and the mentioned variations there- 
from. The record in this case fully justifies the statement made by this 
court in Standard Oil Co. of Colorado v. Standard Oil Co., 10 Cir., 72 
F.2d 524, 525 (25 TMR 50), a case wherein the appellee-plaintiff Standard 
of Indiana was also appellee-plaintiff, that: 

“In the trade and among consumers of all kinds of petroleum 
products, in all the states above named, plaintiff’s corporate name has 
been identified with its products, and the names sTANDARD, STANDARD 
OIL, and STANDARD OIL COMPANY have come to have a well-recognized 


secondary meaning, not only as designating the products of plaintiff, 
but connoting products of high and distinctive qualities.” 


While the terms, words, letters, signs and symbols used by the parties 
are in part trademarks and in part trade names,’ the precise difference 
is immaterial as the law protects against the appropriation of either upon 
the same fundamental principles.*° The law of trademarks is but a part 
of the broader law of unfair competition.2: In Mishawaka Mfg. Co. v. 
Kresge Co., 316 U.S. 203, 205 (32 TMR 254), it was said that the protec- 
tion of trademarks is the law’s recognition of the psychological function 
of symbols and that one may obtain legal redress against another who 
poaches upon the commercial magnetism of the symbol which he has 


9. In Standard Oil Co. of New Mezico, Inc. v. Standard Oil Co. of California, 10 
Cir., 56 F.2d 973, 977 (22 TMR 363), this court said: “Generally speaking, a trade- 
mark is applicable to the vendible commodity to which it is affixed, and a trade name 
to a business and its good-will.” Cf. Restatement of the Law, Torts, vol. 3, sec. 716, 
" =O. American Steel Foundries v. Robertson, 269 U.S. 372, 380 (16 TMR 51). 

11. United Drug Co. v. Rectanus Co., 248 U.S. 90, 97 (9 TMR 1); Olin Mathieson 
Chem. Corp. v. Western States C. § M. Co., 10 Cir., 227 F.2d 728, 730 (46 TMR 99). 
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created. The controlling principle is that a person may not pass off his 
goods or his business as the goods or business of another.’ 

Standard of Indiana, the first user of the sTaNDARD trademarks in 
its territory, claims that the use by the defendants of sono is so confus- 
ingly similar to its own trademarks and trade names as to constitute 
infringement and unfair competition. There is confusing similarity “if 
prospective purchasers are likely to regard it [the offending designation] 
as indicating the source identified by the trade-mark or trade-name.” ** 
Factors bearing on the question of confusing similarity as stated in Re- 
statement of the Law, Torts, vol. 3, sec. 729, pp. 592-593, were listed with 
approval by this court in Avrick v. Rockmont Envelope Co., 10 Cir., 155 
F.2d 568, 572. So far as pertinent, these factors are: 


(1) Degree of similarity in appearance, sound and meaning; 
(2) Intent of the defendants in adopting and using the term soHIO; 
and 


(3) The degree of care likely to be exercised by purchasers. 


After a thirty-five day trial which produced some 5,000 pages of 
written record covering the testimony of about 130 witnesses and the intro- 
duction of over 2,000 exhibits, the trial court found :*® 


(1) “soH1o is a contraction of Standard Oil Ohio and suggests 
and signifies Standard Oil and Standard. sounio is confusingly similar 
in meaning to plaintiff’s name and trademarks STANDARD OIL and 
STANDARD.” 


(2) “To the public in plaintiff’s territory soHIO means STANDARD 
OIL OF STANDARD OIL OF OHIO.” 


(3) “In appearance, sound and meaning soHio is confusingly 
similar to plaintiff’s trademarks s 0, s 0 CO., Ss 0 c O and SOLITE.” 


(4) “A substantial number of persons in plaintiff’s territory were 
confused and believed products sold in plaintiff’s territory under the 
trademark soH1o were products of the plaintiff or of a concern con- 
nected with the plaintiff; * * * . There is substantial likelihood of 
confusion to motorists and other members of the public if the defen- 
dants or their affiliates continue to use the term soHIo in marketing 
operations in plaintiff’s territory.” 


(5) “In selecting the term souto for use in marketing operations 
in plaintiff’s territory, it appears that the defendants intended in some 
way to share in the good will and the developed market of the plaintiff 
and thereby reap some sort of benefit by deception on the public 
mind.” 


12. Standard Oil Co. of New Mezico, Inc. vy. Standard Oil Co. of California, 10 
Cir., 56 F.2d 973, 977 (22 TMR 363); National Nu Grape Co. v. Guest, 10 Cir., 164 
F.2d 874, 877 (37 TMR 848) ; Reynolds § Reynolds Co. v. Norick, 10 Cir., 114 F.2d 278, 
281 (30 TMR 633); Western Auto Supply Co. v. Knoz, 10 Cir., 93 F.2d 850, 853 (28 
TMR 112) ; cf. McLean v. Fleming, 96 U.S. 245, 251. 

13. Restatement of the Law, Torts, vol. 3, sec. 728, p. 590. 

14. See opinion of trial court, 141 F.Supp. 876, 878. 

15. The numbers and order are not the same as in the formal findings. 
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(6) “With all the facts known to the defendants, the defendants’ 
determination and persistence in using sOHIO, a term which was likely 
to create confusion in the mind of the purchasing public in plaintiff’s 
on constituted an inherent fraud upon the plaintiff and its 
rights.” 


These findings of the trial court will not be disturbed on appeal unless 
they are clearly erroneous.*® 
Defendants assert: 


(1) A visual comparison of the name soH1o and defendants’ oval 
sign with plaintiff’s marks makes it clear there is no confusing sim- 
ilarity between them. 


(2) Confusing similarity which visual comparison shows to be 
absent is not supplied by the extrinsic evidence of the plaintiff. 


(3) There is no evidence of fraud. 


This court has announced the following controlling rule: 


“It is the generally accepted rule that a designation is confusingly 
similar to a trademark if an ordinary prospective purchaser, exercis- 
ing due care in the circumstances, is likely to regard it as coming from 
the same source as the trademarked article. * * * The question is 
usually one of fact * * * which in some cases may be determined 
by visual comparison, as where specific differences are so marked that 
the general appearance could not be confusing, * * * or where it is 
inconceivable that an ordinary purchaser examining the two labels 
would be deceived. * * * In other cases extrinsic evidence may be 
necessary.” 


Defendants urge that the lack of confusing similarity is conclusively 
established by a visual comparison of their oval soHIO sign with the torch 
and oval sTANDARD sign of the plaintiff and with the plaintiff’s other trade- 
marks so, SO Co., soco, and SOLITE. They say that the visual differences 
are much greater than those between SKY-RITE and SKY MAIL as to which 
this court said in Avrick v. Rockmont, supra, there was little likelihood 
of confusion and those between MOTHER’S BEST and MOTHER’S PRIDE which 
this court held in Nebraska Consolidated Mills v. Shawnee Milling Co., 


supra, were not confusingly similar. 
While in some cases, particularly those involving labels, the question 
of confusing similarity may be determined by visual observation of the 


16. United States v. Oregon State Medical Society, 343 U.S. 326, 332, 339; 
United States v. National Association of Real Estate Boards, 339 U.S. 485, 495-496; 
United States v. United States Gypsum Co., 333 U.S. 364, 395; H. F. Wilcox Ow 
Gas Co. v. Diffie, 10 Cir., 186 F.2d 683, 696; United States v. Neel, 10 Cir., 235 F.2d 
395, 399; Rule 52(a) Federal Rules of Civil Procedure. Cf. Indian Territory Oil ¢ 
Gas Co. v. Indian Territory Illuminating Oil Co., 10 Cir., 95 F.2d 711, 714 (28 TMR 
295); Blue Bell Co. v. Frontier Refining Co., 10 Cir., 213 F.2d 354, 361 (44 TMR 945). 

17. Avrick v. Rockmont Envelope Co., 10 Cir., 155 F.2d 568, 572 (36 TMR 199). 
See also Schneider Brewing Co. v. Century Distilling Co., 10 Cir., 107 F.2d 699, 704 
(30 TMR 6); Nebraska Consolidated Mills Co. vy. Shawnee Milling Co., 10 Cir., 198 
F.2d 36, 38 (42 TMR 620) ; and Blue Bell Co. v. Frontier Refining Co., 10 Cir., 213 F.2d 
354, 362 (44 TMR 945). 
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words, signs, or symbols involved,’* the test is not solely such a “juxta- 
positional comparison.” '® The setting in which the designations are used 
must be considered.*? As said in Avrick, supra, pp. 572-573: 


“Tt is the total effect produced by the designation in the mind 
of the ordinary purchaser, exercising due care in the market place.” 


The parties to this case are engaged in identical enterprises, the 
production, transportation, manufacture and sale of petroleum products. 
They draw their customers from the same sources. They compete openly 
and vigorously for business, using similar sales and publicity methods 
to appeal to the habits of the ordinary consumer. In such activities they 
must not compete unfairly or infringe upon the rights of the other. 

Infringement is not to be determined on the basis of the words or 
symbols themselves to the exclusion of other considerations.” It is not 
necessary for similarity to go only to the eye or the ear for there to be 
infringement.”? The use of a designation which causes confusion because 
it conveys the same idea,** or stimulates the same mental reaction,™* or 
has the same meaning®® is enjoined on the same basis as where the sim- 
ilarity goes to the eye or the ear. Confusion of origin of goods may be 
caused alone by confusing similarity in the meaning of the designations 
employed.*® The whole background of the case must be considered.’ 

The real issue is whether the use of sono in plaintiff’s territory has 
the “total effect” of creating “in the mind of the ordinary purchaser, 
exercising due care in the market place” the idea that the products 
marketed under that sign are STANDARD OIL products. If it does, then there 
is infringement and unfair competition, as the only STANDARD OIL reputa- 
tion known to the public in the area involved is the reputation of the 
plaintiff.** 


18. Cf. Schneider Brewing Co. v. Century Distilling Co., supra; Victor-American 
Fuel Co. v. Huerfano Agency Co., D.C. Colo., 15 F.2d 578 (17 TMR 35); P. Lorillard 
Co. v. Peper, 8 Cir., 86 F. 956. 

19. Williams Co. v. Lykens Hosiery Mills, Inc., 4 Cir., 233 F.2d 398, 401-402 (46 
TMR 836) ; Italian Swiss Colony v. Ambrose § Co., 94 F.Supp. 896, 897. 

20. Albert Dickinson Co. v. Mellos Peanut Co., 7 Cir., 179 F.2d 265, 269-270 (40 
TMR 107). 

21. Cf. Marks vy. Polaroid Corporation, 129 F.Supp. 243, 272 (45 TMR 665), 
affirmed 1 Cir., 237 F.2d 428; Coca-Cola Co. v. Carlisle Bottling Works, E.D. Ky., 43 
F, 2d 101, 109 (20 TMR 403). 

22. As said by this court in Blue Bell Co. v. Frontier Refining Co., 10 Cir., 213 
F.2d 354, 360 (44 TMR 945): “The question whether a trade-mark is distinctively 
valid depends upon a consideration of its elements as a whole, not its dissected parts.” 
See American Lead Pencil Co. v. Gottlieb & Sons, 8.D. N.Y., 181 F. 178, 180; Coca- 
Cola Co. v. Carlisle Bottling Works, E.D. Ky., 43 F.2d 101, 109 (20 TMR 403). 

23. Wonder Mfg. Co. v. Block, 9 Cir., 249 F.2d 748, 149 (8 TMR 296); Scriven 
v. North, 4 Cir., 134 F. 366, 372. 

24. Williamson Candy Co. v. Ucanco Candy Co., D.C. Del., 3 F.2d 156, 158 (15 
TMR 339). 

25. Gilmore Oil Co. v. Wolverine-Empire, C.C.P.A., 69 F.2d 532, 534-535 (24 
TMR 122). 

26. Hancock v. American Steel & Wire Co., C.C.P.A., 203 F.2d 737, 740 (43 TMR 
967). See also Gagnon Co. v. Bourjois, Inc., C.C.P.A., 223 F.2d 731, 732-733 (45 
TMR 1339) ; Williamson v. Ucanco, supra. 

27. Williams v. Lykens Hosiery mills, supra. 

28. Cf. Esso, Inc. vy. Standard Oil Co., 8 Cir., 98 F.2d 1, 7 (28 TMR 386). 
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Defendants say that soHio is a coined word without inherent meaning. 
The word is coined but its similarity to s. 0. Ohio gives it a definite mean- 
ing. The court found, and the record shows, that “In the petroleum world 
the letters s. 0. have always stood for sTanDaRD om. In Esso, Inc. v. 
Standard Oil Co. the Eighth Circuit held that the rights of the plaintiff 
Standard of Indiana were infringed by the use within its territory of the 
term Esso by a subsidiary of the Standard of New Jersey and said :”° 


“ * * * we surmise the value of the brand gsso lies in the vact 
that it suggests STANDARD OIL.” 


It is a fair and reasonable inference from the record now before us 
that the value of the designation sonio lies in the fact that it suggests 
STANDARD OIL. This is established by the extrinsic evidence presented by 
the plaintiff.*° There can be no more positive proof of likelihood of confu- 
sion than evidence of actual confusion. 

Plaintiff produced as witnesses fifteen Michigan consumers who pur- 
chased soHIO products in Michigan believing them to be products put out 
by the plaintiff or an affiliate of the plaintiff. More than fifty witnesses, 
thirty-two of whom were from Colorado and Wyoming, testified as to the 
likelihood of confusion. Evidence of two surveys showed that out of 
1,589 persons interviewed in Michigan, Colorado and Wyoming, 634 
thought that the term soHIO meant STANDARD or a name which included 
STANDARD.** 

Defendants contend that the probative value of the testimony from 
Colorado and Wyoming witnesses is doubtful because many of them recog- 
nized CARTER, CHEVRON, SOCONY-VACUUM and MOBIL GAS as trademarks of 
Standard Oil companies.*® Whether these names are STANDARD OIL names 
is not an issue in the case. We are concerned solely with whether the 
use of soHro infringes the plaintiff’s rights. 

The results of a public recognition survey may properly be received 
to establish whether trade symbols in question have achieved a degree of 
public recognition that constitutes secondary meaning** and as to whether 
there is confusing similarity in designations.™ 





29. 98 F.2d 5. — ; 

30. This court has recognized the propriety and necessity of extrinsic evidence 
in such a case as this. See Avrick v. Rockmont Envelope Co., 155 F.2d 568, 572 (36 
TMR 199). ; 

31. The question used in Michigan was: “If you were to stop at a service station 
in Michigan displaying the name SOHIO as shown here, what oil company would you 
think put out the gas and oil sold there?” In Colorado and Wyoming the reference to 
Michigan was eliminated. In each instance the person interviewed was shown a photo- 
graph of the soHIo oval sign displayed at a Gibson service station in Michigan. 

32. CARTER is a trademark used by Standard of New Jersey. CHEVRON is a trade- 
mark of Standard of California. SOCONY-VACUUM and MOBIL GAS are trademarks of 
Socony Mobil Oil Co., formerly Standard of New York. 

33. Household Finance Corp. v. Federal Finance Corp., 105 F.Supp. 164, 166. 

34. People v. Franklin Nat. Bank, 105 N.Y.S.2d 81, 90-91 (12 TMR 22); ef. 
Sears, Roebuck & Co. v. All States Life Insurance Company, 5 Cir., 246 F.2d 161, 171 


(47 TMR 1216). 
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The admissibility of the survey evidence is attacked on the ground 
of hearsay. The persons who conducted the surveys were called as wit- 
nesses. Of the persons interviewed, forty-five testified at the trial or by 
way of deposition. The hearsay objection is not well taken. The persons 
who did the interviewing testified as to the results of their surveys. Their 
testimony was offered solely to show what they found. Only the credibility 
of the persons who took the statements was involved and they were before 
the court.*° The technical adequacy of the surveys was a matter of the 
weight to be attached to them.** Elaborate evidence was received from 
the defense on this point. 

Defendants attack the survey evidence and the testimony of the public 
witnesses upon the basis that the confusion shown thereby results from 
the proper use of the term sonio in connection with the distribution, ad- 
vertisement and sale of defendants’ products within their recognized 
territory. They urge that if confusing similarity can be based upon a 
proper association of soHIO with sTANDARD in Ohio, then each Standard 
company will have to withdraw into its own area and the public will be 
deprived of effective competition among such companies. 

The argument is not persuasive. The record abounds with evidence 
that over the years in its territory Standard of Ohio has consistently fol- 
lowed the policy of associating the term son1o with Standard of Ohio and 
its products. Some of the newspaper, radio and television advertising which 
affirmatively shows such an association “spills over” into the territory of 
the plaintiff. Such “spill overs” are unavoidable under modern conditions 
and would be unimportant if defendants did not sell or offer to sell their 
products under a confusingly similar designation in the plaintiff’s terri- 
tory.*7 The trouble is that they do sell their products under the soH10 
designation in Michigan, a part of the plaintiff’s territory, in direct com- 
petition with the plaintiff. Thus, defendants take advantage of the situa- 
tion which they have created. Under such circumstances they are in no 
position to say that the testimony of the public witnesses showing con- 
fusion because of association of terms is improper. 

The recognition of confusion resulting from association does not de- 
prive defendants, or any other Standard company, of the right to do 
business in the territory of another Standard company. All it means 
is that in such activities there may be no infringement of the trade- 


35. See United States v. 88 Cases, More or Less, Containing Bireley’s Orange 
Beverage, 3 Cir., 187 F.2d 967, 974; Household Finance Corp. v. Federal Finance Corp., 
105 F.Supp. 164, 166. Sears, Roebuck § Co. v. All States Life Insurance Co., 5 Cir., 
246 F.2d 161, 171 (47 TMR 1216), is not contra because there the “author” of the 
survey was called to testify as to what the “interviewers” told him. This was hearsay. 
In the case under consideration the “interviewers” were called as witnesses. 

36. Cf. United States v. 88 Cases etc., supra. 

37. Cf. Fairway Foods, Inc. v. Fairway Markets, Inc., 9 Cir., 227 F.2d 193, 196 


(46 TMR 94). 
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marks and trade-names of the Standard company first established in the 
particular area.** 

Defendants vigorously contest the finding of the trial court that their 
use of sSoHIO “constituted an inherent fraud upon the plaintiff and 
its rights.” They say that in good faith they adopted and have used a 
unique technical trademark without inherent meaning. The record does 
not sustain their argument. soHIo originated from the phrase s. 0. OHIO. 
Company publications show that it was intended as an abbreviation of 
Standard of Ohio. The term was too valuable to be “wasted on” a minor 
product. As early as 1929 the Standard of Ohio’s publication THE SOHIOAN 
boasted that son1o “suggests to the average layman the formal name of 
our organization.” In 1949, defendants’ counsel wrote plaintiff’s counsel, 
saying: “Having gone as far as we have with the use of this name [sonto], 
the company is determined to continue to use it in the future.” In 1953, 
the company began the distribution and sale of its products by Gibson 
in plaintiff’s territory at a point where there was an uncontrollable “spill 
over” of its advertising. Gibson filling station attendants told prospective 
customers that soHIO gasoline was a STANDARD OIL product. The defen- 
dants’ pleadings in this action show an intent to use sonio in marketing 
petroleum products in competition with plaintiff in plaintiff’s territory. 
The natural and probable result of the use of souio in plaintiff’s territory 
for marketing operations is to palm off the goods of the defendants as 
the goods of the plaintiff. Under such circumstances fraudulent intent 
will be presumed.*® 

The record shows that there is such a confusing similarity between 
defendants designation son10 and the designations of the plaintiff that the 
total effect of the use by defendants within plaintiff's territory of soH1o 
is to produce in the mind of the ordinary purchaser, exercising due care 
in the market place, confusion as to the origin of the goods identified by 
such designation. The record further shows that by their use of the 
SsoHIO designation in marketing petroleum products in plaintiff’s terri- 
tory defendants intended to create and take advantage of this confusion 
of origin. Such action is unfair competition and wrongfully infringes 
upon the rights of the plaintiff. 

Defendants contend that plaintiff is estopped by delay or laches from 
enforcing its rights. The question of laches is primarily addressed to the 


38. In Esso, Inc. v. Standard Oil Co., 8 Cir., 98 F.2d 1, 8 (28 TMR 386), it was 
said: “It is finally urged that the decree appealed from, granting the injunction against 
the defendant, will obstruct the operation of the dissolution deeree. Plaintiff is not 
asking that defendant be enjoined from entering its trade territory, but that it be 
enjoined from infringing plaintiff’s trade-marks, and from unfair competition. The 
dissolution decree established these companies as separate, individual and independent 
corporations. It was not the purpose of the decree to prevent the application of the 
established principles and rules of unfair competition to them. No such question was 
there involved and these companies come into a court of equity on the questions here 
involved, unhampered by the decree of dissolution.” 

39. Queen Mfg. Co. v. Ginsberg § Bros., Inc., 8 Cir., 85 F.2d 284, 288 (18 TMR 
275). Cf. McLean v. Fleming, 96 U.S. 245, 253-254. 
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discretion of the trial court.*° The basis of the claim of laches is that 
for many years, beginning in the 1930’s, defendant Standard of Ohio used 
SOHIO in exploration, production, transportation, and like operations which 
it and its subsidiaries conducted in the plaintiff’s territory. Plaintiff had 
knowledge of such use and did not object thereto. However, the harm 
to the plaintiff comes from the use of soH10 in marketing and when it was 
used in that connection in plaintiff’s territory, plaintiff promptly objected. 

In the late 1940’s, Sohio-Fleetwing Corporation, a wholly owned 
subsidiary of defendant Standard of Ohio, began to market gasoline and 
other petroleum products in the Detroit, Michigan, area, but did not use 
SOHIO except as part of its corporate name. As these activities were 
within plaintiff’s territory, it promptly objected to the use of sonto. An 
exchange of correspondence between counsel for the parties took place. 
While the matter was under investigation by plaintiff, Sohio-Fleetwing 
Corporation sold all of its Michigan properties and retired from operations 
within plaintiff’s territory. 

The next use of sono in plaintiff’s territory for marketing purposes 
came in 1953 when Standard of Ohio contracted with Gibson for Gibson 
to distribute and sell in Michigan petroleum products of the defendants 
under the designation son1o. Such action was followed by the institution 
of this suit on May 5, 1954. 

Acquiescence in the use of soHIO in production operations is not 
acquiescence in such use in marketing operations. The actions of the 
defendants were progressive encroachment through a planned campaign 
to familiarize the public with the term son1o. Such a course does not 
tend to arouse hostile action until it is fully developed.** The full develop- 
ment came with the use of soH1o in marketing operations within plain- 
tiff’s territory. Defendants’ persistence in the use was not innocent. When 
its actions culminated in actual unfair competition through a confusingly 
similar desgination, the plaintiff acted promptly. Laches is no defense.** 

Defendants say that the plaintiff is barred by lack of equity from 
enforcing its claim. The theory is that through the use of its torch and 
oval sign and of the trade-name sTANOLIND plaintiff is wrongfully compet- 
ing with other Standard companies outside of its accepted territory. 

In its fifteen state area plaintiff uses the distinctive torch and oval 
sign with the word sTANDARD imprinted in the middle. To the west of 
that area plaintiff competes with Standard of California through its 
subsidiary Utah Ohio Refining Company and uses the torch and oval sign 
with the term uToco in place of sTanDARD. In the South plaintiff competes 
with Standard of Kentucky and Standard of New Jersey through its 


40. Czaplicki v. The Hoegh Silvercloud, 351 U.S. 525, 534; Pacific Royalty Com- 
pany v. Williams, 10 Cir., 227 F.2d 49, 55. 

41. O. & W. Thum Co. v. Dickinson, 6 Cir., 245 F. 609, 623 (16 TMR 95), quoted 
in Independent Nail § Packing Co. v. Stronghold Screw Products, Inc., 7 Cir., 205 


F.2d 921, 927 (44 TMR 46). 
42. McLean v. Fleming, 96 U.S. 245, 257, 258; Menendez v. Holt, 128 U.S. 514, 523. 
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subsidiary Pan-Am Southern Corporation and uses the torch and oval 
sign with the term PAN-AM in the center. In Ohio and other parts of the 
East plaintiff competes with defendants and with Standard of New Jersey 
through its subsidiary The American Oil Company under the trade- 
mark amMoco which appears in an oval sign. 

The term sTANOLIND has never been used by the plaintiff on a major 
product. Its subsidiaries Stanolind Oil Purchasing Company and Stano- 
lind Oil & Gas Company are engaged in production and oil acquisition 
activities. The latter subsidiary did sell some liquefied petroleum gas to 
customers in Ohio but when this matter was called to the attention of 
plaintiff’s officials such activities were stopped and a new company, Tuloma 
Gas Products Company, was organized to handle the liquefied petroleum 
gas business. 

We are concerned in this case with the use of son1o0 by the defendants 
in their marketing operations in plaintiff’s territory, not with the use of 
UTOCO, PAN-AM, AMOCO or STANOLIND in the territory of some Standard 
company other than the plaintiff. Plaintiff’s use of those designations does 
not affect the equitable relations of the parties to this suit.** The defen- 
dants have not shown any intent to deceive with, or deception resulting 
from, the designations UTOCO, PAN-AM, AMOCO Or STANOLIND. This is not a 
case where a plaintiff seeks to protect the fruits of his own misconduct 
from acquisition by another wrongdoer. On the basis of the record the 
trial court properly found that the activities and designations of the 
plaintiff “have not caused any confusion with any other Standard Oil 
Company.” 

Defendants complain because plaintiff has taken no action against 
the use within its territory by Socony Mobil Oil Company, a successor of 
Standard of New York, of its term socony which often appears with a 
distinctive FLYING RED HORSE sign. Plaintiff insists, and the court found, 
that the operations of Socony Mobil Oil did not result in any confusion 
with plaintiff’s products in the public mind. Even if this were not so, 
defendants could not excuse their wrongful acts on the ground that another 
had committed a similar wrong. 

Finally, it is urged that the court granted an improper “split injunc- 
tion.” This refers to the fact that the decree enjoins the use of soHIO in 
marketing operations in plaintiff’s territory but does not enjoin its use 
in connection with other operations. Defendant Standard of Ohio says 
that it is an integrated oil company** and that one branch of its business 
cannot be divorced from another branch. This argument is but a reasser- 
tion of the contention that acquiescence of plaintiff in the use of soHIo in 


43. Cf. Ohio Oil Co. v. Sharp, 10 Cir., 135 F.2d 303, 307; Olin Mathieson Chem. 
Corp. v. Western States C. § M. Co., 10 Cir., 227 F.2d 728, 731 (46 TMR 99). 

44. An integrated oil company is one which operates in all three of the principal 
branches of the oil business, viz: production, manufacture, and distribution and sale. 
Standard Oil Co. of New Mexico vy. Standard Oil Co. of California, 10 Cir., 56 F.2d 973, 
976 (22 TMR 363). 
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activities other than marketing creates an estoppel against the claim 
of infringement on account of the use of soH10 in marketing operations. 
Defendants contend that if plaintiff is not entitled to an injunction against 
all uses of sonto in its territory, it is not entitled to any injunction. 

The defendants rely on Standard Oil Co. of New Mexico v. Standard 
Oil Co. of California, supra, wherein this court approved a broad injunc- 
tion restraining the use of the sraNDARD name in all respects. That suit 
involved a new company. It was not a trademark infringement case but 
rather “in the nature of a bill quia timet to enjoin the threatened unlawful 
use of a corporate name.” *> The court said that under the circumstances 
of that case the plaintiff was entitled to the broad protection which the 
decree gave it.*° We are concerned with the circumstances of this case 
wherein the court properly found that there was no actual confusion 
resulting from the use of soHio in exploration, production, transportation 
and like activities. 

Rule 54(c) of the Federal Rules of Civil Procedure provides that a 
final judgment shall grant the relief to which the party in whose favor 
it is rendered is entitled. Plaintiff Standard of Indiana was entitled to 
an injunction against the use of soHio in marketing operations in its 
territory. It was not entitled to any broader injunction. The defendants 
may not complain because the injunction was limited in a manner which 
the record requires. 

This case was vigorously contested and carefully tried. None of the 
fact findings of the trial court are clearly erroneous. Its conclusions of 
law meet with our approval. The judgment is affirmed. 


ALFRED DUNHILL OF LONDON, INC. v. 
DUNHALL SMOKE SHOP, INC. et al. 


No. 127-148 —D. C., S. D. New York — January 22, 1958 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—TRADE AND COMMERCIAL NAMES 
REMEDIES—UNFAIR COMPETITION—BaSIS OF RELIEF—TRADE AND COMMERCIAL NAMES 
Use of DUNHALL, DUNHALL SMOKE SHOP and DUNHALL SMOKE SHOP, INC., en- 
joined at behest of A. Dunhill of London, Inc., known as Dunhill, and owner of 


trademark DUNHILL. 


Motion by Alfred Dunhill of London, Inc. v. Dunhall Smoke Shop, 
Inc. and Hyman Pensky for preliminary injunction. Temporary restrain- 
ing order granted plaintiff. 

Watson, Leavenworth, Kelton & Taggart (Leslie D. Taggart and George P. 

Kramer, of counsel), of New York, N. Y., for plaintiff. 

Arnold Coburn and Rapoport (H. Jules Coburn, of counsel), of New York, 

N. Y., for defendants. . 


45. 56 F.2d 975 (22 TMR 363). 
46. 56 F.2d 980 (22 TMR 363). 
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HERLANDS, Judge. 
TEMPORARY RESTRAINING ORDER 


This matter having come on to be heard at a regular motion part of 
this Court on January 21, 1958, before Hon. W. B. Herlands, a Judge of 
this Court, on the complaint and on plaintiff’s motion for a preliminary 
injunction, copies of both of which were served on defendants on or about 
November 26, 1957, and no counsel having appeared for defendants, and 
the matter having been adjourned to the afternoon sitting of the Court, 
and again no counsel having appeared for defendants, and plaintiff’s counsel 
having stated to the Court that three separate lawyers had claimed to have 
represented defendants in this matter during the period from November 26, 
1957 to date, and it having appeared to the Court that the said motion had 
twice previously, namely, on December 19, 1957, and January 16, 1958, 
been adjourned by the Court when no counsel had appeared for defendants, 
and the Court having heard counsel for plaintiff in support of the said 
motion, and due deliberation having been had thereon, 


Now, upon motion of Watson Leavenworth Kelton & Taggart, Esqs., 
attorneys for plaintiff, it is hereby 


ORDERED that plaintiff’s motion for a preliminary injunction be, and 
the same hereby is, adjourned to January 30, 1958; and it is hereby further 


ORDERED that pending the hearing of plaintiff’s motion for a prelim- 
inary injunction, the defendants, and each of them, and their respective 
servants, agents, and employees and any and all persons acting by or under 
their authority, or in privity with them, and each of them, be and they 
hereby are temporarily restrained from using, in the manufacturing, ad- 
vertising, offering for sale, or selling of tobacco products, lighters, tobacco 
pouches, smoker’s accessories and goods of a similar nature, the designa- 
tions DUNHALL, DUNHALL SMOKE SHOP and DUNHALL SMOKE SHOP, INC., and 
any other designations which by colorable imitation or otherwise are likely 
to be mistaken for or confused with plaintiff’s corporate and trade names, 
the abbreviation thereof DUNHILL, or the trademark DUNHILL, or are likely 
to create the erroneous impression that defendants and their products orig- 
inate with plaintiff or are endorsed by plaintiff or are connected in any 
way with plaintiff, and from otherwise competing unfairly with plaintiff 
or infringing plaintiff’s rights, upon condition that plaintiff will file an 
undertaking in the sum of one thousand dollars ($1,000.), to be approved 
by the Court, that plaintiff will pay to defendants jointly such damages, 
not exceeding the aforementioned sum, as defendants may sustain by reason 
of this temporary restraining order, if the Court finally decides that plain- 
tiff is not entitled thereto; and it is hereby further 


ORDERED that plaintiff may apply for a continuation of the within 
temporary restraining order on the adjourned date of the said motion for a 
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preliminary injunction, namely, January 30, 1958, and at any time there- 
after, if said motion for a preliminary injunction has not been finally 
decided; and it is hereby further 


ORDERED that the within temporary restraining order may be served 
upon both defendants by delivering a copy thereof personally to the person 
in charge of the store operated by the corporate defendant, Dunhall Smoke 
Shop, Inc., at 800 Second Avenue, in the City, County and State of New 
York, and that such service shall be deemed due and sufficient service 
thereof upon both defendants. 


IDEAL COOLER CORPORATION v. IDEAL DISPENSER CO. 
No. 33,878 — Commissioner of Patents — September 11, 1957 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Fact that parties sold goods concurrently in nearby areas for 17 years without 
any evidence of confusion would seem to support finding that parties are not 
competitors. 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS—CLASS OF GooDS 
Wet and dry beverage coolers and coin control refrigerated vendors are two 
distinctly different types of coolers which are advertised to different types of indus- 
tries and are sold through different trade channels to different purchasers. 


Opposition proceeding by Zdeal Cooler Corporation v. Ideal Dispenser 
Co., application Serial No. 643,907 filed March 19, 1953. Applicant appeals 
from decision of Examiner of Interferences sustaining opposition. Reversed. 


Louis Weiss and Terry & Cohn, of St. Louis, Missouri, for opposer-appellee. 
Warren H. F. Schmieding, of Los Angeles, California, for applicant- 
appellant. 


LEEps, Assistant Commissioner. 

An application has been filed to register MEAL with a design, for coin- 
controlled refrigerated vendors. Use of the mark DEAL since 1940 and of 
the mark in its present setting since 1952 is asserted. 

Registration has been opposed by a manufacturer of refrigerated cab- 
inets for foods and beverages, alleging that it has used MEAL as the trade- 
mark for such cabinets since September 4, 1937. 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

Opposer’s record shows that in 1936 a predecessor commenced using 
IDEAL as a trademark for coil coolers for draft beer. In 1937 the same 
predecessor made cabinets and evaporators and, with compressors and parts 
purchased from others, assembled coolers known as “wet coolers.” These 
coolers were sold under the mark meat to dealers in refrigerating equip- 
ment. In 1939, opposer’s predecessor changed his trade name from IDEAL 
BEER COOLER COMPANY to IDEAL COOLER COMPANY, and at that time he as- 
sembled coolers known as “dry coolers” and sold them to dealers under the 
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trademark meaL. According to the testimony, opposer makes freezers (pre- 
sumably home freezers), milk dispensers and beverage coolers, and sells 
them under the DEAL mark; but the only documentary evidence of sales is 
for the sale of beer coils (coolers) and wet and dry beverage coolers. 
(Unfortunately, most of opposer’s documentary evidence supports what 
opposer was doing in 1937 and 1938, with little or nothing to show what 
it has done thereafter. ) 

During the nineteen years between the first use of DEAL and the time 
testimony was taken, the total sales volume of opposer and its predecessors 
had exceeded $4,300,000 and more than $180,000 had been spent in adver- 
tising in such trade periodicals as “Refrigeration News,” “The Refrigeration 
Service Engineer,” and “Commercial Engineering”—periodicals directed 
to the refrigeration industry. Opposer and its predecessors have exhibited 
at trade shows of the refrigeration and parts industry. 

The record does not clearly disclose the class or classes of buyers who 
comprise the “average purchasers” of opposer’s coolers, but since they are 
commercial units, they presumably are sold to bars, taverns, restaurants 
and other institutional users which have a bartender or other attendant to 
dispense the beverage which has been chilled in such coolers. 

It appears from applicant’s record that it and its predecessors have, 
since 1938, assembled coin-controlled refrigerated vendors. In 1939 a patent 
on the control feature issued to a predecessor of applicant. The original 
predecessor of applicant was Ideal Dairy Dispenser Company, a corpora- 
tion of Iowa formed in 1938. It was succeeded in 1940 by Ideal Dairy Dis- 
penser Company, a corporation of Illinois, and in 1941, by a partnership 
of the same name. In 1945, applicant was organized as a Delaware cor- 
poration. 

The first coin-controlled dispensers assembled by applicant were milk 
dispensers, and they were first sold under the trademark mEAL in 1940. Soft 
drink vendors were added to the line in 1940-41, and just about the time 
applicant began to establish its business with soft drink bottlers, World 
War II intervened, and because of material shortages production necessarily 
ceased. Following the end of the war, the word Dairy was dropped from 
applicant’s new corporate name, production was resumed, and the greater 
emphasis since then has been upon sales to bottlers of soft drinks, although 
milk dispensers continue to be assembled and sold. 

During the pre-war years, only modest numbers of vendors were sold, 
although applicant installed its coin-controlled mechanisms and racks in 
some cooler boxes manufactured by others. Statistics on volume of sales 
prior to World War II are unavailable, but from 1948 through 1954, sales 
increased annually from about $1,800,000 in 1947 to about $7,800,000 in 
1954, with advertising expenses increasing accordingly from about $15,000 
to about $82,000 annually. 

Applicant’s total sales from July 1, 1947 to December 31, 1954 amounted 
to almost thirty-eight and one-half million dollars in value; and total ad- 
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vertising expenditures in the same period totaled more than two hundred 
sixty thousand dollars. Applicant’s advertising dollars are spent with trade 
periodicals directed to the soft drink bottling, dairy products, service 
station retailing, motel, and automatic vending industries; and applicant 
participates in trade shows of the American Bottlers of Carbonated Bev- 
erages, the National Automatic Merchandising Association, and the Dairy 
Industry Supply Association. 

The “average purchasers” of applicant’s coin-controlled vendors are 
bottlers of soft drinks and milk products, who install the machines in 
service stations, industrial plants, office buildings and other places where 
the soft drinks and milk products are made available without an attendant 
to dispense them. 

The record indicates that both parties have been engaged in their 
respective pursuits in areas not far removed from one another for some 
nineteen years (omitting the war years)—seventeen years at the time testi- 
mony was taken—without any evidence of confusion, but with evidence 
that opposer had never heard of applicant or its use of DEAL as its trade- 
mark or in its trade name until the mark was published for opposition 
purposes. And this despite the fact that more than a quarter million 
dollars had been spent in advertising and more than thirty-eight million 
dollars’ worth of merchandise had been sold under the mark since 1947— 
a fact which, standing alone, would seem to support a finding that the 
parties are not competitors. 

The record shows that the parties are not in competition with each 
other ; they make two distinctly different types of “coolers” which are ad- 
vertised to different industries and are sold through different trade channels 
to different average purchasers. 

In view of the foregoing, it is concluded that there is no likelihood 
of confusion of purchasers, and there is nothing in the record which would 
support an inference of damage to opposer. 

The decision of the Examiner of Interferences is reversed. 


SALES AFFILIATES, INC. v. MAYER (ZOTOX PHARMACAL 
COMPANY, INCORPORATED, assignee, substituted) 


Nos. 33,790 and 34,009 — Commissioner of Patents — September IT, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MaRKS 
zoTox ointment for relief of ivy, oak and sumac poisoning is not likely to be 
confused with zoTos and zoTox hair waving preparations; former is pharmaceutical 
and latter is cosmetic. 
REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Although pharmaceuticals and cosmetics are often made by single manufac- 
turer, it is well-known that when such is the case, trademarks used on the two 
goods seldom, if ever, look alike or sound alike or have similar meanings or conno- 
tations or significance. 
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Opposition proceeding by Sales Affiliates, Inc. v. Frederick G. Mayer 
(Zotox Pharmacal Company, Incorporated, assignee, substituted), applica- 
tions Serial No. 658,296 filed December 21, 1953 and Serial No. 660,213 
filed January 27, 1954. Opposer appeals from decision of Examiner of 
Interferences dismissing opposition. Affirmed. 


Morgan, Finnegan, Durham & Pine, of New York, N.Y., for opposer- 
appellant. 
Munn, Liddy, Daniels & March, of New York, N.Y., for applicant-appellee. 


LEEDs, Assistant Commissioner. 

Two applications have been filed to register zorox for an ointment for 
the relief of ivy, oak and sumac poisoning, use of the word since June 10, 
1953 being asserted. One application requests registration of the word alone 
and the other requests registration of the following: 


Z 

O 
ZOTOX 

O 

x 


Registration has been opposed in each instance by the registrant of 
zoTos for hair waving pads,’ for wave setting materials,” for hair waving 
pads, clamps, clips, rods and attachments thereto ;* and zoTos FLUID WAVE 
for hair waving lotion.* 

The Examiner of Interferences dismissed the oppositions, and opposer 
has appealed. 

Opposer has long marketed its permanent wave supplies under the 
zoTOS mark, and the mark is well-known in that field. In more recent years 
it has marketed under the mark other hair preparations, such as wave lotion, 
spray set, hand lotion, cream hair dressing, and bubble bath. The products 
are sold primarily for professional use in beauty salons, although some of 
the products other than permanent wave supplies are sometimes retailed 
by such salons. 

Applicant’s product sold under the zotox marks is an ointment pack- 
aged in tubes and sold only through drug wholesalers to drug stores and 
drug departments of other stores which, in turn, sell the ointment to the 
general public for relief from ivy, oak and sumac poisoning. 


1. Reg. No. 295,481, issued to a predecessor on July 5, 1932, renewed by opposer, 
and published by opposer in accordance with Sec. 12(c) on June 1, 1948. 
2. Reg. No. 314,590, issued July 3, 1934, renewed by opposer, and published by 


opposer in accordance with Sec. 12(¢) on June 1, 1948. 

3. Reg. No. 413,083, issued to a predecessor on Apr. 10, 1945, published by opposer 
in accordance with Sec. 12(¢) on May 18, 1948. 

4. Reg. No. 563,963, issued Sept. 9, 1952; and Reg. No. 587,512, issued Mar. 30, 
1954. 
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The marks look quite alike, and they can be pronounced similarly. The 
products, however, are quite different, applicant’s being generally classified 
as a “pharmaceutical” and opposer’s as “cosmetics.” The products do not 
move in the same trade channels; they are not ordinarily sold in the same 
stores; they are not sold under the same conditions and circumstances; and 
they bear little, if any, relationship of any kind to each other. 

Opposer contends that it is common knowledge that pharmaceuticals 
and cosmetics are often made by a single manufacturer. It is equally well- 
known, however, that when such is the case, the trademarks used on 
pharmaceuticals and those used on the cosmetics seldom, if ever, look alike 
or sound alike or have similar meanings, or connotations, or significance. 
In fact, if any consideration were given to opposer’s testimony, which was 
taken during the rebuttal period and which was held improper rebuttal 
by the Examiner of Interferences, it would show that opposer’s hair waving 
and dressing preparations are sold under the zoros mark, its other cosmetic 
items (creams, lotions, antiperspirants, shampoo, etc.) are sold under the 
trademark MARINELLO, and its hair coloring and bleaching preparations are 
sold under the trademarks INECTO, EASYTINT and NOTOXIDE. 

The facts in these cases lead to the conclusion that purchasers buying 
applicant’s zoTOX ointment under the conditions and circumstances ordi- 
narily surrounding the purchase of such a product in a drug store or 
department are not likely to be led by the mark to think of zoros hair 


waving supplies. Under such circumstances, there is no probability that 
such purchasers would attribute common origin to zoTox ointment and 
ZOTOS hair waving supplies. 

The decision of the Examiner of Interferences is affirmed. 


EX PARTE E. D. BULLARD COMPANY 


Commissioner of Patents — September 12, 1957 


REGISTRABILITY—PACKAGES, LABELS AND CONFIGURATIONS 

There is nothing in law which states either that a trademark may not be an 
integral feature of the article or that an integral feature of an article may not 
be a trademark; therefore fact that subject matter of application is an integral 
feature of helmets is not a basis for refusing registration; question is whether 
feature performs a utilitarian function. 

Even though object may identify applicant’s product, it is unregistrable if it 
performs utilitarian function. 

Three beads in crown of applicant’s hats and helmets are registrable since 
they serve no utilitarian function. 


Application for trademark registration by EZ. D. Bullard Company, 
Serial No. 669,735 filed July 12, 1954. Applicant appeals from decision of 
Examiner of Trademarks refusing registration. Reversed. 

See also 43 TMR 775. 

Charles 8. Evans, of San Francisco, California, and Beale & Jones, of 

Washington, D.C., for applicant. 
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LEEps, Assistant Commissioner. 

An application has been filed to register as a trademark for protective 
or safety hats and helmets, three parallel “ridges” or “beads” extending 
from front to back over the top of the crown. Use since January 21, 1944 
is asserted. 

The subject matter and the applicant are the same as in §. N. 572,831, 
filed January 26, 1948 where registration was refused (97 USPQ 238, 43 
TMR 775, Com’r, 1953). The ground of refusal was that the subject matter 
is “an integral, structural, functional feature of the goods themselves, 
and this is not believed to be registrable as a trademark.” Registration on 
the present application has been refused on the basis of the decision on 
the earlier application ; and applicant has appealed. 

There is no question but that the three beads are an integral part of the 
helmets, being molded in the crown at the time they are made. I find 
nothing in the statute or the decisional law, however, which states either 
that a trademark may not be an integral feature of an article or that an 
integral feature of an article may not be a trademark. Therefore, the 
fact that the subject matter of the application is an integral feature of the 
helmets is not, standing alone, a basis for refusing registration. 

There is likewise no question but that the three beads are a structural 
feature of the helmets, being molded into and as a part of the structure. 
I find nothing in the statute or in the case law, however, which states either 
that a trademark may not be a structural feature of an article or that a 
structural feature of an article may not be a trademark. Therefore, the 
fact that the subject matter of the application is a structural feature of the 
helmets is not, standing alone, a basis for refusing registration. 

The only question left is: Do the three Leads perform a utilitarian func- 
tion, i.e., are they functional within the meaning of that term as used in 
the case law? The most recent case in which this question was presented is 
Alan Wood Steel Company v. Watson, Commissioner of Patents, 113 USPQ 
311 (47 TMR 848) (D.C.D.C., 1957). There, the Court had before it the 
registrability of the overall pattern of the tread, protuberances or projec- 
tions covering the entire surface of metal floor plating, such tread, pro- 
tuberances or projections having for their primary purpose the prevention 
of slipping by persons walking on the floor plating. The case stands for 
the following three legal principles: 


1. An object performing a utilitarian function may not be regis- 
tered as a trademark even if it also identifies the applicant’s product. 
(Emphasis added.) 


2. “Configuration of goods,” as used in the statute, must be re- 
stricted to the configuration of a particular part or feature of the article 
and may not extend to the shape or design of the entire device. (Em- 
phasis added.) 


3. If a person allows his identifying mark to be used by others on 
their product, he prevents it from acquiring a secondary meaning and 
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hinders it from becoming associated in the mind of the public as iden- 
tifying his goods or services. 


Considering the applicability of these principles in reverse order, 
number 3 obviously has no applicability to the present situation, since 
applicant has not allowed anyone else to use the three beads. 

Principle numbered 2 has no applicability unless the subject matter of 
the application is a “configuration of goods” ;? but whether or not this ap- 
plicant seeks registration of a configuration of goods, registration is not 
precluded by the stated principle set forth in the Alan Wood case, since 
the three beads are a particular part or feature of the safety hats and do 
not extend to the shape or design of the entire hat. 

This leaves only principle numbered 1 which is far-reaching in its 
scope, since it establishes that even though an object may identify an ap- 
plicant’s product, it is unregistrable if it performs a utilitarian function, 
i.e., is “functional” or “serves a useful purpose.” The question of whether 
or not the three beads in the crown of applicant’s hats perform a utilitarian 
function is, therefore, crucial. In the earlier case where registration was 
refused, it was said, 97 USPQ at 239 (48 TMR 775) : 


“The described feature of applicant’s hat is functional for the ribs 
serve a purpose in the intended use of the hat. Such ribs are conven- 
tional strengthening devices and are even known on protective hats.” ” 


It is common knowledge that striations, grooves and beads are strengthening 
devices, but neither this fact nor the fact that such strengthening devices are 
“known” on protective hats has any bearing on registrability of the subject 
matter of the present application unless the three beads were adopted and 
are used to serve the purpose or function of adding strength to the helmets. 


1. The Examiner of Trademarks did not consider the subject matter to be a con- 
figuration of goods, but he held that (1) it is a “device”; (2) the term “device” as 
used in the definition of a trademark in Section 45 of the statute does not include a 
“mechanical or structural device”; and (3) the term “device” as used in the statute 
is used in the sense of “an artistic figure or design.” Applicant contends that the 
subject matter is “a design embossed in the crown.” 

2. Apparently the support for the last sentence was two patents, one granted in 
the United States in 1941 for a safety hat (No. 2,248,366), and one granted in Germany 
in 1937 for a miner’s cap (No. 644,257), each of which disclosed hats with embossed 
reinforcing ribs on the crown. The specification in the U. 8. Patent referred to: (1) 
the manner of attaching a headband assembly to the shell of a sheet metal safety hat; 
(2) the means for releasably attaching accessories, such as earmuffs, visors and neck- 
bands, to the hat; and (3) a novel clip for attaching the headband assembly to the 
shell and securing the members on which the hat accessories are mounted. At one place 
in the specification there appears reference to reinforcing ribs as follows: “The crown 
of the hat may be embossed to provide reinforcing ribs,” and Figure 1 of the drawings 
shows four inverted V-shaped ribs extending from brim to center crown. 

The German patent specifies a miner’s cap made of porous materials saturated with 
celluloid with reinforcing ribs running across the entire crown surface, the ribs being 
made of wadding applied to the crown, the whole cap being then hardened in a celluloid 
bath. 

The patents indicate that the ribs referred to therein were, in fact reinforcing ribs 
with added material to strengthen the crown. This differs from the present situation 
where the three beads are merely molded into the crown, and the helmet is of the same 
thickness in the beads as elsewhere in the crown with no reinforcement by way of addi- 
tional material. 
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Protective or safety hats are usually made of laminated plastic, glass 
fiber or aluminum alloy. The hard shell of the hats, irrespective of the sub- 
stance from which it is made, is supported by a cradle or hammock which 
keeps the shell away from the head, cushioning it against blows and per- 
mitting circulation of air. In order to qualify as safety hats, they must 
have resistance to impact, resistance to fire, resistance to moisture, penetra- 
tion strength, and, if used around electrical wiring, insulation against 
electricity.® 

The three beads in the crown of applicant’s hats and helmets obviously 
serve no utilitarian function in connection with penetration strength, 
resistance to moisture, resistance to fire, or insulation against electricity. 
This leaves only the question of whether or not they serve a utilitarian 
function or a useful purpose in connection with resistance to impact. 

The minimum standard for impact resistance of safety hats—with or 
without beads on the crown is forty foot-pounds, and in view of this fact, 
and of the further fact that the number of purchasers of safety helmets 
which buys them for impact resistance only is a percentage of the whole, 
and of the further fact that purchasers who require greater than forty 
foot-pounds resistance to impact are only a small proportion of the per- 
centage, and in view of the fact that there is nothing which indicates that 
applicant adopted the three beads as a crown-strengthening device, and 
there is nothing which indicates that purchasers buy applicant’s helmets 
because of any added impact resistance which the beads may give, it is 
concluded on the present record that the three beads do not perform a 
utilitarian function or serve a useful purpose within the meaning of those 
terms as developed in the case law. 

It is observed that since one of the functions of a safety helmet is to 
cause falling objects to glance off the hard shell, the beads on applicant’s 
hat may well serve the “non-useful” purpose of interfering with the normal 
glancing function, thereby resulting in a penetration of the crown which, 
without the beads, would not have occurred. 

There are in the record numerous affidavits from dealers and ultimate 
purchasers stating, in effect, that the three beads identify applicant’s hats 
and helmets and distinguish them from those manufactured by others. So 


3. Federal minimum standards are, generally, as follows (Fed. Spec. GGG-H-142b) : 


1. When helmets are tested in simulated field conditions by dropping vertically on 
the top of the crown an 8-pound spherical weight, approximately 3.8 inches in diameter, 
from height of five feet, no helmet shall show a diameter of impression greater than 
4.9 millimeters, and the average diameter of impressions in any group of helmets of a 
given maker shall not exceed 4.5 millimeters. 

2. The helmets shall not burn at a greater rate than 3 inches per minute. 

3. The helmet shall not absorb more than 5 percent of water under Method 7031 
of L-P-406. 

4. . When helmets are tested in simulated field conditions by dropping a 16-ounce 
plum bob, with a steel post having an included angle of 36 degrees, from a height of 
ten feet, the helmet shall be neither dented not pierced for more than 3/8 of an inch. 

5. The helmets shall not show a leakage current in excess of three milliamperes 
under application of 2200 volts to the helmet while submerged in water and sodium 
chloride in proportions of one ounce to one gallon of water. 
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far as this record shows, the beads were adopted for that purpose and it is 
that purpose which they serve. The record here leads to a conclusion differ- 
ent from that reached in connection with S. N. 572,831; but as is often the 
case in trademark matters, different records reflecting different fact situa- 
tions lead to different conclusions. The subject matter of the present appli- 
cation should be published in accordance with Section 12(a). 
The decision of the Examiner of Trademarks is reversed. 











THE FIRESTONE TIRE & RUBBER COMPANY v. 
THE B. F. GOODRICH COMPANY 


No. 33,474 — Commissioner of Patents —September 16, 1957 











REGISTRABILITY—CONFUSINGLY SIMILAR MaRKS 
REGISTRABILITY—DESCRIPTIVE TERMS 
SAFETYLINER for pneumatic tires is not registrable in view of fact that it 
does not and cannot distinguish applicant’s tires from opposer’s tires, in that 
opposer has advertised tires as having SAFETY LINER or SAFTI-LINER. 












Opposition proceeding by The Firestone Tire & Rubber Company v. 
The B. F. Goodrich Company, application Serial No. 643,315 filed March 
9, 1953. Applicant appeals from decision of Examiner of Interferences 
sustaining opposition. Affirmed. 
See also 48 TMR 196. 
Ely, Frye & Hamilton and Robert E. Mohler, of Akron, Ohio, for opposer- 
appellee. 
Harold 8. Meyer and John D. Haney, of Akron, Ohio, for applicant-appel- 
lant. 



























LEEps, Assistant Commissioner. 

An application has been filed to register SAFETYLINER for pneumatic 
tires, use since February 24, 1953 being asserted. 

Registration has been opposed by a competitor which alleges that since 
prior to applicant’s asserted first use, it has used the terms SAFETY LINER 
and SAFTI-LINER in advertising its tires, and that registration of SAFETYLINER 
would interfere with opposer’s freedom to continue to use SAFETY LINER 
and SAFTI-LINER as it has in the past, thereby resulting in damage. 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

The decision of the Examiner of Interferences seems to be that the 
tubeless tires upon which applicant uses SAFETYLINER have an inner surface 
lining designed to prevent blowouts; that LINER in applicant’s SAFETYLINER 
is merely the name of a component of a tubeless tire; that sareTy is defined 
in the dictionary as “safeguard” or “means of protection” or “pertaining to 
safeguarding the public” ; applicant’s advertising has stressed the point that 
the liner component performs a safety function; therefore SAFETYLINER 
is merely descriptive of applicant’s goods. After noting that mere descrip- 
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tiveness is not necessarily a bar to registration, and assuming that SAFETY- 
LINER is not “inherently incapable of functioning as an indication of origin,” 
the examiner held that the use of SAFETY LINER and SAFTI-LINER by opposer 
in promoting the sale of its goods negates the possibility that SAFETYLINER 
has come to signify applicant’s goods to the exclusion of those of its com- 
petitors. 

The record shows that during 1952 opposer decided to produce and 
market a tubeless tire, and on December 24, 1952 opposer’s Director of 
advertising and sales promotion wrote a memorandum to opposer’s Vice- 
President in charge of sales outlining the program for announcing opposer’s 
new tubeless tires. The memorandum includes: 


“The following sales points will be dramatically covered in detail. 


High speed construction 

Tread design 

Longer mileage 

Easy ride 

Safety liner 

Puncture protection 

7. Blowout protection.” (Emphasis added. ) 


& Om SO $9 


The tubeless tire of opposer was introduced at a dealers’ meeting in 
Richmond, Virginia on February 15 or 16, 1953, and there had been 
prepared prior to that time a brochure, some copies of which were mailed by 
opposer to be delivered to its dealers in the Richmond territory on the date 
of the meeting and some of which were distributed at the meeting. The 
brochure features, 


“The Firestone 
De Luxe Champion 
Tubeless Tire 
with the 
SAFETY LINER 
Protects against blowouts 
Protects against punctures” 


“Tn this new safety tire, the tube is replaced by an air-tight butyl 
SAFETY LINER that’s bonded to the inside of the tire. No tube to pinch, 
tear or suddenly explode when injury to the tire body occurs. Air 
loss is so gradual there is ample time for safe, sure stops. 

“Here is a tire that gives you protection against punctures. No 
more roadside delays in dangerous traffic, because the air-tight butyl 
SAFETY LINER clings to penetrating nails and sharp objects, prevents 
loss of air, and enables you to finish your trip without changing tires.” 
A counter display pictured in the brochure shows: 


“New Firestone 
De Luxe Champion 
Tubeless Tires 

with 
Patented 
SAFETY-LINER” 
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A photograph of a display used at the Richmond meeting features, 


“Blowout Protection 
The 
SAFETY LINER 
of this new tire is bonded 
to the tire wall and cannot 
split or tear.” 
“Puncture Protection 
The 
SAFETY LINER 
of this new tire surrounds a 
puncturing object, preventing 
the loss of air 
See it demonstrated now.” 

On February 18, 1953 a six-column advertisement appeared in the 
Richmond News Leader. The advertisement featured, “The New Firestone 
De Luxe Champion Tubeless Tire with the SAFETY LINER protects against 
blowouts—punctures.” The advertisement included pictures of cross-sec- 
tions of the tire with the words SAFETY LINER printed thereon with arrows 
pointing to the inner surface of the tire. In two places in the advertising 
copy there is reference to “the air-tight butyl sareTy LINER. Similar adver- 
tisements appeared in a Baltimore newspaper in March; a Philadelphia 
newspaper in April; in Pittsburgh, Hartford, Syracuse, and Columbus 
newspapers in May (in these advertisements the lining was referred to as 
SAFTI-LINER) ; and in numerous other newspapers since that time. Opposer 
has spent some two million dollars in advertising its tubeless tires with the 
SAFETY LINER Or SAFTI-LINER in newspapers, national consumer magazines, 
and catalogs, and by radio, television and direct mail. Opposer has at all 
times used the words SAFETY LINER, whether correctly or incorrectly spelled, 
to refer to the butyl lining of its tubeless tires. 

Applicant’s record shows that in the summer of 1952 it first gave con- 
sideration to selecting a “distinctive name” for tubeless tires without a 
sealant in the event it was decided to go into regular production of such 
tires. Prior to that time applicant had manufactured tubeless tires with a 
sealant which it sold under the trademark Lire SAVER. In September of 
1952 applicant announced a contest for “naming the tire,” and listed in 
its September house publication the following product features to help in 
selecting a name: 


“1. No tube to pinch, chafe, or go flat. 
Design proved in over 1,000,000 B F G Tubeless Tires. 
Built-in blowout protection that only Tubeless design can give. 
. Patented inner lining. 
. Patented rim-seal edges. 
. Ideal for high speed service. 
. Lighter weight than tire and tube. 
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8. Cooler running than tire and tube. 
9. Longer mileage than tire and tube. 


10. Priced between LIFE-SAVER tire and regular tire and tube.” 
(Emphasis added.) 


The contest ended on October 20, 1952, the selection of SAFETYLINER 
was made at a judges’ luncheon on October 30, 1952, and the winners were 
announced on November 7, 1952. 

The following is the chronology of events thereafter : 


November 14, 1952. Authority of management was requested to 
prepare for production at its Tuscaloosa branch the “Goodrich sarety- 
LINER Tubeless tires.” 

November 21, 1952. The master drawing for the tire mold for 
SAFETYLINER was drawn. 

November 29, 1952. The branding chart for the SAFETYLINER tire 
was drawn. 

December 9, 1952. The branding chart was approved. 

December, 1952. The mold was ordered. 

January 7, 1953. An intracompany memorandum suggested that 
production problems in connection with the SAFETYLINER tires made it 
impractical to hold the opening meeting in Houston to announce the 
new tires before March 2, 1953. 

February 24, 1953. An invoice to an oil company in Houston for 
twelve “SAFETY LINER Tubeless Black” tires to be delivered by appli- 
cant’s Houston district was made out by applicant. 

March 2, 1953. A dealers’ sales meeting was held in Houston at 
which the SAFETYLINER tire was offered for sale through the dealers 
to the public. A brochure distributed at the meeting shows a picture 
of a cross-section of a tire with a portion of the lining peeled back, and 
on the peeled back portion appears PATENTED BLOWOUT PROTECTING 
SAFETYLINER. The brochure also shows two illustrations of a cross- 
section of tires, one of which demonstrates a blowout with an arrow 
pointing to “tube,” and the other of which demonstrates a “slow- 
out” with an arrow pointing to “liner.” The copy in the brochure refers 
in more than one place to the “patented lining.” 

March 18, 1953. Applicant’s house publication reported on the 
Houston dealers’ meeting, including the following statement by the 
contest winner who submitted SAFETYLINER (applicant’s New Orleans 
district Manager) as to why he selected the name: “The inner liner 
makes the tire safe from the blowout standpoint and the name saFrety- 
LINER brings out this feature.” 


Applicant’s more recent (1954) advertisements, copies of a few of 
which are in the record, appear to feature SAFETYLINER only as a brand 
name without any reference to any “liner” or “lining.” 

It is not necessary to decide whether or not SAFETYLINER is merely 
descriptive, as the Examiner of Interferences did. The fact is that opposer 
has spent substantial sums of money in advising consumers that its tubeless 
tire has a SAFETY LINER made of butyl rubber and bonded to the inside of 
the tire and that such liner or lining protects against blowouts, and it must 
be assumed that the advertising has made an impression on the public 
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mind. Whether or not the term is descriptive, opposer has used SAFETY 
LINER and SAFTI-LINER to describe the liner, and it is reasonable to assume 
that it has caused the public to think in terms of a tubeless tire having a 
lining or “liner” which prevents blowouts and thereby increases the safety 
factor of such tires. 

Even though applicant selected SAFETYLINER as a brand name some- 
time before opposer commenced advertising it to describe a feature of its 
new tubeless tires, and even though applicant spent considerable time and 
money in going forward with its plans for marketing its tubeless tires under 
SAFETYLINER before opposer commenced advertising it, nevertheless under 
the facts of this case it must be concluded that SAFETYLINER does not, and 
cannot, distinguish applicant’s tires from opposer’s tires. 

Registration to applicant, with the presumptions flowing therefrom, 
would be inconsistent with opposer’s activities in promoting the sale of its 
tubeless tires with the SAFETY LINER, and opposer would therefore be 
damaged by such registration. 

The decision of the Examiner of Interferences sustaining the opposi- 
tion is affirmed, but for the reasons set forth herein. 


UNITED STATES RUBBER COMPANY v. 
THE B. F. GOODRICH COMPANY 


No. 33,468 — Commissioner of Patents — September 16, 1957 


REGISTRABILITY—DESCRIPTIVE TERMS 
SAFETYLINER is not descriptive nor deceptively misdescriptive as applied to 
pneumatic tubeless tries. 

Opposition proceeding by United States Rubber Company v. The B. F. 
Goodrich Company, application Serial No. 643,315 filed March 9, 1953. 
Applicant appeals from decision sustaining opposition. Reversed. 

See also 48 TMR 192. 

Irwin M. Lewis, of New York, N. Y., for opposer-appellee. 
Harold 8. Meyer and John D. Haney, of Akron, Ohio for applicant-appel- 
lant. 


LEEps, Assistant Commissioner. 

An application has been filed to register SAFETYLINER for pneumatic 
tires, use since February 24, 1953 being asserted. 

Registration has been opposed by a competitor, alleging that it manu- 
factures and sells tubeless tires with a liner impervious to air; that LINER 
in applicant’s mark SAFETYLINER is descriptive of the liner of a tubeless tire 
or of a tire incorporating such liner; that LINER in applicant’s mark 
SAFETYLINER is deceptively misdescriptive of a tire not incorporating such 
a liner; that applicant and others in the industry have used LINER to 
describe or identify the liner for a tubeless tire; that sarery in applicant’s 
mark SAFETYLINER is descriptive of the intended purpose or function of the 
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liner of tubeless tires since it prevents loss of air from the tires and is a 
safety feature preventing blowouts; that SAFETYLINER is a combination of 
two common descriptive or laudatory words which describe a product 
having a liner adapted to provide some safety function or feature; and 
registration to applicant would “provide a constant, potential threat to 
opposer’s right to the free use of the common, descriptive words ‘safety 
liner’ or to ‘safetyliner’ to describe tubeless tires incorporating air im- 
pervious liners manufactured and sold by opposer.” 

The Examiner of Interferences held sAFETYLINER to be merely descrip- 
tive, and sustained the opposition. Applicant has appealed. 

The record consists of a stipulation into evidence of affidavits which 
had been attached to motions for summary judgment previously filed by 
both parties, two additional affidavits, and some published material, the 
relevancy of which is not apparent. 

Opposer has failed to show that LINER in applicant’s mark SAFETYLINER 
is descriptive or deceptively misdescriptive as applied to its tires; it has 
failed to show that applicant has used the term LINER in its advertisements 
to describe a liner for a tubeless tire; it has failed to show that it, or the 
tire industry, uses LINER to describe a liner for a tubeless tire; it has failed 
to show that the lining of a tubeless tire performs a safety function, or that 
the public thinks that it does, or that applicant has advertised that it does; 
it has failed to show that it has used either LINER or SAFETY or any combina- 
tion of them in connection with any tires which it manufactures and sells, 
or that such words are necessary to describe any tires that it sells, or that 
registration of SAFETYLINER to applicant would in any way interfere with 
its free right to use LINER and SAFETy in their ordinary or usual sense in 
its tire business. In short, opposer has failed to discharge its burden of 
going forward with proof of facts from which damage can be inferred. 

The decision of the Examiner of Interferences is reversed, and the 
opposition is dismissed. 


ILLIN] DAIRY QUEEN, INC. et al. v. 
McCULLOUGH'S DAIRY QUEEN 


No. 34,263— Commissioner of Patents — September 19, 1957 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Analysis of pleadings will not support holding that applicant has pleaded 
estoppel by alleging that at one time it granted rights to third parties to use mark 
for semi-frozen dairy product and that opposer’s rights are derived from third 
parties, but that applicant has not granted any rights of ownership in mark for 
machines, 
REGISTRABILITY—TITLE 
REGISTRABILITY—LICENSES 
Applicant has not exercised such control over nature and quality of goods 
sold by others under mark as is necessary to preservation of rights, where it cannot 
name those entitled to use mark, 
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Opposition proceeding by Illini Dairy Queen, Inc., Gilbert N. Stein and 
Frances G. Stein v. McCullough’s Dairy Queen, application Serial No. 
655,259 filed October 23, 1953. Opposers appeal from decision of Examiner 
of Interferences dismissing opposition. Reversed. 


Jerome A. Gross end C. Frank Aldrich, of St. Louis, Missouri for opposers- 
appellants. 

Gravely, Lieder, Woodruff & Wills, of St. Louis, Missouri for applicant- 
appellee. 


LEEpDs, Assistant Commissioner. 

An application has been filed to register DAIRY QUEEN for a machine 
for freezing and dispensing a semi-frozen dairy product, use since June of 
1940 being asserted. 

Five oppositions have been filed, all on the ground that the opposers 
have used and have the right to use DAIRY QUEEN as a trademark, tradename 
and service mark in connection with their business of making and selling a 
semi-frozen dairy product in a certain described territory, and that regis- 
tration to applicant, with the presumptions flowing therefrom, will damage 
them. 

Applicant served interrogatories on the opposers during the discovery 
period; and upon failure of opposers to answer the interrogatories, the 
Examiner of Interferences dismissed the oppositions on the ground that 
applicant had pleaded an estoppel and since the interrogatories dealt with 
that pleading, it must be assumed that the answers to the interrogatories 
would be fatal to opposers’ case. 

Only the opposers in this opposition appealed, and the appeal periods 
in the other cases were suspended until final termination of this appeal. 

The pleadings of facts are summarized as follows: 


1. Opposers aver, and applicant denies, that opposers own and exercise 
valuable rights to the trademark, tradename, and service mark DAIRY QUEEN, 
and to the good will of the business in connection with which the term is 
used, and that said rights are exclusive within a described territory. 


2. Opposers aver, and applicant denies, that their rights arise from 
adoption and use, by themselves and their “licensees,” of DAIRY QUEEN 
as a trademark, tradename, and service mark for their business, machinery 
and equipment, and goods and services. 


3. Opposers aver, and applicant denies, that the business in connection 
with which DAIRY QUEEN has been, and is being used, includes the prepara- 
tion and dispensing of a semi-frozen dairy product identified by the term 
by opposers and by licensees under opposers’ specifications and standards, 
and the procurement of and sale to its licensees of ingredients for the 
semi-frozen dairy product and materials and equipment used in making 
and dispensing the product. 
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4. Opposers aver, and applicant denies, that they purchased for valu- 
able consideration their rights to use DAIRY QUEEN in their business as 
above set out, on the understanding and representation that such rights 
were valid and exclusive within the described territory and that opposers 
have spent large sums of money in developing their DAIRY QUEEN business 
on said understanding and representation. 


5. Opposers aver that applicant participated in or had knowledge 
of the understanding above referred to and received large sums of 
money as a result thereof. Applicant neither admits nor denies nor men- 
tions this averment in its answer. (It is noted that as the pleadings 
originally stood, applicant admitted in its answer to paragraph 9 that 
it may have received some consideration from opposers or others for 
certain rights in the described territory. Opposers, however, amended 
their pleading by striking paragraph 9, and the answer must necessarily 
be stricken also.) 


6. Opposers aver that applicant is estopped to deny the existence, 
validity and exclusiveness of “said rights,” specifically referring to the 
rights set forth in paragraphs numbered 1, 2 and 3 herein. Applicant 
answered by stating that being without knowledge of what opposers 
mean by the term “said rights,” the averment is denied. 


7. Opposers aver, and applicant admits, that applicant has not 
manufactured and does not manufacture machines for freezing and 
dispensing a semi-frozen dairy product; but applicant avers that the 
machines are manufactured under its control and sold through and 
under its authority. 


8. Opposers aver, and applicant denies, that if applicant ever had 
any rights in DAIRY QUEEN for machines, such rights have been abandoned. 


9. Opposers aver, and applicant denies, that applicant has not 
used the term DAIRY QUEEN for machines except in a manner similar to 
opposers’ use, and that DAIRY QUEEN on such machines designates the 
characteristics of a machine manufactured under a patent now expired. 


10. Opposers aver that the mark sought to be registered by appli- 
cant is identical with the trademark, tradename, and service mark used 
by opposers and is applied to the same goods and used in the same type 
of business as opposers’. Applicant admits identity of the mark with 
that which opposers claim to use, but denies that opposers have used 
the term as a trademark for machines sold by them. 


11. Applicant avers that it, or those in privity with it, at one time 
granted to third parties rights to use the trademark and tradename 
DAIRY QUEEN in certain of the territories described by opposers, but 
none of said third parties was “granted any rights in the ownership” of 
the mark for machines. 
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12. Applicant further avers that opposers’ rights, if any, to use the 
trademark and tradename DAIRY QUEEN were derived from the third 
parties, referred to in the preceding paragraph hereof, or from applicant, 
or those in privity with applicant, and do not include any rights of 
ownership in the mark for machines. 


Interrogatories were served by applicant on opposers. After objec- 
tions were filed and considered, the Examiner of Interferences ordered 
opposers to answer certain interrogatories hereinafter set out. When 
the interrogatories were not answered, applicant moved to dismiss, and 
the motion was granted. 

The Examiner of Interferences held that applicant had pleaded 
an estoppel in the averments that it had at one time granted to third 
parties rights to use the trademark and tradename DAIRY QUEEN; that 
opposers derived their rights, if any, from such third parties; and that 
applicant had not granted, and therefore opposers’ rights did not include 
any rights in DAIRY QUEEN for machines. The examiner reasoned that 
opposers’ use is alleged to be merely a permissive use derived from appli- 
cant and such being the case, opposers are estopped to deny applicant’s 
ownership of the mark; and he then held that it must be assumed that 
because of opposers’ failure to answer the interrogatories, which relate 
to these averments of applicant’s pleading, the “matter elicited thereby 
would be fatal to each opposer’s case.” 

Analysis of the pleadings will not support a holding that applicant 
has pleaded an estoppel—presumably, an estoppel by contract or by a 
writing of some kind. Opposers have pleaded that they purchased rights 
to use DAIRY QUEEN in their business on machinery, equipment and prod- 
ucts and as a tradename; and that applicant participated in or had 
knowledge of the same and received money as a result thereof. These 
averments are presently unproved. Applicant has pleaded that it at one 
time granted to third parties rights to use DAIRY QUEEN for a semi-frozen 
dairy product as a trademark and tradename in connection with the sale 
of such product, and opposers’ rights, if any, are derived from said 
third parties, but applicant has not granted any rights of ownership in 
DAIRY QUEEN for machines. These averments presently are unproved. The 
proofs may ultimately show that an estoppel has been created against 
opposers; but they may show that an estoppel has been created against 
applicant. They may, however, fail to show any estoppel at all. 

The interrogatories which opposers failed to answer read as follows: 


7. Set forth the chain of title by which opposer claims “rights” 
to the mark DAIRY QUEEN through its predecessors in title going back 
to at least the month of June, 1940, as alleged in paragraph 2 of the 
Notice of Opposition, giving the names of all of the individuals, 
firms or corporations involved, and the dates on which the alleged 
rights passed to each succeeding party. 
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8. Identify each of the documents, by date and title, which is 
included in the chain of title set forth in the answer to Interrogatory 
No. 7, and state the name and address of the party who has control 
over each of the originals of the documents. 


21. Did any of the machines purchased by or through Opposer 
contain a name plate which included the trademark DAIRY QUEEN 
thereon, and contained in closs association therewith the words 
“trademark of McCullough’s DaiRY QUEEN’’? 


22. State the contents of each different type of name plate in 
use on freezers purchased by Opposer or through Opposer and in 
use in the territory set forth in paragraph 1 of the Notice of Opposi- 
tion at the time of the filing of said Notice, and specify the number 
and location of the machines which contain each different type of 
name plate. 


Opposers have pleaded that they own certain rights in DAIRY QUEEN 
as a result of their use of the term in their semi-frozen dairy product 
business, as well as rights acquired from predecessors. If they fail to 
prove rights through use, their case must fail. If they prove rights 
through use, as alleged, their “chain of title” is unimportant. It cannot 
be assumed that the information sought by these interrogatories would 
be fatal to opposers’ case. Furthermore, if, as is alleged by applicant 
opposers’ use is a “permissive use” derived from third parties to whom 
applicant granted rights to use the trademark and tradename DAIRY 
QUEEN, applicant should know the answers to interrogatories numbered 
7 and 8; otherwise applicant has not exercised such control over the 
nature and quality of the goods sold by others under the mark as is 
necessary to the preservation of rights in applicant. In addition, if appli- 
cant had pleaded an estoppel, as was held by the Examiner of Interfer- 
ences, applicant would necessarily know the chain of title which created 
the estoppel. 

Again, in connection with interrogatories numbered 21 and 22, since 
opposers have pleaded rights in DAIRY QUEEN through their use of the 
term on machinery, the burden is on opposers to go forward with their 
proofs. The contents of the nameplates used on machines, which is 
sought in these interrogatories, would neither prove nor disprove op- 
posers’ averments nor would they aid applicant in its preparation for 
trial. It cannot be assumed that the information sought by these inter- 
rogatories would be fatal to opposers’ case. 

The Examiner of Interferences erred in holding that applicant had 
pleaded an estoppel. Estoppel is an affirmative defense and is a plea in 
avoidance which should set forth facts which, if true, would defeat 
the opposers’ right to relief. In 31 Corpus Juris Secundum, §156, we 
find : 


“Estoppel must be pleaded with particularity and precision, 
every essential fact being set forth, for nothing can be supplied by 
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inference or intendment; and indeed, it has been stated that when 

there is ground for inference or intendment, it will be against and 

not in favor of the estoppel. The pleading must be certain in every 

particular, and to every intent, or no estoppel can be adjudged.” 
This language was quoted with approval in Coen v. American Surety Co. 
of New York, 120 F.2d 393 (C.A. 8, 1941), cert. den. 314 U.S. 667. 

The applicant’s pleading here meets none of the established tests, and 
it is held that estoppel has not been pleaded. 

In view of the foregoing, it was error to assume that because of 
opposers’ failure to answer the interrogatories which relate to applicant’s 
“pleading of estoppel,” the matter elicited thereby would be fatal to 
opposers’ case. 

There are many issues of fact created by the pleadings; and the 
issues should proceed to trial. The decision of the Examiner of Inter- 
ferences is reversed, and the case is remanded for the setting of trial 
periods and further proceedings in accordance with the Rules of Practice 
in Trademark Cases. 


SWIFT & COMPANY v. SOUTHWEST FERTILIZER 
& CHEMICAL COMPANY 


Nos. 33,410, 33,440, 33,564 and 33,565 — Commissioner of Patents — 
September 19, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
S-W-F on arrowhead design is not likely to be confused with SWIFT or SWIFT’S; 
both parties make and sell fertilizers and insecticides. 
Mark should not be broken into separate components for purposes of 
comparison. 
SWFGRO or SWFKILL is not likely to be confused with Swirt or SWIFT’S; both 
parties make and sell fertilizers and insecticides. 


Opposition proceeding by Swift & Company v. Southwest Fertilizer 
& Chemical Company, application Serial Nos. 652,235 and 652,237 filed 
August 24, 1953 and Serial Nos. 653,522 and 753,523 filed September 21, 
1953. Both parties appeal from decision of Examiner of Interferences 
sustaining opposition Nos. 33,410 and 33,440 but dismissing opposition 
Nos. 33,564 and 33,565. Modified by dismissing all oppositions. 
Roy C. Story, E. C. Vandenburgh, Howard M. Biemeck and William E. 
Beringer, of Chicago, Illinois, and Earl G. Spiker, of Washington, 
D. C., for Swift & Company. 
Burns, Doane, Benedict & Irons, of Washington, D. C., for Southwest 
Fertilizer & Chemical Company. 
LEeEps, Assistant Commissioner. 
Four applications have been filed by Southwest Fertilizer & Chemical 
Company seeking registration of swrero for fertilizers, of swFrKILL for 


1. S.N. 652,235. Use since April 1, 1950 asserted. 
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insecticides,? and of the mark reproduced below for insecticides* and for 
fertilizers :* 





Swift & Company has opposed all of the applications, alleging that the 
marks for which registration is sought so resemble its mark swirt’s, pre- 
viously registered numerous times for numerous products, as to be likely 
to cause confusion, mistake or deception of purchasers. Since opposer’s 
packing house foods, and the by-products which are sold for industrial 
use, and applicant’s fertilizers and insecticides do not move in the same 
trade channels to the same average purchasers, we need consider only the 
following of opposer’s pleaded registrations: swirt’s for fertilizers,® for 
food for carnivorous animals,® for stock and poultry feeds,’ and for agri- 
cultural sulphur chemicals used as a soil fumigant, insecticides and 
fungicides.*® 

The Examiner of Interferences sustained the oppositions to swFGrRo 
and SWFKILL and dismissed the oppositions to the arrowhead mark repro- 
duced above. Both parties have appealed from the adverse decisions. 

Both parties make and sell fertilizers and insecticides. Both parties 
use “house marks” on such products, opposer’s being swirt’s and applicants 
being the arrowhead with s-w-F appearing thereon and the letters cco. 
forming a target. Both parties use “specific marks” for specific products. 
Opposer’s fertilizers and plant foods are identified by the marks BLENN, 
PASTURGRO, BRIMM, RED STEER, and VIGORO, and its insecticides are identified 
by GOLD BEAR and END-o-PEST. Applicant’s fertilizers are identified by 
SWFGRO, and its insecticides are identified by swFKILL. 

Opposer contends that the letters s-w-F on the arrowhead are likely 
to be pronounced as “Swif” and would be indistinguishable from its 
marks SWIFT and SWIFT’s; and s-w-F cco. closely resembles SWIFT & COM- 
PANY. The display of the letters in applicant’s mark is such, however, that 
purchasers are much more likely to recognize the mark as a letter mark— 
S-w-F—than as a word mark; and it is doubtful if purchasers generally 
would recognize what appears to be a bullseye as cco. If they did so 
recognize it, however, it is doubtful that that portion of the mark would be 
utilized in spoken or written orders for applicant’s product. The Examiner 


S.N. 652,237. Use since June 1, 1948 asserted. 
S.N. 653,522. Use since June 1, 1953 asserted. 
S.N. 653,523. Use since June 1, 1953 asserted. 
Reg. No. 432,503, issued t. 2, 1947. 

Reg. No. 431,251, issued July 15, 1947. 

Reg. No. 278,221, issued Dec. 9, 1930, renewed. 
Reg. No. 439,539, issued July 6, 1948. 
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of Interferences correctly held that on the record here there is no reasonable 
likelihood that applicant’s s-w-F on an arrowhead mark will cause confusion 
or mistake or deception of purchasers. 

With reference to the marks swFGRO and SWFKILL, opposer contends, 
and the Examiner of Interferences held, that the initial portion of these 
marks is substantially identical in sound with swirt and swirtT’s and when 
used on identical goods confusion is likely to result; and the suffixes aro 
and KILL are, in view of their highly suggestive nature when applied re- 
spectively to fertilizers and insecticides, not “sufficient to obviate such 
likelihood of confusion.” Both opposer and the Examiner of Interferences 
seem to have overlooked the fact that applicant’s marks are the single words 
SWFGRO and SWFKILL. They should not be broken into separate components 
for purposes of comparison. See: Beckwith v. Commissioner of Patents, 
252 U.S. 5388 (10 TMR 255) (S. Ct., 1920) ; Bourjois, Inc. v. Cecile Gagnon 
Company, 100 USPQ 64 (44 TMR 589) (Com’r., 1954, aff’d., C.C.P.A., 1955, 
106 USPQ 203, 45 TMR 1339). Opposer uses: 


SWIFT’s and SWIFT 


Applicant’s marks are: 
SWFGRO and SWFKILL 


The marks of the parties neither look alike nor sound alike; and they 
do not create similar commercial impressions or stimulate comparable 
mental associations. 

Opposer attempted to show that some farmers had actually been con- 
fused by presenting the testimony of one of its salesmen. He testified that 
in the fall of 1953 or the spring of 1954 when he was traveling in the 
Imperial Valley of California—either alone or with another salesman, he 
couldn’t remember which—three farmers, whose names or locations he 
did not remember, told him that they had used opposer’s insecticides, and 
then each showed him one of applicant’s insecticide bags. Applicant ob- 
jected to admissibility of the testimony on the ground that it was hearsay. 
The Examiner of Interferences commented, “whether these conversations 
constitute hearsay is debatable,” but he then decided the matter on the basis 
of likelihood of confusion and not actual confusion. There is no room for 
debate on whether or not such testimony is admissible. It falls within 
none of the exceptions to the hearsay rule. It was presented solely for the 
purpose of showing the state of mind of the three farmers and introduces 
“answorn, substantive evidence consisting of prejudicial declarations of 
third parties,” and is inadmissible as hearsay. (See: Salem News Publishing 
Co. v. Caliga, 144 F. 965 (C.A. 1, 1906).) This record contains no evidence 
of actual confusion. 

When the marks are considered in their entireties, as they must be, it is 
concluded that none of applicant’s marks so resembles opposer’s marks as 
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to be likely, when applied to the goods, to cause confusion or mistake or 
deception of purchasers. 

The decision of the Examiner of Interferences, in so far as he dis- 
missed the oppositions to s-w-F on the arrowhead,°® is affirmed; in so far 
as he sustained the oppositions to registration of swreRro’® and SWFKILL,"! 
his decision is reversed. 


JONES v. B. A. RAILTON CO. 
No. 36,058 — Commissioner of Patents — September 20, 1957 


REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
Charge that opposed application is part of unwarranted plan to monopolize 
word sUN for variety of products does not form basis of claim upon which oppo- 
sition can be sustained. 


Opposition proceeding by John Wiley Jones v. B. A. Railton Co., 
application Serial No. 677,605 filed December 1, 1954. Opposer appeals 
from decision of Examiner of Interferences dismissing opposition. Affirmed. 

See also 46 TMR 989. 


Edward H. Cumpston, of Rochester, N. Y., for opposer-appellant. 
Olson, Mecklenburger, von Holst, Pendleton & Newman, of Chicago, Illinois, 
for applicant-appellee. 


LEeEps, Assistant Commissioner. 

An application has been filed to register suNnNy for dishwashing 
compound, cleaning compound, scouring powder, detergents, water softener, 
a composition which is a bleach and/or deodorant and/or disinfectant and/ 
or cleanser, soap (bulk), cold cream hand soap, and preparations for 
removing stains, dirt, and grease, use since 1915 being asserted. 

Registration has been opposed by the registrant of suNNy sou for a 
chemical preparation for use in bleaching or whitening clothes; for remov- 
ing stains, dirt, and grease; and for use as an antiseptic, a germ killer, a 
deodorizer and disinfectant.' 

Before filing its answer, applicant moved to dismiss for failure to state 
a claim upon which relief can be granted. The Examiner of Interferences 
granted the motion and dismissed the opposition. Opposer has appealed. 


9. Opp. Nos. 33,564 and 33,565. 

10. Opp. No. 33,410. 

11. Opp. No. 33,440 

1. Reg. No. 296,856, issued Aug. 23, 1932, renewed, and published in accordance 
with See. 12(c) on May 5, 1953. Opposer also owns two registrations of SUNNY SOL 
which have issued during the pendency of these proceedings: Reg. No. 636,312, issued 
Oct. 30, 1956 for sodium hypochlorite and liquid chlorine for industrial use and house- 
hold bleach; and Reg. No. 649,517, issued Aug. 6, 1957 for sodium hypochlorite in 
dilute and concentrated preparations for laundry and dairy uses, liquid chlorine for 
industrial use, ammonia for household and industrial use, copper sulfate and citric acid 
preparation for use in algaecide, and copper sulfate and sodium phosphate preparation 
for use as a stabilizer for reducing alkalinity in swimming pool waters. 
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The opposition is not based upon any likelihood of confusion, but seems 
to rest upon the charge that the opposed application “is part of an offensive 
and unwarranted plan and purpose of the said Railton to unlawfully 
monopolize the word sun and its equivalents for a wide variety of goods, 
including said corrosive liquid chemical bleach product, in unfair competi- 
tion with the similar product of the present Opposer, Jones, by harassing 
and damaging litigation and threats of litigation, as instanced by the 
litigation against others in the decided cases referred to and said pending 
and threatened litigation between the parties here involved, by which the 
present Opposer, Jones, has been prejudiced in his business and financially 
damaged, and will continue to be so damaged if the prima facie right to 
monopolize the common and generic term sUNNy for the specified goods, 
is conferred on the applicant, Railton, by the granting of the registration 
here opposed.” It seems obvious that such a charge does not form the 
basis of a claim upon which the opposition can be sustained and registration 
to applicant refused. 


The gist of opposer’s complaint is about as follows: 


1. The present opposer filed an application to register SUNNY SOL, 
and design, on March 14, 1952. 


2. The present applicant filed an opposition.’ 


3. Before that opposition was terminated, the opposer there filed 
the present application. 


4. The present opposer filed this opposition. 


Opposer is in an untenable position, since he was successful before 
both the Examiner of Interferences and the Assistant Commissioner (B. A. 
Railton Co. v. Jones, 109 USPQ 398, 46 TMR 989, May 24, 1956) in the 
opposition filed by the present applicant, and his opposed application has 
matured into Reg. No. 636,312. In addition, he later filed another applica- 
tion to register SUNNY SOL, and neither this applicant nor anyone else 
opposed registration. This later-filed application has matured into Reg. 
No. 649,517. 

Opposer clearly has failed to state a claim upon which relief can be 
granted. 

The Examiner of Interferences properly granted applicant’s motion 
to dismiss, and his decision is affirmed. 


2. Opp. No. 31,810. 
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JONES & LAUGHLIN STEEL CORPORATION v. 
A. BRUENE & CO. 


Ne. 35,081 — Commissioner of Patents— September 20, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
JALOWALL for combination wall panel with jalousie window insert is not likely 
to be confused with JALCASE, JALLOY and JAL-DucT for metal shapes. 
REGISTRATION PROCEDURE—OPPOSITION—IN GENERAL 
Allegations of use by another, albeit other is alleged to be a “related company,” 
lead to a conclusion in absence of any proof that opposer is not entitled to relief; 
in absence of facts it must be presumed that alleged user is entitled to such rights 
in mark as may exist. 


Opposition proceeding by Jones & Laughlin Steel Corporation v. A. 
Bruene & Co., application Serial No. 681,487 filed February 11, 1955. 
Opposer appeals from decision of Examiner of Interferences dismissing 
opposition. Affirmed. 


G. R. Harris, of Pittsburgh, Pennsylvania, for opposer-appellant. 
Norman N. Popper, of Newark, New Jersey, for applicant-appellee. 


LEeEps, Assistant Commissioner. 

An application has been filed to register JaLOwALL for a combination 
wall panel with jalousie window insert, use since August of 1954 being 
asserted. 

Registration has been opposed by the registrant of saLcasge for hot- 
rolled and cold-finished steel bars; yaLLoy for metal in bar form and metal 
wire,” and for metal structural shapes ;* saLDucT for steel pipe;* and JAL- 
WIN for louver type windows and jalousies.°® 

Opposer’s trial period closed without the presentation of any evidence 
other than Patent Office records, whereupon applicant filed a motion under 
Rule 2.132 (b) requesting dismissal on the ground that upon the law and 
the facts opposer has shown no right to relief. The Examiner of Inter- 
ferences granted the motion, and opposer has appealed. 

Opposer’s marks JALCASE, JALLOY and JAL-DUCT are used on products 
to which applicant’s product is, at best, remotely related; these products 
of the parties are not likely to move through the same trade channels, or 
to be sold to the same average purchasers. Under such circumstances there 
is no likelihood of confusion of purchasers within the purview of the statute 
or the decisional law. 

The registration of JaAL-win issued to Arnold Products, Inc. An 
instrument of transfer was executed on March 3, 1954 in opposer’s favor, 
and opposer has pleaded that the mark shown in the registration is used on 


1. Reg. No. 230,894, issued Aug. 9, 1927, renewed, and published in accordance 
with Sec. 12(c) on Feb. 24, 1948. 
2. Reg. No. 512,088, issued July 12, 1949. 
Reg. No. 527, 816, issued July 18, 1950. 
Reg. No. 545, 237, issued July 17, 1951. 
Reg. No. 554,455, issued Feb. 5, 1952 to a predecessor. 
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louver type windows and jalousies by its related company, Arnold Products, 
Ine. The pleading recites: 


“* * * Qpposer’s above listed trademark JAL-WIN has become 
known to those concerned with the products of the types of the products 
to which the trademark is applied as the trademark of Opposer and as 
designating origin in Opposer of the goods to which said trademark is 
applied through use of that trademark by Opposer’s related company, 
Arnold Products, Ine., of Miami, Florida. Opposer and its related 
company have extensively used in interstate commerce each of said 
trademarks on each item of goods for which it is registered and have 
spent large sums in advertising said trademarks and each thereof.” 


The allegations of use by another, albeit the other is alleged to be a 
“related company,” lead to a conclusion, in the absence of any proofs, that 
opposer is not entitled to the relief sought. The matter of related companies 
presents fact questions from which legal conclusions are drawn, and in 
the absence of the facts, it must be presumed that the alleged user is entitled 
to such rights in the mark as may exist. Opposer has therefore shown no 
right to relief. 

The Examiner of Interferences properly granted applicant’s motion to 
dismiss, and his decision is affirmed. 


MAAS & WALDSTEIN CO. v. CALIFORNIA STUCCO 


PRODUCTS OF NEW ENGLAND, INC. 
Nos. 34,274 and 34,512 — Commissioner of Patents —- September 20, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Purchasers might reasonably assume that PLEXICHROME, PLEXICOLOR and 
PLEXTONE are marks of single paint producer for three specifically different paint 
products which he sells, particularly when products are in field where it is not 
uncommon for manufacturer to use common “root” as prefix or suffix of marks for 
its specifically different products; this is probable confusion within purview of 
section 2(d) of statute. 


Opposition proceeding by Maas & Waldstein Co. v. California Stucco 
Products of New England, Inc., applications Serial Nos. 655,954 and 655,955 
filed November 6, 1953. Applicant appeals from decision of Examiner of 
Interferences sustaining opposition. Affirmed. 


Harry C. Bierman, of New York, N. Y., for opposer-appellee. 
Louis C. Smith, Cedric W. Porter, C. Yardley Chittick and Heard, Smith, 
Porter & Chittick, of Boston, Massachusetts, for applicant-appellant. 


LEEps, Assistant Commissioner. 

California Stucco Products of New England, Inc. has filed two 
applications, one seeking registration of PLEXICHROME for a finish coating 
for asphalt and concrete surfaces,’ asserting use since June 10, 1953; and 


1. Application 8.N. 655,954. 
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the other seeking registration of PLEXICOLOR for a paint for masonry 
surfaces,’ asserting use since August 10, 1953. 

Registration has been opposed by the registrant of PLEXITONE for 
industrial coating finishes for producing multiple-colored film coatings.* 

The Examiner of Interferences sustained the oppositions, and appli- 
cant has appealed. 

The products of the parties, though specifically different, are of the 
same general character and fall in the broad category of “paint prod- 
ucts.” As such, they move in the same general trade channels to the same 
ultimate purchasers. Opposer’s earlier use is conceded. There remains, 
then, only the question of whether or not purchasers are likely to assume 
that PLEXTONE, PLEXICHROME and PLEXICOLOR paint products emanate 
from a single source. 

Applicant argues that “the prefixes PLEXI and PLEX are of course in 
common and general use as part of trademarks applied to paints, dyes 
and other chemical products, as shown by applicant’s exhibits B-G, inclu- 
sive.” These exhibits are printed copies of registrations of PLEXxITE for 
paint products; PLEXI-HUE for textile dyes; PLExoPHOR for a textile, 
leather and paper sequestering agent; PLEXENE for sequestering agents; 
PLEXIGUM for an adhesive or binding agent; and PLEXITE for an adhesive 
or binding agent. The record fails to show common usage of PLEX or 
PLEXI in the paint field, but even if it did, there would remain the ques- 
tion of whether or not applicant’s marks so resemble opposer’s registered 
mark as to be likely, when applied to the products of the parties, to cause 
confusions of purchasers. 

PLEXICHROME, and PLEXICOLOR and PLEXTONE look and sound some- 
what different, but they stimulate almost identical mental associations. 

The record shows that the value at the manufacturer’s level of the 
product sold under the PLEXTONE mark exceeded three and a half million 
dollars between 1950 and 1955; and during the same period more than 
one hundred fifty thousand dollars were spent in advertising and pro- 
moting the sale of the product under the mark. In view of the resem- 
blance of applicant’s marks to opposer’s, and in view of the fact that 
opposer’s product has been made known through rather wide sales and 
extensive advertising, it is believed that purchasers might reasonably 
assume that PLEXICHROME, PLEXICOLOR and PLEXTONE are the marks of a 
single paint producer for three specifically different paint products which 
he sells, particularly when the products are in a field where it is not 
uncommon for a manufacturer to use a common “root” as a prefix or 
suffix of marks for its specifically different products. This is “probable 
confusion” within the purview of Section 2(d) of the statute. 

The decisions of the Examiner of Interferences are affirmed. 


2. Application S.N. 655,955. 
3. Reg. No. 547,125, issued Aug. 28, 1951. 
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UNITED STATES PLYWOOD CORPORATION v. NEW YORK 
SILICATE BOOK SLATE CO., INC. 


No. 32,894 — Commissioner of Patents — September 20, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MaRKS 
ARMOR is likely to be confused with ARMORPLY, both marks being applied to 
chalkboard. 
REGISTRABILITY—IN GENERAL 
Patent Office and courts have recognized “expansion of trade” doctrine under 
which trademark owner is entitled to prevent registration or use of his mark on 
all products which might reasonably be expected to be produced by him in the 
normal expansion of his trade. Doctrine does not apply where chalkboard products 
are added to line of metal-faced wood sheets. 
REGISTRABILITY—CONFUSINGLY SIMILAR MaRKS 
ARMOR for chalkboard is not likely to be confused with ARMORPLY for metal- 
faced wood sheets. 


Opposition proceeding by United States Plywood Corporation v. 
New York Silicate Book Slate Co., Inc., application Serial No. 622,273 
filed December 8, 1951. Opposer appeals from decision of Examiner of 
Interferences dismissing opposition. Affirmed. 

See also 47 TMR 375. 


James M. Heilman and Heilman & Heilman, of New York, N. Y., for 
opposer-appellant. 
Kenyon & Kenyon, of New York, N. Y., for applicant-appellee. 


Leeps, Assistant Commissioner. 
An appuication has been filed to register for chalkboard the following 
mark: 





wat. Se = 
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The application recites use of the word armor since November of 1935 
and use of the word and design since October 19, 1951. 

Registration has been opposed by the registrant of ARMORPLY dis- 
played on a pennant carried by a knight on horseback, for metal-faced 
plywood and veneer wood faced with metal on one or both sides;' and of 
the word mark arRmMorPLy for veneer, plywood, and lumber faced with 
metal on one or all sides.” 





1. Reg. No. 293,060, issued Apr. 5, 1932, renewed. 
2. Reg. No. 420,040, issued Mar. 19, 1946. 
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The Examiner of Interferences dismissed the opposition, and opposer 
has appealed.® 

The record consists of the pleadings, the opposed application, and a 
stipulation of facts. It appears that since November of 1935, applicant 
has used the trademark aRMOR in connection with blackboards and chalk- 
boards to be affixed to the walls of schoolrooms and the like and to serve 
as a writing or drawing surface for chalk and crayon. 

Opposer has, since March of 1931, used the trademark aRMORPLY in 
connection with metal-faced plywood and veneer wood sheets faced with 
metal on one or both sides, sold as building construction material for 
use in the erection of metallic store fronts, metallic building facades, 
metallic lobby walls, metallic elevator cabs, and metallic walls for dairies, 
breweries, and home commercial kitchens. 

Other than the foregoing facts, there is little competent evidence. 
Careful reading of the briefs, however, indicates that certain other facts 
are undisputed. 

Prior to 1950 or 1951 there was no competition between the parties— 
opposer was making and selling construction material in the form of 
metal-faced wood sheets, and applicant was selling blackboards and chalk- 
boards. (It is common knowledge that at the time applicant commenced 
using its mark in 1935, the blackboards being sold were made of slate, 
and that the use of other materials for blackboards and chalkboards is 
of relatively recent origin.) The parties had used their respective marks 
ARMORPLY and ARMOR on their respective products for many years without 
any confusion because the products did not move in the same trade chan- 
nels and were not bought by the same average purchasers. 

In 1950 or 1951 opposer, after years of research, developed a new 
type of chalkboard, and the aARMORPLY mark, previously used on metal- 
faced wood sheets, was used on the chalkboard. 

There seems to be no doubt that ARMor and ARMORPLY, to the extent 
that both are used on chalkboard, so resemble each other as to be likely 
to cause confusion, mistake or deception of purchasers. The only ques- 
tion, then, is which of the parties has superior rights in its mark. 

Both the Patent Office and the Courts have recognized the “expan- 
sion of trade” doctrine under which a trademark owner is entitled to 
prevent registration, or use, of his mark on all products which might 
reasonably be expected to be produced by him in the normal expansion of 
his trade. In the present case opposer added chalkboard to the products 
sold under the mark armoRPLY. This chalkboard does not ordinarily 
move through the same trade channels as metal-faced wood sheets, and 
the average purchasers are not the same. Under these circumstances, the 
purchasers of opposer’s blackboard are not likely to know of its long use 


3. On Nov. 18, 1952, opposer filed an application to register amorPiy for chalk- 
boards. An interference which was instituted between that application and the one 
involved here is presently suspended pending termination of the present proceeding. 





| 
| 
| 
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of ARMORPLY on its other products; and this opposer cannot successfully 
claim, under the expansion of trade doctrine, that its rights in ARMORPLY 
for chalkboard are superior to applicant’s rights in armor for chalkboard 
on the basis of its earlier use of the same mark on metal-faced wood sheets. 

Applicant is merely doing that which it has been doing since 1935, 
namely, selling ARMOR chalkboard. True, it has added the illustration of 
a military tank to the word mark, but such addition does not result in 
greater likelihood of confusion with opposer’s ARMORPLY than existed 
without the illustration; and the record does not indicate that there has 
ever been any likelihood of confusion between applicant’s armor chalk- 
board and opposer’s ARMORPLY metal-faced wood sheets. 

The record fails to show any facts from which damage to opposer 
from the registration can be inferred. 

The decision of the Examiner of Interferences is affirmed. 


THE BOSS MANUFACTURING COMPANY v. TENNESSEE 
HOSIERY MILLS CO. (TENNESSEE HOSIERY MILLS, 
INCORPORATED, assignee, substituted) 


No. 34,248 — Commissioner of Patents — September 23, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
BLUE JEAN SOX and design for women’s and girls’ sox is likely to be confused 
with BLUE JEAN for cotton flannel gloves; both gloves and sox are ordinarily sold 
in the same retail stores. 


Opposition proceeding by The Boss Manufacturing Company v. Ten- 
nessee Hosiery Mills Co. (Tennessee Hosiery Mills, Incorporated, assignee, 
substituted), application Serial No. 666,144 filed May 11, 1954. Applicant 
appeals from decision of Examiner of Interferences sustaining opposition. 
Affirmed. 


Mann, Brown & McWilliams, of Chicago, Illinois, for opposer-appellee. 
A. Yates Dowell and A. Yates Dowell, Jr., of Washington, D. C., for 
applicant-appellant. 


LeeEps, Assistant Commissioner. 

An application has been filed to register BLUE JEAN SOX and an illus- 
tration of a teen-ager wearing jeans, for women’s and girls’ socks, use since 
March 11, 1954 being asserted. 

Registration has been opposed by the registrant of BLUE JEAN for cotton 
flannel gloves.’ 

The Examiner of Interferences sustained the opposition, and applicant 
has appealed. 

The record shows that opposer commenced using BLUE JEAN on cotton 
gloves in the fall of 1951, and since that time its distribution has become 


1. Reg. No. 577,628, issued July 21, 1953. 
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nationwide. Sales volume reached almost a half million dollars in value by 
the middle of 1955, and some $22,000 had been spent in consumer adver- 
tising—-which amount is substantial when the nature of the product is 
considered. The gloves are for women and girls, and the retail price per 
pair is about a half-dollar. Opposer’s BLUE JEAN gloves are sold to ultimate 
purchasers through the usual glove retail outlets, including supermarkets 
and chain stores. 

In the early spring of 1954 applicant commenced using BLUE JEAN SOX 
(sox is, of course, disclaimed as the misspelled name of the goods) on socks 
for women and girls. The socks are sold to dime stores, variety stores and to 
commission agents who, in turn, sell to retailers of their own selection. 
The manufacturer’s price of the socks appears to be approximately twenty- 
five cents per pair, since its sales of 132,903 dozen pairs through the middle 
of 1955 had a value to applicant of $392,063.85. The average purchasers of 
applicant’s socks are women and girls. 

The following statements seem to summarize applicant’s position: 
(a) the products of the parties move through “vastly different” channels 
of trade—opposer’s through wholesalers, jobbers, chain stores and super- 
markets, and applicant’s through dime stores, variety stores and commis- 
sion agents; (b) the purchasing departments of the establishments which 
purchase applicant’s socks are well-informed as to both manufacturers and 
trademarks; and (c) the products are “vastly different’”—gloves being 
“a cut and sewn item” while socks are “produced only upon circular 
knitting machines;” and the items being “intended to cover opposite 
extremities of the body.” 

These statements of position overlook the fact that we are here dealing 
with inexpensive consumer items, somewhat casually purchased, where the 
purchasers are not likely to know, and if they know, to rationalize, that 
gloves are “cut and sewn” and stocks are “produced only upon circular 
knitting machines.” Although the products may move through different 
channels in arriving at the retail outlet, and the purchasing departments 
in those channels may be “well-informed as to both manufacturers and 
trademarks,” we are concerned with the ultimate purchasers—the women 
and girls who buy fifty-cent cotton gloves and socks which probably retail 
at about fifty cents in ordinary retail outlets selling such items. The fact 
that opposer’s gloves and applicant’s socks may not be sold in the identical 
stores, if such actually is the fact, is unimportant, since both gloves and 
socks are ordinarily sold in the same stores. 

It seems to me that women and girls buying cotton gloves and socks in 
the usual retail outlets under ordinary circumstances and conditions of 
purchase will inevitably assume that BLUE JEAN sOX and BLUE JEAN gloves 
emanate from the same source. 

The Examiner of Interferences properly sustained the opposition, and 
his decision is affirmed. 
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GIRARD PAINT & VARNISH MFG. CO. v. ORKIN 
No. 33,578 — Commissioner of Patents — September 23, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
DO IT YOURSELF SHOW as service mark for promoting sale of goods of others 
through expositions, fairs and trade shows is not likely to be confused with U-DO-IT 
for furnace cement, putty, patching plaster and similar articles. 


Opposition proceeding by Girard Paint & Varnish Mfg. Co. v. William 
S. Orkin, application Serial No. 655,691 filed November 2, 1953. Opposer 
appeals from decision of Examiner of Interferences dismissing opposition. 
Affirmed. 


Arthur N. Klein, of Philadelphia, Pennsylvania, for opposer-appellant. 
Darby & Darby, of New York, N. Y., for applicant-appellee. 


Leeps, Assistant Commissioner. 

An application has been filed to register DO IT YOURSELF SHOW as a 
service mark for promoting the sale of goods of others through expositions, 
fairs and trade shows, use since October 23, 1953 being asserted. 

Registration has been opposed by the registrant of u-po-1r for furnace 
cement, putty, patching plaster, patching cement, caulking compound, 
asphaltic roof surfacing materials and roof cements.’ 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The record shows that opposer commenced using U-Do-IT as a trademark 
for its patching cement and plaster, putty and caulking compound in 1948. 
Between 1948 and 1951, it extended its use of the mark to linoleum cements, 
wallpaper paste and glue; to paints, primers, thinners and reducers, 
sealers, varnishes, shellacs, and enamel undercoaters;’ and to hand tools,* 
including such things as wall and floor scrapers, hammers, planes, saws, 
wrenches, drills, trowels, caulking guns, putty and linoleum knives, wire 
cutters, pliers and shears. Since 1948 opposer has sold about a million 
dollars’ worth of its products under the mark, and it has spent several 
thousand dollars in advertising, apparently chiefly in point of sale displays. 
Opposer’s products may be generally categorized as home maintenance and 
repair products and tools. 

Applicant has been, since 1935, engaged in the business of preparing 
and producing shows, fairs and expositions. In the fall of 1952, he an- 
nounced, through press releases and brochures distributed to the interested 
trade, his plans for a DO-IT-YOURSELF sHOW. The first contracts for exhibitor 
space were entered into in October of 1952, and the show was held in New 
York City during the period of March 16 to 22, 1953. Since that time, 


1. Reg. No. 71,872, issued Mar. 17, 1953. 

2. The mark was registered for these products on Feb. 1, 1955, Reg. No. 601,490. 
3. The mark was registered for these products on April 5, 1955, Reg. No. 604,118. 
4. The mark was registered for these products on June 14, 1955, Reg. No. 607,250. 
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applicant has produced and presented the DO-IT-YOURSELF SHOW in Chicago, 
Boston, Philadelphia, Buffalo and Cleveland. 

The services rendered by applicant are the planning, acquisition of 
facilities, leasing space to exhibitors, aiding in the setting up of the exhibits 
and promoting attendance, all in connection with the show which has for 
its purpose the furtherance of the sale of the products of the exhibitors. 
These products include paint products, hand and power operated tools, 
housewares, home appliances, maintenance and repair supplies, partially 
built and prefabricated houses, dyes and coloring kits, shelving, lumber, in- 
sulation, wall and floor coverings, waterproofing compounds, and generally 
products which the homeowner himself might use in building, beautifying, 
repairing or maintaining his home. 

The question here, it seems, is whether or not persons familiar with 
opposer’s U-Do-IT patching plasters and cements, paint products, adhesives, 
and hand tools are likely to assume that applicant, in the performance of 
his services to exhibitors, is in some way connected with or sponsored by 
opposer. There is nothing in the record which leads to an affirmative answer. 
The marks are obviously somewhat different. If anyone would be likely to 
associate applicant with opposer, it would be the public, and that association 
might result from the nature of the marks U-DoO-IT and DO-IT-YOURSELF SHOW. 
Applicant renders its services to exhibitors (not to the public), and such 
exhibitors are likely to be familiar with the pattern of producing trade 
shows and to know that there is no connection between the producers of 
such trade shows and a manufacturer or merchant who may be either an 
exhibitor or a competitor of one or more exhibitors. Since applicant’s 
services are not rendered to the public, however, and since the average 
purchasers of opposers’ goods are members of the public, it is readily seen 
that the average purchasers of applicant’s services and of opposer’s goods 
are not the same. The opportunity for confusion is thus eliminated. 

The decision of the Examiner of Interferences dismissing the opposition 
is affirmed. 





MINNEAPOLIS-MOLINE COMPANY v. 
MAYBACH-MOTORENBAU G.M.B.H. 


No. 36,174 -— Commissioner of Patents — September 23, 1957 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
Where opposer consented to abandonment of application, there is nothing 
pending before Patent Office against which opposition lies; matter of whether 
opposer is entitled to judgment by default for failure to answer is moot and Patent 
Office does not pass upon moot questions. 


Opposition proceeding by Minneapolis-Moline Company v. Maybach- 
Motorenbau G.m.b.H., application Serial No. 674,270 filed October 4, 1956. 
Opposer appeals from decision of Examiner of Interferences dismissing 
opposition. Affirmed. 
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Andrew E. Carlsen and Douglas L. Carlsen, of Minneapolis, Minnesota, for 
opposer-appellant. 


K. A. Mayr, of New York, N. Y., for applicant-appellee. 
LEEDs, Assistant Commissioner. 


This is an appeal involving only a procedural question. 

The facts are set forth below. 

June 12, 1956. Opposition was filed. 

June 26, 1956. Duplicate of opposition was served on applicant and 
applicant was advised that answer was due on or before August 5, 1956. 

July 9, 1956. Opposer filed duplicate of interrogatories served on 
applicant on July 6, 1956. 

July 13, 1956. A stipulation extending the answer date to September 
4, 1956 was filed. 

September 7, 1956. Extension of answer date was approved by the 
Patent Office. 

October 3, 1956. A formal abandonment of the application, consented 
to by opposer on September 21, 1956, and signed by applicant on September 
28, 1956, was filed. 

October 11, 1956. The Examiner of Interferences entered the following 
order: 


“The abandonment of applicant’s application and consent thereto 
filed October 3, 1956 are noted. 

“In view thereof, the notice of opposition is dismissed without 
prejudice; and the files are herewith returned to the Examiner of 
Trademarks.” 


October 11, 1956. Opposer filed a paper entitled “Motion for Judgment 
by Default” setting forth that answer had not been filed and the inter- 
rogatories had not been answered, and arguing that opposer was advised 
that the application had been abandoned; that it was understood that such 
abandonment is a matter of right; that there was no identification of aban- 
donment of the mark itself; and that opposer was therefore entitled to have 
the opposition proceed to judgment. 

October 17, 1956. Opposer filed a petition for reconsideration of the 
order of October 11, 1956 dismissing the opposition. 

October 22, 1956. The Examiner of Interferences entered the following 
order in connection with opposer’s motion for judgment by default filed 
October 11, 1956: 


“An opposer ‘is entitled to prosecute a notice of opposition to 
judgment unless he chooses to consent to the withdrawal’ of the in- 
volved application. Nozon, Inc. v. The Pennsylvania Salt Mfg. Co., 
85 USPQ 431 (40 TMR 472). The notice of abandonment of the 
application in the present case was filed prior to the date last set for 
the filing of an answer and was accompanied by a consent to such 
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abandonment executed on behalf of the opposer by an Assistant Secre- 
tary and its counsel of record. 

“The motion is accordingly denied; and Office action of October 
11, 1956 is adhered to.” 


November 20, 1956. The Examiner of Interferences denied the petition 
for reconsideration, and ordered the proceeding terminated. 


December 10, 1956. This appeal was filed. 
Rule 2.135 of the Trademark Rules of Practice provides: 


“Tf an applicant involved in a proceeding files a written abandon- 
ment of the application, * * * the proceeding will not be dismissed or 
dissolved at the request of said party unless with the consent of the 
other parties * * *.” 


In this case, opposer consented to abandonment of the application, and 
there is therefore nothing pending before the Patent Office against which 
opposition lies. The matter is now moot, and the Office does not pass upon 
moot questions. 

The Examiner of Interferences correctly dismissed the opposition, and 
his decision is affirmed. 


WAYNE KNITTING MILLS v. PILOT FULL FASHION MILLS, 
INC. (by change of name, ALBA HOSIERY MILLS, INC.) 


No. 33,613 — Commissioner of Patents — September 23, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Composite mark featuring three women’s torsos of different lengths with 
word ALBA and composite mark picturing three women of various heights wearing 
stockings, both for hosiery are not likely to cause confusion or deception of 
purchasers. 


Opposition proceeding by Wayne Knitting Mills v. Pilot Full Fashion 
Mills (by change of name, Alba Hosiery Mills, Inc.), application Serial 
No. 655,426 filed October 27, 1953. Applicant counterclaims for cancellation 
of Registration No. 546,299, issued August 7, 1951. Both parties appeal 
from decision of Examiner of Interferences dismissing opposition and 
counterclaim. Affirmed. 

Robert R. Lockwood, of Chicago, Illinois, for Wayne Knitting Mills. 

Munn, Liddy, Daniels & March, of New York, N. Y., for Alba Hosiery Mills, 
Inc. 

LeeEps, Assistant Commissioner. 

An application has been filed to register as a trademark for women’s 
hosiery the following: 
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BLENOTONES 





” [he 


Use since July 10, 1953 is asserted. 
Registration has been opposed by the registrant for hosiery of the 
following: 


All 3 


wear 
size 9% 





Applicant joined with its answer to the opposition a counterclaim to 
cancel opposer’s registration on the ground of incapability of distinguishing 
opposer’s hosiery from the hosiery of others. 

The Examiner of Interferences found no likelihood of confusion be- 
tween the marks as applied to the goods and dismissed the opposition. 
Holding that there was nothing in the record to support applicant-counter- 
claimant’s asserted ground for cancellation, the Examiner of Interferences 
dismissed the counterclaim. Both parties have appealed. 

Even a casual examination of the marks reproduced above leads to the 
conclusion that the Examiner of Interferences correctly found that appli- 
cant’s mark does not so resemble opposer’s mark as to be likely, when 
applied to women’s hosiery, to cause confusion, mistake or deception of 
purchasers ; and his decision is affirmed. 

The Examiner of Interferences also correctly held that the record 
fails to support the ground asserted in the applicant’s counterclaim; and 
his decision is affirmed. 


1. Reg. No. 546,299, issued August 7, 1951. 
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BELLBROOK DAIRIES, INC. (EDLO, INC., 
assignee, substituted) v. RUBIN 
No. 34,346 — Commissioner of Patents— September 24, 1957 


REGISTRABILITY—DESCRIPTIVE TERMS 
SLIM is suggestive when applied to skim milk, frozen desserts made from skim 
milk and water ice. 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
SLIM-ICE for dietetic water ice is likely to be confused with sLim for a low 
calorie skim milk and SLIM FREEZ for an ice milk frozen dessert. 


Opposition proceeding by Bellbrook Dairies, Inc. (Edlo, Inc., assignee, 
substituted) v. Samuel M. Rubin, application Serial No. 658,326 filed 
December 2, 1953. Opposer appeals from decision of Examiner of Inter- 
ferences dismissing opposition. Reversed. 


William G. MacKay, of San Francisco, California, for opposer-appellant. 
Peter M. Boesen, of New York, N. Y., for applicant-appellee. 


LeeEps, Assistant Commissioner. 

An application has been filed to register sLim-ice for dietetic water ice, 
use since November 15, 1953 being asserted. 

Registration has been opposed by the prior user of sum for a low 
calorie, non-fat milk product (skim milk) and sLim FREEZ for an ice milk 
frozen dessert’ (in the nature of a sherbet). 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

Opposer’s earlier use of its marks is undisputed. The only question is 
whether or not purchasers are likely to attribute stim skim milk, sLIM FREEZ 
frozen dessert, and SLIM-IcE water ice to a single source. The Examiner of 
Interferences held: 


“The differences between the parties’ subject goods are such as to lead 
away from any thought of a common producer. Purchasers of these 
products normally would be acquainted with their sources.” 

* * — 


“As pointed out above, however, the parties’ goods are such as to 
lead away from the thought of common origin. The marks are too 
highly suggestive of the products when applied to them.” 


There is nothing in the record which indicates that average purchasers 
of frozen desserts and water ices normally are acquainted with their sources, 
and if such be a fact, it certainly is not common knowledge. I entertain 
considerable doubt that average purchasers buying under ordinary condi- 
tions are normally acquainted with the source of ice milk, or sherbet, or 
frozen desserts or water ices. 


1. Reg. No. 604,012, issued March 29, 1955. 
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It is true that stim is highly suggestive when applied to skim milk, 
frozen desserts made from skim milk, and water ice; but sim is the only 
portion of applicant’s mark which could distinguish, since “Ice” is the 
name of the product. In selecting siim-IcE applicant adopted a suggestive 
word and coupled it with the same of the goods. The suggestive word had 
been previously used by opposer—alone, to identify its skim milk, and 
coupled by opposer with the misspelled descriptive word FREEZ, to identify 
its frozen dessert. 

It seems to me that purchasers, buying under ordinary conditions, are 
bound to assume that stim skim milk, SLIM FREEZ frozen dessert and SLIM-ICE 
water ice come from a single source. 

The opposition is sustained, and the decision of the Examiner of 
Interferences is reversed. 


PHOTOSTAT CORPORATION v. AMERICAN PHOTOCOPY 
EQUIPMENT COMPANY 


Nos. 33,004 and 34,924 — Commissioner of Patents — September 24, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
APECO AUTO-STAT printing and developing apparatus for producing photocopies 
and supplies therefor is not likely to be confused with pHoTosTaT for similar goods; 
goods are expensive and usually sold only after demonstration, and potential pur- 
chaser is likely to be conscious of identity of manufacturer. 
REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Invitations to bids sent to manufacturers reflected common practice of employ- 
ing trademarks for which bids were requested, and such evidence did not show 
actual confusion. 
REGISTRATION PROCEDURE—APPLICATION 
Registration is refused where mark was not in use at time when application 
was filed. 
Registration is withheld pending submission within thirty days of amendment 
setting forth correct dates of first use. 


Opposition proceeding by Photostat Corporation v. American Photo- 
copy Equipment Company, application Serial No. 612,986 filed April 23, 
1951 and application, Serial No. 673,322 filed September 17, 1954. Applicant 
appeals from decision of Examiner of Interferences sustaining oppositions 
and refusing registration ex parte. Reversed as to oppositions but affirmed 
as to rejection. 


Barlow & Barlow, of Providence, Rhode Island, for opposer-appellee. 
Maurice 8. Cayne, of Chicago, Illinois, Martin G. Reiffin, of Brooklyn, N. Y.., 
and Maz C. Louis, of Washington, D. C., for applicant-appellant. 


Leeps, Assistant Commissioner. 

On April 23, 1951, American Photocopy Equipment Company, a part- 
nership, filed an application to register for printing and developing ap- 
paratus for producing photocopies the following mark: 





Vol. 48 T. M. R. PHOTOSTAT CORP. v. AMER. PHOTOCOPY EQUIP. 221 


aeecog é Stat 


Use since September 11, 1950 is asserted. 

On September 17, 1954, American Photocopy Equipment Company, a 
corporation and assignee of the above-named partnership, filed an applica- 
tion to register the same mark, displayed in slightly different lettering and 
script, for sensitized photographic papers for producing photocopies, 
asserting use since November 16, 1951. 

Registration has been opposed by the registrant of pHotostat for 
cameras and photographic developing apparatus ;' for photographic chem- 
icals ;? and for photographie paper.*® 

The Examiner of Interferences sustained the oppositions, and, in 
addition, refused registration of the mark for the apparatus on the ex parte 
grounds that the mark had not been used prior to the time the application 
was filed, and applicant’s continued improper use of the registration legend 
after knowledge of such impropriety implies an intent to mislead. Appli- 
cant has appealed. 

The record shows that for many years opposer has been selling photo- 
copying machines, photographic chemicals and photographic paper under 
the trademark PHOTOSTAT, and opposer’s trade under its mark is inter- 
national in scope. The PHOTOSTAT mark is well-known in the photocopying 
field and symbolizes a valuable business goodwill owned by opposer. 

It was not until 1951 that opposer began the development of a contact 
type copying machine; and such machines were first marketed in the spring 
of 1953 as PHOTOSTAT instant copiers. 

Applicant’s predecessor developed a contact type copying machine 
sometime in 1950 or 1951, and the first models were shown in the fall of 1951. 
The trademark APECO AUTO-STAT, was adopted, and the first sale of a machine 
under the mark was consummated in late January or early February of 
1952; although the first order apparently was taken in October of 1951. 
The first sales of sensitized paper under the mark were made no earlier 
than the first sale of a machine, i.e., no earlier than late January or early 
February of 1952. Prior to the time applicant was ready to make delivery 
of any of the machines, it ordered the printing of advertising and sales 
promotion booklets and the first delivery of such booklets was made in 
October of 1951. 

There is no question but that opposer used PHOTOSTAT as a trademark 
for photocopying apparatus and supplies many years before applicant used 
APECO AUTO-STAT as a trademark for photocopying apparatus and supplies; 


1. Reg. No. 83,479, issued to a predecessor Sept. 19, 1911, renewed twice by 
opposer. 
2. Reg. No. 112,167, is issued to a predecessor Aug. 22, 1916, renewed twice by 


opposer. 
Reg. No. 121,876, issued to a predecessor June 11, 1918, renewed by opposer. 
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and there is no question but that the products of the parties move generally 
through the same trade channels to the same general class of purchasers. 


The only question presented is whether or not purchasers are likely to 
think that APEcO AUTO-STaT photocopies and supplies therefor emanate from 
the producer of pHoTosTAT photocopiers and supplies therefor. The Exam- 
iner of Interferences concluded that purchasers would be likely to attribute 
common origin to the products. Apparently he rationalized that because 
some of opposer’s witnesses referred in their testimony to AUTO-STAT alone, 
and the word AUTO-STAT appears alone in some thirty-five instances in three 
different booklets distributed by applicant during the years 1951-1954, the 
commercial impression created by such usage would be, as contended by 
opposer, that the public is likely to ask “over-the-counter” for AUTO-STAT 
equipment. He stated that the terms AUTO-STAT and PHOTOSTAT are sub- 
stantially similar in both sound and composition; and “it is the opinion of 
the examiner that the term auTo-sTaT, in effect, amounts to no more than a 
eolorable imitation of opposer’s mark PHoTosTAT.” He then held that pur- 
chaser confusion is therefore likely. 

The booklets referred to by the Examiner of Interferences do show 
AUTO-STAT without APECO in some instances, but the proportion of such 
appearances to APECO AUTO-STAT is so small, and in context, such references 
are so tied to APECO AUTO-STAT that the commercial impression created by 
the entire mark APECO AUTO-STAT is not altered. APECO AUTO-STAT is used on 
the machines themselves. There is nothing in the record to support a 
finding that purchasers are apt to disregard aPEco in purchasing APECO 
AUTO-STAT equipment. Moreover, applicant is seeking registration of aPEco 
AUTO-STAT and not AUTO-sTAT alone. 

It must be remembered that the products involved here are not sold 
“over-the-counter.” Ninety per cent of opposers’ sales of photocopiers are 
of units priced in excess of $1,500.00; its contact type copiers sell at prices 
from $250 to $325 each. Applicant’s contact type copiers sell at prices 
around $200. These are hardly “over-the-counter” items. The contact type 
copiers represent a relatively new concept, and the simplicity of their 
operation and their small size have attracted a new consumer class. The 
probabilities are that most of the contact type photocopiers—both appli- 
cant’s and opposer’s—are sold to first users only after demonstration. 
Under such circumstances, the potential purchaser is likely to be conscious 
of the identity of the manufacturer. 

It was error for the examiner to disregard the presence of aPEco in the 
mark presented for registration and to conclude that “auTo-stat in effect 
amounts to no more than a colorable imitation of opposer’s mark PHOTO- 
staT.” The question is whether or not APECO AUTO-STAT so resembles 
PHOTOSTAT when applied to photocopying machines and supplies therefor, 
as to be likely to cause confusion of purchasers. The record leads to a 
negative conclusion. 
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Opposer introduced some evidence in an attempt to show actual con- 
fusion, but such evidence falls far short of a satisfactory showing. Opposer 
received certain invitations to quote prices on copying apparatus identified 
by applicant’s trademark. The record shows, however, that such invitations 
were sent to manufacturers and suppliers of copying apparatus other than, 
and in addition to, both opposer and applicant, and that such invitations 
reflect the common practice of employing trademarks to describe equipment 
for which bids are requested. This evidence does not show actual confusion. 

A requisition for supplies by an insurance company requesting delivery 
of an APECO AUTO-STAT copying machine was addressed to opposer, but the 
record shows that an error was made by an employee and that the purchaser 
itself, through its agent, knew the source of the equipment. This evidence 
does not show actual confusion. 

Since the record does not show any actual confusion, and since it does 
not lead to a conclusion that there is any likelihood of confusion, the 
oppositions are dismissed. 

The Examiner of Interferences properly held that registration of 
applicant’s mark for the apparatus should be refused because the mark was 
not in use on them at the time the application was filed. He also properly 
recommended that in the event applicant ultimately prevails in connection 
with registration of the mark for the sensitized paper, registration should 
be withheld pending submission, within thirty days, of an amendment set- 
ting forth the correct dates of first use. 

The decision of the Examiner of Interferences sustaining the opposition 
is reversed ; and the ex parte findings are, to the extent indicated, affirmed. 


SONNEBORN SONS, INC. v. THE PURE OIL COMPANY 
No. 34,087 — Commissioner of Patents — September 24, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
XCEL for motor fuel oils is not likely to be confused with x-L-o for lubricating 
oils, greases and pastes. 


Opposition proceeding by L. Sonneborn Sons, Inc. v. The Pure Oil 
Company, application Serial No. 653,870 filed September 28, 1953. Opposer 
appeals from decision of Examiner of Interferences dismissing opposition. 
Affirmed. 


Burgess, Ryan & Hicks, of New York, N. Y., for opposer-appellant. 
Edward H. Lang, of Chicago, Illinois, for applicant-appellee. 


Leeps, Assistant Commissioner. 
An application has been filed to register xceL for motor fuel oils, use 
since April 15, 1945 being asserted. 
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Registration has been opposed by the registrant of x-L-o for lubricating 
oils, greases and pastes.’ 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

Applicant owns a registration of the word mark xcEL? written in the 
identical form and for the identical goods as here presented, the only 
difference being that in the registration the word is enclosed within a 
serrated circle, and applicant’s name and “U. S. A.” appear in small letters 
below the word xcEL. For all practical commercial purposes, however, the 
marks are the same. Purchasers of motor fuel oil, in asking for applicant’s 
product will ask for xcEL and not for “xcen enclosed within a serrated 
circle.” 

Aside from the fact that xcEL does not look like or sound like x-L-0, 
and similar commercial impressions are not created by the marks, if opposer 
has not been damaged by applicant’s registration of xcEL which issued in 
1935, it is not seen how opposer can claim damage from registration on this 
application. 

The record fails to show that there is any likelihood of confusion, mis- 
take or deception of purchasers, and it fails to show any other facts from 
which damage can be inferred. 

The decision of the Examiner of Interferences is affirmed. 


STAR WATCH CASE COMPANY v. 
GEBRODER JUNGHANS, A.G. 


No. 34,180 — Commissioner of Patents — September 24, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
“J” enclosed within 8-pointed star for watches and clocks and parts thereof 
is not likely to be confused with STAR Ww. Cc. CO. in a border, STAR/WATCH CASE/ 
COMPANY written in three lines with outline of 5-pointed star, STAR WHITE in 
border, or outline of five pointed star, goods listed being watch cases. 


Opposition proceeding by Star Watch Case Company v. Gebrueder 
Junghans, A. G., application Serial No. 657,612 filed December 8, 1953. 
Opposer appeals from decision of Examiner of Interferences dismissing 
opposition. Affirmed. 


Mead, Browne, Schuyler & Beveridge, of Washington, D. C., for opposer- 
appellant. 

Young, Emery & Thompson and Gustav H. Emery, of Washington, D. C., 
for applicant-appellee. 


1. Reg. No. 76,516, issued Jan. 25, 1910, renewed twice, and published in accord- 
ance with Sec. 12(c) on May 2, 1950; and Reg. No. 528,824, issued Aug. 8, 1950. In 
the first registration mentioned the hyphen appears as a double hyphen or an “equals 
sign.” 

2. Reg. No. 323,183, issued Apr. 2, 1935; renewed, and published in accordance 
with Sec. 12(c) on Mar. 9, 1948. 
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FEDERICO, Examiner in Chief. 

Opposer has appealed from the decision of the Examiner of Inter- 
ferences dismissing its opposition. 

The application involved, which was filed December 8, 1953, seeks to 
register a mark consisting of the letter “J” enclosed within an eight pointed 
star, stated to be used for “watches and clocks and parts thereof.” No testi- 
mony was taken and the applicant is restricted to its filing date. 

While other grounds were pleaded, opposer took no testimony and the 
opposition must be considered as based solely upon prior registrations of 
the opposer. These registrations are: (1) No. 84,196, November 14, 1911 
(renewed) which discloses STAR W. Cc. CO. in a border; (2) No. 195,577, Feb. 
24, 1925 (renewed), which discloses STAR/WATCH CASE/COMPANY written in 
three lines with an outline of a five pointed star between the two words 
in the second line; (3) No. 263,981, Nov. 12, 1929 (renewed) disclosing the 
word STARWHITE in a border; and (4) No. 586,651, Mar. 9, 1954 (application 
filed March 12, 1953), disclosing the outline of a five pointed star. In each 
instance the only goods recited in the registration are watch cases. 

Since there is no evidence of use, only the registrations can be con- 
sidered, and the question is whether applicant’s mark so resembles any of 
the prior registered marks as to be likely, when applied to the goods of the 
applicant, to cause confusion or mistake or to deceive purchasers. The third 
registration listed in the preceding paragraph can be dismissed at the 
outset, since the absence of any reasonable likelihood of confusion between 
STARWHITE and applicant’s mark is considered too obvious to warrant 
discussion. 

The issue is stated by opposer in its brief as: “Does applicant’s mark 
consisting of an eight pointed star surrounding the letter ‘J’ so resemble 
opposer’s five pointed star or the word sTaR, as previously registered by 
opposer in the Patent Office, as to be likely when applied to watches and 
clocks and parts thereof to cause confusion or mistake or to deceive pur- 
chasers ?” 

The examiner dismissed the opposition, stating that: “While a watch 
case is, in a sense, a part of a watch, it is believed to be common knowledge 
that the general purchasing public buys watches and clocks as complete 
units and not parts separately, such as the movement, the case, the crystal. 
It is also common knowledge that watches are not impulsively or care- 
lessly purchased (Ex parte Perregauz, 106 USPQ 206, 45 TMR 1361). And 
while the applicant’s mark incorporates as part thereof, in contrast to the 
five pointed star a star used by opposer it is of different form and shape, 
this star design forms the border for the letter ‘J’ prominently displayed 
therein. Considering the applicant’s mark as a whole, it is apparent that 
the star design has been so merged with the letter ‘J’ that the impression 
created thereby is distinctly different from that created by the term star 
or a representation thereof. Considering the circumstances surrounding 
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the purchase of watches and clocks and the impressions created by the 
marks and the tradename, it is the opinion of the examiner that the opposer’s 
tradename and marks and the applicant’s mark may be used contempo- 
raneously on the specified goods without reasonable likelihood of confusion 
or mistake or deception of purchasers. 

Opposer urges first, that the examiner erred in finding the marks dis- 
similar, second that the examiner erred in deciding the question of likeli- 
hood of confusion only in the light of circumstances surrounding the pur- 
chase of watches and clocks and on the basis of differences in the goods, and 
third, that the examiner erred even in this consideration. 

As to the similarity of the marks, it is evident that they are not identical 
and that there are substantial differences between them. The “J,” which is 
an initial letter of applicant’s name, is prominent in applicant’s mark and 
the surrounding eight pointed star serves as a border around this letter ; the 
multiplicity of points on the star giving an impression coming somewhere 
between that of a conventional seal with serrated edge and that of a five 
pointed star. 

Opposer urges that the examiner failed to consider evidence of an 
alleged admission by applicant estopping it from claiming dissimilarity 
between the two stars. Aside from the fact that this is only one element 
of applicant’s mark, there is no material evidence of any admission. Before 
trial, opposer moved for summary judgment and with its brief in opposi- 
tion thereto, arguing that there were material issues of fact, such as priority, 
applicant submitted a catalogue dated 1898 containing illustrations of 
clocks carrying the mark now sought to be registered. One page of this 
catalogue has illustrations of two composite marks, one with a five pointed 
star and one with an eight pointed star. This is what opposer asserts creates 
an estoppel against applicant. Assuming the catalogue of 1898 to constitute, 
at that time, an admission of equivalency, the passage of over fifty-five 
years, nothing more being shown, will have attenuated the assumed admis- 
sion to the vanishing point. 

With respect to the second point, the examiner did not consider in his 
opinion, as opposer indicates, the respective marks as used on watch cases. 
The application recites parts of watches and clocks and such parts include 
eases. Considering both marks as used on watch cases, the purchasers 
involved would be watchmakers and manufacturers who would scarcely be 
confused or misled as to the sources of the watch cases they might purchase 
bearing either of the marks involved. 

With respect to the examiner’s consideration of opposer’s mark used on 
watch cases and applicant’s mark used on watches, opposer urges that the 
examiner erred in ignoring the fact that “the purchasing public in buying 
a complete watch very often refers to some trademark appearing on the 
watch as identifying a particular part of the watch.” To support this 
argument opposer refers to several known watchmakers who feature 
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certain marks identifying particular parts, including cases. Aside from 
the fact that there is no proof of the generality of the assertion, there is 
of course no evidence whatsoever of how opposer’s mark is used and the 
impression it may have created on the purchasers and users of watches. As 
far as the record shows, opposer’s mark may be used solely on such con- 
tainers or packages, or labels or tags, which only the watchmaker would 
see, with no trace thereof appearing on the finished watches, and opposer’s 
marks may be completely unknown to the purchasers of the finished watches. 
The decision of the Examiner of Interferences is affirmed. 


THE UNITED STATES TIME CORPORATION v. TENNENBAUM 
(TENNENBAUM & CO., TELIX WATCH, 


assignee, substituted) 
No. 33,601 — Commissioner of Patents — September 24, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
TELIX for watches and parts is not likely to be confused with TIMEX and 
TIMEX HEART for clocks and watches. 


Opposition proceeding by The Umted States Time Corporation v. Jacob 
Tennenbaum (Tennenbaum & Co., assignee, substituted), application Serial 
No. 657,084 filed November 27, 1953. Opposer appeals from decision of 
Examiner of Interferences dismissing opposition. Affirmed. 


Davis, Hoxie & Faithfull, of New York, N. Y., and Richard L. Underwood, 
of Washington, D. C., for opposer-appellant. 
Richards & Geier, of New York, N. Y., for applicant-appellee. 


LeeEps, Assistant Commissioner. 

An application has been filed to register TELIx for watches and parts. 
The application recites ownership of Swiss Reg. No. 65,279, renewed as 
Reg. No. 121,936 on September 13, 1947. 

Registration has been opposed by the registrant of TIMEX! and TIMEX 
HEART? for clocks and watches. 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

Both parties took testimony to show use of their respective marks on 
their products; but there is nothing in the record which is very helpful in 
arriving at a conclusion. The products are the same. Applicant attempted, 
but failed, to prove use of its mark on watches sold in the United States 
earlier than opposer’s use. The only question is whether TELIX so resembles 
TIMEX as to be likely, when applied to watches, to cause confusion, mistake 
or deception of purchasers. 


1. Reg. No. 417,113, issued Oct. 16, 1945. 
2. Reg. No. 416,920, issued Oct. 2, 1945. 
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TELIX does not look like TIMEX, except that each begins with “T” and 
ends with “X”; TELIx does not sound like TIMEX; and while TIMEX has a 
strong suggestiveness when applied to watches, TELIx has none; nor does 
TELIX suggest TIMEX. 

The Examiner of Interferences correctly found that there is no likelli- 
hood of confusion, mistake or deception of purchasers, and his decision is 
affirmed. 


CAMLOC FASTENER CORPORATION v. MURDOCK 
(EMPIRE PRODUCTS, INC., assignee, substituted) 


No. 6314 — Commissioner of Patents — September 25, 1957 


CANCELLATION PROCEDURE—EVIDENCE—CONFUSINGLY SIMILAR MARKS 
Petition to cancel Supplemental Registration of caM-LOK for welding equip- 
ment by registrant of caAmMLoc for machine tools and rotatable stud fastening 
devices for general industrial uses. Products of both parties sold to industrial 
users. Evidence shows confusion has arisen, hence damage will be presumed and 
since petitioner’s use clearly antedates respondent’s, the mark will be cancelled. 


Cancellation proceeding by Camloc Fastener Corporation v. David 
Murdock (Empire Products, Inc., assignee, substituted), Registration No. 
588,020, issued April 4, 1954. Registrant appeals from decision of Ex- 
aminer of Interferences granting petition. Affirmed. 


John P. Chandler, of New York, N.Y., for petitioner-appellee. 
Wood, Herron & Evans, of Cincinnati, Ohio, for respondent-appellant. 


Leeps, Assistant Commissioner. ' 

A petition has been filed to cancel Supplemental Registration of 
CAM-LOK for welding equipment? by the registrant of camuLoc for hand and 
machine tools,? and for rotatable stud separable fasteners.* 

The Examiner of Interferences granted the petition, and respondent 
has appealed. 

The marks are, for all practical purposes, the same; and petitioner 
uses its trademark as the distinguishing word in its corporate name. The 
only question is whether or not the products of the parties are such that, 
when sold under the same mark, purchaser confusion is likely to result. 
Petitioner’s use of its mark long antedates respondent’s use. 

Petitioner’s major products are rotatable stud fastening devices for 
general industrial usefulness in quickly connecting and disconnecting two 
members, i.e., parts or industrial items of any nature or material which 
are normally brought into contact or connected and disconnected. Peti- 
tioner also makes and sells other types of fasteners, latches, and hand and 
machine tools for use in the installation of its fastening devices. The 


1. Reg. No. 588,020, issued Apr. 6, 1954. 

2. Reg. No. 414,291, issued June 5, 1945. 

3. Reg. No. 393,936, issued Mar. 10, 1942 and Reg. No. 393,937, issued Mar. 10, 
1942, 
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products are sold to industrial users—primarily manufacturers of aircraft, 
electrical and electronic equipment, and engines and trailers. 

Respondent’s products are welding cable connectors, terminal con- 
nectors, special adaptors, cable lugs, terminal lugs, ground clamps and elec- 
trode holders. The products are sold to industrial users and to welding 
supply dealers for resale. 

There is no doubt but that the products are specifically different, al- 
though some of respondent’s products and petitioner’s products might be 
considered as falling in the broad category of “quick-acting connectors.” 
The question presented is whether or not industrial purchasers familiar with 
petitioner’s cAMLOc stud fasteners are likely to assume that caAM-LOK cable 
and terminal connectors and lugs, ground clamps and electrode holders are 
produced by the same concern, and this question is answered by the record. 

The Secretary of The National Metal Exhibitions, in soliciting peti- 
tioner as an exhibitor, assumed that petitioner and respondent might be 
the same company. Westinghouse Electric Corporation has misdirected to 
respondent orders intended for petitioner. Fleet Manufacturing Limited 
has misdirected to petitioner, at least one order intended for respondent. 
Respondent’s president, on February 18, 1954, wrote to petitioner stating 
in part, “Every once in awhile some manufacturer writes us when he 
should have written you, but we have always referred these inquiries back to 
your factory, and will continue to do so.” 

Respondent contends that “these incidents were exceedingly trivial,” 
and that petitioner “has never suffered any loss by reason of the similarity 
of the trademarks.” These contentions are without merit. The record in- 
dicates that these examples of actual confusion are merely typical of what 
is happening in actual practice; and how often orders and other mail have 
been misdirected is unknown. It is not possible, therefore, to know whether 
or not any loss has actually been suffered by petitioner. It is enough that 
actual confusion has taken place; and damage or loss in such situations 
will be presumed. 

The words of Judge Learned Hand in Yale Electric Corporation v. 
Robertson, 26 F.2d 972 (18 TMR 321) (C.A. 2, 1928), are apt here: 


“However, it has of recent years been recognized that a merchant 
may have a sufficient economic interest in the use of his mark outside 
the field of his own exploitation to justify interposition by a court. 
His mark is his authentic seal; by it he vouches for the goods which 
bear it; it carries his name for good or ill. If another uses it, he bor- 
rows the owner’s reputation, whose quality no longer lies within his 
control. This is an injury, even though the borrower does not tarnish 
it, or divert any sales by its use; for a reputation, like a face, is the 
symbol of its possessor and creator, and another can use it only as a 
mask. And so it has come to be recognized that, unless the borrower’s 
use is so foreign to the owner’s as to insure against any identification 
of the two, it is unlawful.” 
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“The defendant [petitioner here] need not permit another to at- 
tach to its goodwill the consequences of trade methods not its own.” 


There is no doubt that confusion as to origin of the products in the 
present case is likely to result, since it has, in fact, resulted. Respondent 
clearly was not entitled to the registration at the time the application 
was filed.‘ 


The Examiner of Interferences properly granted the petition to cancel, 
and his decision is affirmed. 


INTER-COLLEGIATE PRESS, INC. v. ENGLANDER 
No. 6299 — Commissioner of Patents — September 25, 1957 


CANCELLATION PROCEDURE—EVIDENCE 

Petition to cancel registration of INTERCOLLEGIATE PRESS BULLETINS for weekly 
newsletter on college events by registrant of INTER-COLLEGIATE PRESS for graduation 
announcements, books and cards. Evidence shows petitioner has used phrase and 
corporate name since 1913 and has substantial business devoted to high school 
activities but little advertising since 1931. Use of phrase has been as corporate 
and trade name until recently. Respondent has published newsletter devoted to 
college activities since 1936 purchased by colleges. Petitioner fails to show that 
purchasers of goods are same or that they move through same channels and hence 
little opportunity for confusion and petition is denied. 


Cancellation proceeding by Inter-Collegiate Press, Inc. v. Frank P. 
Englander, Registration No. 514,348, issued August 30, 1949. Registrant 
appeals from decision of Examiner of Interferences granting petition. 
Reversed. 


C. Earl Hovey, of Kansas City, Missouri, for petitioner-appellee. 
Richards & Geier, of New York, N.Y., for respondent-appellant. 


LEEpDs, Assistant Commissioner. 

A petition has been filed to cancel Principal Registration of INTERCOL- 
LEGIATE PRESS BULLETINS, registered for a weekly newsletter devoted to 
college events,' by a printer-engraver-stationer which is the registrant of 
INTER-COLLEGIATE PRESS for graduation announcements, diplomas, year 
books, personal cards, scholastic records, programs and thank you cards.’ 


The Examiner of Interferences granted the petition, and respondent 
has appealed. 


Petitioner’s record shows that its predecessor’s business was commenced 
in 1910 and consisted of printing pennant-shaped stickers which were sold 


4. The record raises a substantial question concerning use of the mark by the 
respondent’s predecessor at the time the application was filed, but the conclusion 
reached herein based on other grounds makes it unnecessary to discuss the question 
further. 

1. Reg. No. 514,348, issued Aug. 30, 1949. 

2. Reg. No. 561,609, issued July 15, 1952. 
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to students through college book stores. As the commercial engraving and 
printing business of the predecessor grew, a Missouri corporation was or- 
ganized in March of 1913 under the name of INTER-COLLEGIATE PRESS. (In 
1951, inc. was added to the corporate name). In 1915-16 and in the 1920’s 
petitioner sold graduation invitations and announcements, personal cards, 
and diplomas, and many novelty items. Included among numerous un- 
related items were college and high school pennants, banners, burgees, 
blankets and pillow covers; memory books, photograph books, address 
books, stationery and desk sets; pipes, cigarette cases, humidors and other 
smokers’ articles; class rings and pins; and trophies and medals. 

Petitioner has a substantial printing, engraving, embossing and sta- 
tionery business, selling through sixty-five salesmen, through one jobber, 
and by mail order; and its sales are national in scope. 

Much of the record deals with petitioner’s activities in 1915-16, the 
1920’s and the early 1930’s, with little or no information being furnished in 
connection with the present activities of petitioner. As much from what 
is not in the record as from what is in it, one is led to the conclusion that 
petitioner’s business is primarily that of engraving, embossing and printing 
high school graduation announcements, invitations, personal cards and 
diplomas and printing year books for high schools. There is nothing, either 
in the testimony or in the exhibits, which shows that petitioner has done 
any business with colleges, or that it has done anything to seek business 
with colleges, since the 1920’s. There is convincing evidence, however, 
that a substantial business is done with high schools. The chairman of the 
Board of Directors of petitioner (and petitioner’s moving spirit), testified 
that his company has made it a practice to spend a portion of its income 
on advertising, and that the amount spent has increased through the years. 
There is only one exhibit which shows any kind of advertising since 1931, 
and it is a booklet of instructions for preparing a year book. In 1931, a 
substantial national newspaper advertising campaign was carried out ad- 
dressed to “High School Seniors,” advertising class rings, engraved invita- 
tions and leather diplomas. When asked to tell of some of the ways in 
which his company’s advertising is carried out, the witness stated that 
“the biggest scale is the direct by mail circularization of the high schools, 
advertising our products, and that is done accompanied with a picture of 
the salesman for that particular territory.” 

It seems clear from the record that petitioner used INTER-COLLEGIATE 
PRESS as its tradename and corporate name, rather than as a trademark, 
at least until relatively recent times. It appears that I-c-P was used in 
some early catalogs in referring to some of the items offered for sale; and, 
an exhibit in evidence shows that at least in 1956, petitioner embossed a 
heraldic device with INTER-COLLEGIATE PRESS therebeneath on the backs of 
high school year books which it prints. There is no other exhibit which 
shows INTER-COLLEGIATE PRESS as anything other than a commercial name in 
association with the business address. 
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Respondent has, since 1936 published a weekly newsletter devoted to 
college events and matters of interest to colleges. The publications are in 
fact “press bulletins” gleaned from various college and other newspapers, 
and provide a means of exchange of ideas and information between col- 
leges and universities. Approximately 650 colleges and universities sub- 
scribe to the publication (comprising 36 weekly issues during the school 
year) through their deans, presidents, public relations directors, libraries 
and newspapers. 

The record fails to show that the average purchasers of the goods 
of the parties are the same, or that the purchasers of the goods of one 
party would be likely even to know about the goods of the other. The 
products of the parties do not move through comparable trade channels. 
Under such circumstances, there is no opportunity for confusion or mis- 
take of purchasers. Petitioner has failed to show any facts from which 
damage to it can be inferred. 

The petition is denied, and the decision of the Examiner of Inter- 
ferences is reversed. 


EX PARTE SOUNDSCRIBER CORPORATION 


Commissioner of Patents — September 25, 1957 


REGISTRABILITY—COLOR MARKS 
Applicant seeks to register on the Principal Register a solid green circle with 
square uncolored cutout portion at the center for recording machines. Specimens 
filed are green VINYLITE recording discs and folders advertising recorders which 
describe discs and therefore Applicant is in reality seeking to register a picture 
of the article which is not proper. 
REGISTRABILITY—PACKAGES AND CONFIGURATIONS 
Applicant urges that color and configuration of goods constitute a design and 
are registrable under the Act but configuration of goods is mentioned only in connec- 
tion with Supplemental Register and Patent Office has uniformly refused to register 
configuration of goods on Principal Register. 


Application for trademark registered by Soundscriber Corporation, 
Serial No. 697,861 filed November 7, 1955. Applicant appeals from decision 
of Examiner of Trademarks. Affirmed. 


Harold G. Manning, of Waterbury, Connecticut, for applicant. 


Feperico, Examiner in Chief. 

This is an appeal from the decision of the Examiner of Trademarks 
refusing to register an alleged trademark on the Principal Register. 

The mark sought to be registered is said to be used for “electric sound 
recording and reproducing machines, records, and parts thereof.” The 
drawing of the mark filed with the application shows a solid green circle 
with a small uncolored square or cutout portion at the center. A de- 
scription of the mark, reading, “Applicant’s trademark consists of the 
representation of a green circle having a square center aperture. The draw- 
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ing is lined to indicate the color green,” was added to the application by 
amendment. 

The specimens filed with the application consisted of copies of a 
folder advertising appellant’s SOUNDSCRIBER dictating machine, which con- 
tains a reference to the plastic recording discs made of green VINYLITE and 
also contains a full size picture in color of an 8-minute recording disc, 
identified as such. The examiner criticized these specimens as being in- 
sufficient in that they did not show the use of the mark on the goods. In 
response to this objection, appellant filed specimens of a paper container 
in which 50 half-hour SOUNDSCRIBER recording discs are packaged and sold. 
The face of this container shows a picture of the dictating machine and the 
words SOUNDSCRIBER RECORDING DISC, with a small amount of other printed 
matter. The ends show the trademark souUNDSCRIBER. The back of the con- 
tainer calls attention to several others sizes of dises and contains full size 
pictures in color of two different sized discs, a “mailchute dise” for fifteen 
minutes, and a “memo disc” for eight minutes, use. This is the only evidence 
in the record of the manner in which applicant is using the alleged mark 
in commerce. 

It is plain from the carton and the folders that the alleged mark is 
merely a picture of the recording dise showing its color and that the use 
made of it is only as an illustration of the disc. Registration has been 
refused on the ground that applicant is seeking merely to register a pic- 
ture of the article. 

Apparently accepting the general rule, repeated many times in deci- 
sions and textbooks, that color alone cannot be a trademark, but that it 
might be when presented in connection with some symbol or design, ap- 
plicant urges that the mark sought to be registered does not consist merely 
in color. Since the statement made by the Supreme Court in A. Leschen & 
Sons Rope Co. v. Broderick & Bascom Rope Co., 201 U.S. 166 (1906), 
that color may be a trademark if it be impressed in a particular design, 
as a circle, square, triangle, a cross or a star” is quoted, with italics, this 
argument is taken as referring to the fact that the drawing shows a colored 
circle. However, the drawing of a circular article would be circular, as the 
picture of any article would show some shape, and the quotation in its con- 
text obviously did not refer to this but was referring to “the imprint of a 
eolored figure” on an article as the trademark for the article, in contrast 
with the overall coloring of an article. 

Applicant does not deny that what is presented is the picture of the 
article. The same considerations which apply to the case of an article 
itself being considered a trademark for itself would also apply to the pic- 
ture of the article being considered the trademark for the article, see 
Ex parte U.S. Plywood Corp., 103 USPQ 111 (44 TMR 1337). 

Applicant argues that configurations of goods are registrable under the 
Trademark Act of 1946. The suggestion has been made, see for example 
Ex parte The Ridge Tool Co., 101 USPQ 209 (44 TMR 865), Ex parte 
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Goldstone Bros., 111 USPQ 463 (47 TMR 391), that where color is applied 
to goods and is involved with the shape of the goods, the color and shape can 
be considered inseparably and together as the configuration of the goods. 
With this view, if correct, applicant’s recording disc with its color as a 
feature thereof could be considered as a configuration of goods and the ban 
against color alone being registrable thus avoided. However, configurations 
of goods are only mentioned in the Trademark Act in connection with the 
Supplemental Register, Section 23 of the Act (15 USC 1092) stating “For 
the purposes of registration on the Supplemental Register, a mark may 
consist of any * * * configuration of goods * * * .” The uniform practice 
of the Patent Office has been to refuse to register configurations of goods 
on the Principal Register. 

In any event, no evidence has been offered to show that the alleged 
mark has become distinctive, in fact the only evidence of actual use does 
not even show use as a trademark. 

The decision of the examiner is affirmed. 


L. NACHMAN AND SON, INC. v. 
H. KASSOWAY & SON, INC. 


No. 5,944 -— Commissioner of Patents — September 26, 1957 


CANCELLATION PROCEDURE—SUPPLEMENTAL REGISTER 
Petitioner sought to cancel Supplemental Registration of WRAP N’ TIE for 
dresses and brunch coats on hasis of its prior use of WRAP and TIE for aprons, 
dresses and brunch coats. Examiner dismissed petition but cancelled registration 
ex parte. Both parties appeal. Petition seems to claim ownership and prior use 
of trademark but evidence casts considerable doubt as to use other than as an 
advertising phrase. Registration should have been cancelled on basis of the prior 
and contemporaneous use by petitioner by amending petition to conform to the 
proofs. 
REGISTRATION PROCEDURE—EX PARTE REJECTION 
Action by Examiner in drawing inference that mark was not used during one 
year period prior to application, in face of evidence of order for labels in October 
and testimony of their immediate use, improper in ex parte matter despite fact 
that earliest invoice was dated in March following. 


Cancellation proceeding by L. Nachman and Son, Inc. v. H. Kassoway 
& Son, Inc., Registration No. 547,024, issued August 21, 1951. Both parties 
appeal from decision of Examiner of Interferences dismissing petition, but 
recommending cancellation. Modified by sustaining petition. 


Harry Langsam, of Philadelphia, Pennsylvania, for L. Nachman & Son, Inc. 
Caesar & Rivise, of Philadelphia, Pennsylvania, for H. Kassoway & Son, 
Ine. 
Feperico, Examiner in Chief. 
L. Nachman & Son, Inc., petitioned to cancel Registration No. 547,024 
owned by H. Kassoway & Son, Ine. The Examiner of Interferences dis- 
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missed the petition, but at the same time recommended, ex parte that the 
registration be cancelled. Both parties have appealed. 

The registration sought to be cancelled issued August 21, 1951, on the 
Supplemental Register, on an application filed November 20, 1950, asserting 
use of the mark since May 25, 1949. The registration discloses the phrase 
WRAP N’ TIE as used for “dresses and brunch coats for women, misses, and 
children.” 

Petitioner’s case is based upon its prior use of the phrase WRAP AND TIE 
in connection with the sale of women’s aprons, and dresses and brunch 
eoats. The two phrases are practically identical, and the goods of the 
parties are in part identical. Both parties make dresses of the type which 
are open at the front (or back) with overlapping portions which are wrap- 
ped about the body and tied around the waist. The descriptiveness of the 
phrase when used in connection with the particular goods of the parties 
is obvious. 

The Examiner of Interferences held that the registrant was not en- 
titled to any date prior to March 31, 1950, the date of the first invoice show- 
ing sales under the mark, as its date of first use of the phrase WRAP N’ TIE 
as a trademark, after refusing to give any weight to statements of earlier 
use on the ground of their unconvincing nature, and also holding that other 
use in advertising did not constitute trademark use. 

Petitioner has been engaged in the manufacture and sale under the 
mark swIRu of ladies’ dresses of the type which wrap around the body and 
are tied in place. Advertisements beginning September 7, 1947, have used 
the phrase WRAP AND TIE in connection with its trademark as a component 
of expressions such as CLOSE WITH ONE STRATEGIC BUTTON . . . WRAP AND TIE, 
SLIP INTO IT . . . WRAP AND TIE, and WALK INTO IT . . . BUTTON ONCE. 
WRAP AND TIE. The Examiner of Interferences held that petitioner’s use 
of the term WRAP AND TIE in its advertising material could not be con- 
sidered trademark use of the phrase and refused to accept testimony relat- 
ing to a period of temporary use of hand-tag labels containing the expres- 
sion in question on the ground that it was unsupported and did not con- 
tinue until the date of the filing of the petition to cancel, and testimony 
relating to early use of a counter display card as contradicted and as 
insufficient proof. The petition for cancellation was dismissed on the 
ground that the allegations of the petition of prior and continuous use of 
the phrase as a trademark had not been established. 

After dismissing the petition the examiner nevertheless held that the 
use of the mark by the petitioner was sufficient to negative any claim 
by the registrant to exclusive use during the one year preceeding the filing 
of its application for registration, and recommended, ex parte, that the 
registration involved be cancelled. 

While the petition for cancellation apparently is based upon as- 
sertions of ownership and prior use of a trademark, nevertheless there are a 
few passages in the petition which could be interpreted in a broader sense, 
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and I believe that the better practice in this case would be not to dismiss 
the petition and take ex parte action, but to either consider certain broad 
phrases in the petition as sufficient to bring in the basis for cancellation 
used by the examiner or to consider the petition as though amended to 
conform to the proofs. With this view the action of the examiner in dis- 
missing the petition for cancellation is reversed but the examiner’s holding 
that the registration involved should be canceled on the basis of the prior 
and contemporaneous use by the petitioner of the phrase involved in con- 
nection with the sale of its goods is affirmed. 


In acting ex parte, the examiner also held that the mark had not been 
in use by the registrant during the one year prior to the filing of its ap- 
plication as required by section 23 of the Trademark Act for a registration 
on the Supplemental Register. In this respect I think the examiner was 
in error. While the evidence of use of the mark prior to the end of October 
1949 is unconvincing, as held by the examiner, the record shows the filing 
of an order for labels on October 25, 1949, and oral testimony of their use 
immediately thereafter. Assuming this testimony insufficient to establish 
first use of the mark at the end of October, for the purpose of the inter 
partes case, nevertheless no proper inference that the mark was not actually 
used until the following March, the date of the earliest invoice produced 
showing use of the mark, could be drawn for the purpose of taking ex 
parte action. 

The decision of the Examiner of Interferences is modified, in that the 
petition for cancellation is sustained for the reasons given. 


NEBRASKA CONSOLIDATED MILLS COMPANY v. 
THE QUAKER OATS COMPANY 


No. 6671 — Commissioner of Patents — September 26, 1957 


CANCELLATION PROCEDURE—PLEADING AND PRACTICE 
TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 14 
Petition to cancel 2 registrations of MOTHER’S for oat and corn meals and 
wheat flours by user of MOTHER’S BEST for wheat flour. Respondent moved to dis- 
miss for failure to state claim upon which relief can be granted. Proceeding arose 
out of concurrent use proceeding between same parties and petitioner submits brief 
used in that proceeding which is improper and will not be considered. Sole issue 
is whether petitioner has pleaded damage. Both parties have used the marks for 
many years with knowledge and consent to each others use. Allegation that one 
registration was based on false oath of right to exclusive use which deprived 
petitioner of a concurrent use proceeding and forced it to assume burden of proof 
in instant proceeding against prima facie valid registration does not constitute 
damage within Section 14. 
CANCELLATION PROCEDURE—PLEADING AND PRACTICE 
CANCELLATION PROCEDURE—EVIDENCE 
Respondent’s acquiescence in petitioner’s use of mark might constitute estoppel 
but pleading is insufficient as pleading of abandonment. Petition dismissed. 





a] 
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Cancellation proceeding by Nebraska Consolidated Mills Company v. 
The Quaker Oats Company, Registrations, No. 539,986, issued March 27, 
1951 and No. 143,143, issued May 24, 1921, renewed. Petitioner appeals 
from decision of Examiner of Interferences dismissing petition. Affirmed. 


Byron, Hume, Groen & Clement, of Chicago, Illinois, for petitioner- 
appellant. 

Woodson, Pattishall & Garner, of Chicago, Illinois, and Mead, Browne, 
Schuyler & Beveridge, of Washington, D.C., for respondent-appellee. 


Lereps, Assistant Commissioner. 

A petition has been filed to cancel two registrations of MOTHER’s, one 
for crushed oats, wheat-hearts, wheat-flakes, oat meal, hominy, corn meal, 
graham flour and wheat flour,’ and the other for oat meal, corn meal and 
wheat flour.” 

Petitioner is a miller of wheat flour upon which it has, according to the 
pleadings, used the mark MOTHER’s BEST for many years. 

Before filing its answer, respondent filed a motion to dismiss for 
failure to state a claim upon which relief can be granted. The Examiner 
of Interferences granted the motion. Petitioner has appealed. 

This proceeding grew out of a concurrent use proceeding between peti- 
tioner and respondent, instituted when petitioner filed its application to 
register MOTHER’S BEST.* Petitioner’s short brief states in part: 


“* * * full consideration of the sufficiency of the petition for can- 
celation here in issue is difficult to analyze without at least a cursory 
examination of the facts in the related concurrent use proceeding out 
of which this proceeding arose. 

“To facilitate consideration of the present issue on appeal resulting 
from Quaker’s motion to dismiss, Nebraska submits herewith as a part 
hereof a copy of the brief before the Examiner of Interferences in 
the concurrent use proceedings. Though all of the facts and argu- 
ments in that brief may not apply to the present issue, the analysis 
of certain of the facts and at least part of the argument is believed 
pertinent. Particular attention is invited to the chronological develop- 
ment of the preliminary proceedings beginning at page 5 of the brief. 
Also it is believed that the review of the evidence beginning at page 9 
is of interest * * * .” 


The only question presented is whether or not petitioner has stated a 
claim upon which relief can be granted, i.e., has petitioner set forth ultimate 
facts which, when admitted, lead to the legal conclusion that petitioner is 
or is likely to be damaged by respondent’s registrations? It would seem 
that if it is necessary to examine the evidence presented in another case 
between the parties to determine the sufficiency of a pleading, the pleading 
probably is insufficient. Neither the brief nor the evidence before the Ex- 


Reg. No. 143,143, issued May 24, 1921. 
Reg. No. 539,986, issued March 27, 1951, renewed. 
S.N. 608,013, involved in Concurrent Use Proceeding No. 167. 


1. 
2. 
3. 
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aminer of Interferences in the concurrent use proceeding has been con- 
sidered. 


Petitioner’s pleading is summarized as follows: 


1. Petitioner has for many years used MOTHER’S BEST as a trade- 
mark for its wheat flour which has been widely distributed and adver- 
tised in many of the States, and such mark is not registered in the 
Patent Office. 


2. Respondent has for many years used MOTHER’s as a trademark 
for wheat flour, and the mark has been registered under No. 143,143 
(1921) and No. 539,986 (1951), and such registrations have not been 
(until now) in any way attacked by petitioner. 


3. Pursuant to an agreement between them, the parties have been 
concurrently using the marks involved for nearly thirty years, and each 
has had knowledge of the other’s use. 


4. Respondent’s conduct in assenting to petitioner’s building up 
a business under the mark MOTHER’s BEST constitutes an abandonment 
of the mark MOTHER’s as represented by Reg. Nos. 143,143 and 539,986; 
and the registrations are damaging to petitioner in that they are prima 
facie evidence of an exclusive right to use the mark MOTHER’s. 


5. For many years the respondent’s attorney also represented peti- 
tioner, and after changing attorneys, petitioner filed its application to 
register MOTHER’S BEST, now involved in Concurrent Use Proceeding 
No. 167. 


6. The application which matured into Reg. No. 539,986 (1951) 
contains a false oath that no one else has the right to use the identical 
mark or one in such near resemblance thereto as might be calculated 
to deceive, and respondent knew the oath to be false at the time it 
was made; that “said false oath was essential to the unquestioned al- 
lowance of Reg. No. 539,986”; and that the false oath deprived peti- 
tioner of a concurrent use proceeding in which its position would be 
pari causa with respondent, to petitioner’s damage since it must now 
assume the burden of proof against respondent’s prima facie valid 
registration. 

7. The petition for renewal of Reg. No. 143,143 “did not and 
could not contain the necessary declaration required under Section 2 
of the Act of 1905” that no one else had the right to use the identical 
mark or one in such near resemblance thereto as might be calculated 
to deceive; and “said omission (of such declaration) was essential to 
the renewal of Reg. No. 143,143.” 


The pleading fails to state a claim upon which relief can be granted. 
Referring to paragraph 4 above, summarizing petitioner’s pleading of 


“abandonment,” it is observed that respondent’s acquiescence in peti- 
tioner’s use of its mark might create an estoppel in so far as respondent’s 
challenging petitioner’s continued use is concerned, but the pleading is 
insufficient as a pleading of abandonment. 


Referring to paragraph 6 above, summarizing petitioner’s pleading 


concerning the alleged false oath, it is observed that the recitation of 
necessity of assuming a burden of proof in a proceeding between the par- 
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ties, which is the only averment dealing with damage, does not constitute 
a pleading of damage within the purview of Section 14 of the statute, par- 
ticularly where, as here, petitioner would still have the same burden so 
long as Reg. No. 143,143 remains, and there is no charge of falsity of the 
oath filed with the application which matured into that registration. 

Referring to paragraph 7 above, summarizing petitioner’s pleading con- 
cerning the renewal of Reg. No. 143,143, it is observed that neither the 
statute nor the rules required such a declaration as referred to by petitioner ; 
and there is nothing in the pleading or elsewhere which suggests that re- 
spondent did not fully comply with the then existing statutory provisions 
and with the regulations promulgated thereunder. 

The Examiner of Interferences properly dismissed the petition, and 
his decision is affirmed. 


STRAUSE v. ROSS PACKING CO. 
No. 6399 — Commissioner of Patents — September 27, 1957 


CANCELLATION PROCEDURE—PLEADING AND PRACTICE 

Petitioner seeks cancellation of Supplemental Registration of BAK@A@PIE for 
dehydrated apples on basis of prior use of BAK@A®@piE£ for identical goods. Peti- 
tioner, a consultant to baking industry, has registration for service mark of map 
of U. S. upon which stands chef holding pie and cake. Petitioner agreed to sell 
respondent’s apples to baking industry for commission and redesigned trademark 
to apply to dried apples. Petitioner granted respondent right to use label for 
duration of agreement, whereupon respondent secured registration of mark. Sub- 
sequently difficulties arose and petitioner granted right to use label to third party 
who likewise supplied petitioner with dried apples. Record shows petitioner’s rights 
are at least equal to respondent’s rights and that respondent has used mark 
BAK@A®@PIE only sporadically since termination of agreement, while petitioner’s use 
has been continuous. These facts created rebuttable presumptions which respondent 
failed to meet. Damage to petitioner must be inferred and registration will be 
cancelled. 


Cancellation proceeding by Monroe Boston Strause v. Ross Packing Co., 
Registration No. 575,711, issued June 9, 1953. Registrant appeals from 
decision of Examiner of Interferences granting permission. Affirmed. 


Barnes, Kisselle, Laughlin & Raisch, of Detroit, Michigan, for petitioner- 
appellee. 
John B. Hosty, of Chicago, Illinois, for respondent-appellant. 


Leeps, Assistant Commissioner. 

A petition has been filed to cancel Supplemental Registration of 
BAK-A-PIE for dehydrated apples.’ Petitioner alleges prior and continuous 
use of BAK-A-PIE? for dried apples; that he was the sole source of dried 


1. Reg. No. 575,711, issued June 9, 1953. 
2. The labels and registration show BAK@A®@PIE, but all correspondence, agree- 
ments and pleadings show BAK-A-PIE. 
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apples sold under the mark, and that respondent had the right to use the 
mark BAK-A-PIE only so long as a sales agreement between respondent and 
him remained in force and effect, and that the agreement has now been can- 
celled; and that respondent has abandoned the mark. 

The Examiner of Interferences granted the petition, and re:pondent 
has appealed. 

Petitioner is a consultant to the bakery industry, furnishing recipes and 
cooking instructions, providing ingredient and product tests and making 
recommendations relative to ingredients and products. His registered mark 
for these services is an outline map of the United States upon which stands 
a chef holding a cake in one hand and a pie in the other.* 

It appears from the record that on August 29, 1950, petitioner called 
on respondent for the purpose of making an investigation concerning the 
feasibility of selling to the bakery industry certain dried apples being 
packed by respondent. After running some tests with the apples, peti- 
tioner advised respondent that he was interested in “doing some apple 
business with the baking trade, if we could get a continuous supply of 
apples of this type.” Respondent’s officials expressed an interest, and both 
parties agreed that the label then being used on the dried apples would 
not be satisfactory. Petitioner agreed that he would “try to design a new 
label and coin a tradename for the apples which would be easily under- 
stood by the bakers, and which would eventually become a trademark.” 
On September 5, 1950 petitioner asked his artist to help him to design a 
label. (The art cost of the design was $95.00, and the amount was paid by 
petitioner.) The label was built” around petitioner’s service mark of the 
chef on the map, but a red apple was substituted for the cake in one hand 
of the chef. Petitioner “coined the word BAK-A-PIE Special Processed 
Bakers’ Apples,” and he took the label sketch with him on his next visit to 
respondent on September 12, 1950. 

Petitioner and his staff made calls on bakers in Newark, St. Paul, 
Detroit and Toledo to interest the bakers in the dried apple pack; and upon 
reporting to respondent on the prospects, an agreement was entered into 
between the parties on September 13, 1950. Under the terms of the agree- 
ment, respondent agreed to “manufacture” the BAK-A-PIE special style apple 
to be sold exclusively through petitioner, and petitioner was to receive 
ten cents per pound on all BAK-A-PIE apples sold, such receipts to cover all 
services pertaining to the sale of the product, and to pay any brokerage 
that might become necessary in the various markets. The label sketch 
was submitted by petitioner and accepted by respondent. 

The label shows in large letters at the top BAK-A-PIE, beneath which 
is petitioner’s service mark of the chef on the map, except the chef is 
holding a large red apple in one hand and a pie in the other. To the right 
of the map appears: 


3. Reg. No. 568,627, issued Dec. 30, 1952, use since Aug. 1, 1934 being set forth 
therein. 
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Packed by 
Ross Packing Co. 
Selah, Washington 


On the red band across the bottom of the label appears, 


PACKED UNDER THE SUPERVISION 
OF AND RECOMMENDED BY 
MONROE BOSTON STRAUSE 









































Petitioner and his staff conducted in various parts of the country 
numerous pie-baking demonstrations with the dried apples from the 1949 
crop, and a substantial market was being created for the apples. When 
some of the new crop of apples had been processed, however, petitioner 
tested them and found them to be unsatisfactory. The cause of the unsatis- 
factory apples was ultimately eliminated by petitioner and his staff. 

On November 30, 1950, petitioner wrote his “patent attorney” sub- 
mitting copies of the BAK-A-PIE labels, stating that he personally coined 
the word BAK-A-PIE and submitted it to respondent, noting that “my trade- 
mark” of the man on the map is “already protected by a copyright,” and 
requesting that the attorney “do whatever is necessary to protect the rest of 
the label also.” 

On December 4, 1950, petitioner wrote to respondent in part as fol- 
lows: 

“This letter may be used as my official permission to use the 
BAK-A-PIE Special Processed Bakers Apples label (copy attached), 
which was designed by me for use with the apples you are now process- 
ing for use by the baking industry. * * * 


“This permission is granted for as long as our sales agreement is 
in effect.” 


On December 5, 1950, petitioner requested respondent to return 
the original drawing of the label which was needed in obtaining “a 
copyright.” The drawing was not returned until February 1, 1951. 

On December 6, 1950, respondent wrote petitioner advising that it 
had already filed an application to register BAK-A-PIE in its own name in 
accordance with “the understanding that we would obtain permission to use 
this particular Trademark and would register it in our own name,” 
and “in view of the fact that we have already filed application for regis- 
tration of this new label we feel that you should notify your attorney not 
to go any further with his proceedings to obtain Copy Right.” The fact 
is that respondent did not file the application to register BAK~-A-PIg until 
February 14, 1951. 

In the advertising and price lists of petitioner, an asterisk was placed 
following the word BAK-A-PIE, and a footnote showed “Trademark (MBS).” 
It appears that this notation was known to respondent, but apparently no 
protest was made. 
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Early in 1952 difficulties between the parties had developed to such an 
extent that respondent saw fit to draft a new agreement and submit it to 
petitioner. The fifth paragraph of the draft read, “Ross Packing Co. is to 
have exclusive use of the brand name BAK-A-PIE as long as this agreement 
continues in force.” The draft agreement was not approved or ex- 
cluded by petitioner. 

On March 12, 1952, it was agreed that the prior “selling agreement” 
between the parties was discontinued from that date. The sixth and seventh 
paragraphs of respondent’s letter of March 20, 1952 to petitioner confirm. 
ing the cancelation read. 


“Another thing we neglected to discuss with you was the matter of 
BAK-A-PIE labels. We have on hand unused approximately 40,000 
labels which cost us about $4.65 per thousand. These can be used by 
Vacu Dry by blocking out our name, which would cost them approxi- 
mately $1.25 per thousand. We are willing to sell these at $3.00 per 
thousand and take our loss. 

“The art work cost us $385.00. We feel that we should have 
$300.00 returned for this if you are going to continue using them in 
your sales in connection with Vacu Dry.” 


On April 14, 1952, petitioner wrote respondent stating that he (and 
Vacu Dry) would not be able to use the labels, and advising that “if you 
will send me a written statement to the effect that you have destroyed them, 
you may deduct the amount due (as quoted in your letter) from your 


final check to me.” Petitioner further called attention to an advertise- 
ment which he had inserted in the “Bakers’ Helper Catalog” which showed 
respondent’s name as the packer of BAK-A-PIE apples and requested that 
if any letters came to respondent concerning BAK-A-PIE apples, they be 
forwarded to petitioner with no reply from respondent. 

On May 6, 1952, respondent advised petitioner by letter that “we will 
be very glad to agree to destroy these labels and deduct the amount of the 
eost from our final settlement.” Respondent then added, “Regarding the 
advertisement in the Bakers Helpers Catalog, if any of these inquiries come 
into the office we will forward them on to you.” On May 12, 1952, an in- 
quiry about BAK-A-PIE apples was forwarded by respondent to petitioner. 
On June 23, 1952, 45,000 BAK-a-PiE labels were invoiced to petitioner, and 
presumably the labels themselves were destroyed. 

During the 1952 apple season, petitioner entered into an agreement 
with Vacu Dry Co. for the packing of apples under the mark BAK-A-PIE 
with the chef on the map, and the labels used in connection with such 
apples showed: 

SUPERVISED AND 
RECOMMENDED BY 
BOSTON STRAUSE 
OAKLAND, CALIP. 
VACU-DRY CO. 
SELAH, WASH. 
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This agreement was still in effect when testimony was taken in 1955, and 
some 750,000 pounds of apples have been sold annually by petitioner under 
the above-described label since 1952. 

Respondent presented no testimony or other evidence, and it now con- 
tends that petitioner has failed to discharge his burden of proving (a) his 
own priority of use, (b) abandonment by respondent, and (c) cessation of 
all rights in respondent to use BAK-A-PIE upon termination of the agreement 
between the parties. The burden resting upon petitioner was that of estab- 
lishing that the registration is inconsistent with an equal or superior right 
of petitioner. The record shows prima facie that petitioner’s rights are at 
least equal to respondent’s rights; that respondent has not used the mark 
BAK-A-PIE at all or, at most, sporadically, since termination of the agree- 
ment in March of 1952; and that petitioner has used it rather extensively 
since termination of the agreement. This showing creates certain rebuttable 
presumptions, and since respondent did not choose to attempt any rebuttal, 
petitioner’s record entitles him to relief. Damage to petitioner is inferred 
from the facts presented; and it is held that respondent was not entitled 
to the registration at the time it filed its application. 

The Examiner of Interferences properly granted the petition to cancel, 
and his decision is affirmed. 


CINCINNATI FLOOR COMPANY v. UNITED STATES 
PLYWOOD CORPORATION et al. 


No. 5202 — Commissioner of Patents — September 30, 1957 


REGISTRATION PROCEDURE—INTERFERENCE—EVIDENCE 
Applications were filed to register RANDOMWOOD by Roddis Corp. for plywood 
wall panels and by U. 8. Plywood for fabric backed veneer. Subsequently Cincinnati 
filed for same mark for prefinished wood flooring strips asserting prior use. Roddis 
Corp. application was assigned to U. 8. Plywood. Evidence shows that Cincinnati 
used mark on flooring strips prior to U. S. Plywood’s use on fabric backed veneer. 
Records show that both products are sold through contractors and floor and wall 
covering distributors and therefore confusion is deemed inevitable. 
REGISTRABILITY—DESCRIPTIVE TERMS 
U. 8. Plywood argues that Cincinnati’s use of RANDOMWOOD is merely descrip- 
tive but record does not support this. Fact that third parties may use it in its 
primary sense has no bearing on Cincinnati’s use as descriptive and evidence indi- 
cates that U. S. Plywood does use it in its primary sense. Cincinnati is entitled 
to registration. 


Interference proceeding between Cincinnati Floor Company, applica- 
tion Serial No. 665,566 filed May 3, 1954, United States Plywood Corpora- 
tion, application Serial No. 658,422 filed December 22, 1953 and Roddis 
Plywood Corporation (United States Plywood Corporation, assignee, sub- 
stituted), application Serial No. 658,325 filed December 21, 1953. United 
States Plywood Corporation appeals from decision of Examiner of Inter- 
ferences for Cincinnati Floor Company. Affirmed. 
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C. Willard Hayes and Cushman, Darby & Cushman, of Washington, D.C., 
for Cincinnati Floor Company. 

James M. Heilman and Heilman & Heilman, of New York, N.Y., for 
United States Plywood Corporation. 


Lreeps, Assistant Commissioner. 

On December 21, 1953, Roddis Plywood Corporation filed an applica- 
tion to register RANDOMWOOD for plywood wall panels,’ asserting use since 
November 24, 1953. 

On December 22, 1953, United States Plywood Corporation (here- 
after called Plywood) filed an application to register RANDOMWoop for 
fabric backed veneer,’ asserting use since June 3, 1953. 

On May 3, 1954, Cincinnati Floor Company (hereafter called Cin- 
cinnati) filed an application to register RANDOMWOopD for prefinished wood 
flooring strips,* asserting use since 1935. 

During the prosecution of the application first identified above, the 
mark and the application were assigned to United States Plywood Cor- 
poration, and that Company is now the applicant in two of the interfering 
applications. 

An interference was instituted between the three applications, and the 
Examiner of Interferences found adversely to Plywood, and authorized 
issuance of registration to Cincinnati. Plywood has appealed. 

Cincinnati, the party in position of plaintiff, took testimony which 
shows that it has used RANDOMWOOD on its prefinished wood flooring strips 
since at least two years before Plywood commenced using it on fabric 
backed veneer. (There is no showing that Plywood, assignee of Roddis 
Plywood Corporation, has used RANDOMWOOD on plywood wall panels, or 
that Plywood even makes or sells wall panels. ) 

There is no question concerning the first user of RANDOMWOOD. Assum- 
ing that the parties use the mark on the goods recited in the applications, 
there is left only the question of whether or not use of the same mark on 
prefinished wood flooring strips, on the one hand, and on fabric backed 
veneer and plywood wall panels, on the other, is likely to cause confusion 
of purchasers. It appears from the record that Cincinnati sells its flooring 
strips through installing contractors and through wholesale flooring and 
wall covering distributors. It also appears from the record that the 
same types of distributors handle plywood and fabric backed veneer, and 
that it is not uncommon for manufacturers of wood flooring strips also to 
manufacture and sell plywood and fabric backed veneer. Presumably, then, 
the average purchasers of the products of the parties would be the same. 
Under such circumstances, purchaser confusion seems bound to result from 
use of the same mark by different parties. 


1. S.N. 658,325. 
2. S.N. 658,422. 
3. S.N. 665,566. 
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Plywood argues that RANDOMWoop as used by Cincinnati on flooring 
strips of random width and random length is “merely descriptive.” There 
is nothing in the record which supports the argument. There are some 
exhibits indicating that others use “random” in its primary sense to de- 
scribe their various products, but this has no bearing on the question of 
whether Cincinnati’s use of RANDOMWOOD is a merely descriptive use. 
Moreover, it is observed that the few exhibits submitted by Plywood show 
its own use of RANDOMWOOD in association with such statements as “ * * * 
the shading of the wood varies, giving an interesting ‘random’ effect”; 
“The shading of the woods varies from sheet to sheet, giving a startlingly 
beautiful ‘random’ effect; Here is a wall covering material that com- 
bines the natural beauty of wood * * * with a startling ‘random’ grain 
pattern”; and “Special Random-Grade FLExwoop (Plywood’s trademark 
for cotton-backed wood veneer) is available in a special random-grade. 
This grade features wood veneers of the same specie, but unmatched in pat- 
tern, to create an informal, irregular effect. Specially priced random- 
grade FLExwoop will suggest hundreds of interesting, low-cost wall treat- 
ments. Each random-grade FLExwoop sheet is 15” wide and 8 or 10’ in 
length.” It is apparent that Plywood does use “random” in its primary 
sense to describe its fabric backed wood veneer. 

The Examiner of Interferences correctly found that Cincinnati is en- 
titled to the registration sought, and that Plywood is not entitled to regis- 
tration on either application, and his decision is affirmed. 


COWLES MAGAZINES, INC. v. THE ANDREW 
JERGENS COMPANY 


Nos. 33,809 and 33,877 — Commissioner of Patents — September 30, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS—CLASS OF Goops 

Applications to register LooK for face cream and bar soap are opposed by 
registrant of LOOK for magazine. Question is whether purchasers are likely to think 
that Look face cream and bar soap are approved, sponsored or connected with 
LOOK magazine. LOOK magazine carries cosmetic advertising and carries out biannual 
nationwide drug and toiletries promotions in which it supplies to stores posters 
and displays with the legend FEATURED IN LOOK. Consequently many purchasers are 
likely to assume the LOOK face cream and bar soap are sponsored or approved by 
the magazine which constitutes damage under the statute. Opposition sustained. 


Opposition proceeding by Cowles Magazine, Inc. v. The Andrews 
Jergens Company, applications Serial Nos. 643,333 and 643,334 filed March 
9, 1953. Applicant appeals from decision of Examiner of Interferences 
sustaining opposition. Affirmed. 


Hugh Lynch, Jr., of Washington, D.C., for opposer-appellee. 

William T. Woodson, Beverly W. Pattishall, Lewis 8S. Garner, Jeremiah D. 
McAuliffe, and William T. Hofstetter, of Chicago, Illinois, and Watts 
T. Estabrook and William T. Estabrook, of Washington, D.C., for 
applicant-appellant. 
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Leeps, Assistant Commissioner. 

Two applications have been filed to register LooK, one for face cream,’ 
and the other for a bar soap and a liquid detergent.* Use since February 
12, 1953 is asserted in both applications. 

Registration has been opposed by the registrant of Loox for a maga- 
zine ;* of LOOK, and design of the cover format, for a magazine;* and of 
LooK for motion picture and sound films and films containers.° 

The Examiner of Interferences sustained the oppositions, and applicant 
has appealed. 

The question presented is not the ordinary one of whether or not pur- 
chasers of the products of the parties are likely to assume that, since they 
bear the identical mark, they emanate from a single producer. It seems 
obvious that the purchasing public is not so naive as to think that the pub- 
lisher of a national magazine also makes cosmetic items and sells them 
under its trademark. The question is whether or not the purchasing public 
is likely, as a result of what opposer has done in promoting the circulation 
and sale of its magazine, to assume that LOOK cream, soap and detergent 
are approved or sponsored by, or that the producer of such items is in 
some way connected with, the publisher of LooK magazine. 

The Examiner of Interferences erroneously held that “the opposer’s 
right of action in this case is based not only upon its use of the term 
LOOK as a trademark for a magazine, but upon its use thereof as a certifica- 
tion mark for goods advertised therein, including goods similar to those 
of the applicant.” Opposer neither pleaded use of LOOK as a certification 
mark nor offered any proofs which indicate that it has ever certified or 
intended to certify the products of its advertisers. The record does not 
support the holding of the Examiner of Interferences in this regard. 

The record shows that opposer publishes under the trademark LOOK a 
bi-weekly magazine of general reader interest with a net paid circulation 
of just under four million copies. During the past ten years about a million 
dollars have been spent annually by opposer in promoting increased cir- 
culation by means of radio, television, newspapers, direct mail, cooperative 
campaigns with its advertisers and through other modern media. Opposer 
often features articles on health, beauty and grooming, and its advertisers 
include not only cosmetic and pharmaceutical manufacturers, but purveyors 
of food, clothing, shelter, modes of transportation, and other things as well. 

Since 1950, opposer has carried out two major nationwide drug and 
toiletries promotions each year. Retail druggists are asked to participate, 
and those who agree to do so are furnished, as part of the programs, kits of 


1. S.N. 643,333. 

2. S.N. 543,334. 

3. Reg. No. 349,191, issued to a predecessor on Aug. 24, 1937, published in ac- 
cordance with Sec. 12(c) by opposer on Sept. 6, 1949. 

4. Reg. No. 357,044, issued May 24, 1938. 

5. Reg. No. 409,538, issued Oct. 10, 1944, published in accordance with Sec. 12(c) 
on Sept. 6, 1949. 
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point-of-sale material prepared by opposer for interior and exterior dis- 
plays. Pennants, shelf stickers, streamers, tent cards, and price tags featur- 
ing the products of participating advertisers all carry the legend FEATURED 
IN LOOK, or other statements tied in with LooK magazine. From 1950 through 
1954 some 29,500 drug stores throughout the nation participated in the 
promotions, with millions of piece of point-of-sale material having been 
furnished by opposer and displayed by the retailers. More than sixty of 
opposer’s advertisers, including applicant, have participated in these drug 
store promotion campaigns. 

Since 1949, opposer has carried out annually similar programs in 
supermarkets and other food stores throughout the country. More than 
159,000° of such stores have participated during the six-year period from 
1949 through 1954, and many millions of pieces of point-of-sale display 
material featuring the products of scores of opposer’s advertisers and em- 
ploying the legend “featured in Look,” have been furnished by opposer and 
displayed by the retailers. In addition, millions of lines of local newspaper 
copy have advertised the tie-in of Look magazine with the products of its 
advertisers. 

In addition, opposer has advertised the promotion in drug and food 
store trade periodicals along with the slogans LOOK MOVES DRUGS FAST! 
and LOOK MOVES FOOD FAST! 

In so far as opposer’s interests are concerned, the purpose of these 
promotion campaigns is twofold; (a) to induce increased sale of adver- 
tising space in LOOK magazine; and (b) to increase the circulation of LooK 
magazine by solidifying its position in the mind of the consuming public 
“as a big, important, national magazine.” 

Opposer’s activities, in the promotional campaigns whereby it has as- 
sociated itself and its LOOK magazine with producers of drugs, cosmetics, 
toiletries and foods have been on a nationwide scale where millions of peo- 
ple have come in contact with them, and such people have undoubtedly 
reacted or responded to them in one way or another. As a result, it is be- 
lieved that a substantial segment of the purchasers of face cream, soaps 
and detergents are likely, upon seeing LOOK as the trademark thereon, to 
assume that the products are sponsored or approved by the publisher of 
LOOK magazine, or that there is some kind of trade connection between 
the producer of the cream, soap and detergent and the publisher of the 
magazine. This is damage or “legal injury” within the meaning of the 
statute. 

The decision of the Examiner of Interferences sustaining the opposi- 
tions is affirmed. 


6. This figure was obtained by adding together the number og my each 
a 


year, and therefore includes the count of many. stores more than once. The 


rgest 
number participating in any one year was 46,000. 
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TROPIC-AIRE, INCORPORATED (McGRAW ELECTRIC 
COMPANY, assignee, substituted) v. CARPENTER 
MANUFACTURING CORP. 


No. 33,955 — Commissioner of Patents — September 30, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS—CLASS or GOODS 
Application to register TROPIC AIR for windows, screens and jalousies which is 
opposed by registrant of TROPIC-AIRE for car heaters and conditioning units. Evi- 
dence shows applicant’s products are materials ordinarily sold through construction 
firms and hardware stores while opposer’s move through electrical appliance stores. 
Since there are substantial differences in the goods, trade channels and purchasers, 
confusion is not deemed likely. 


Opposition proceeding by Tropic-Aire, Incorporated (McGraw Electric 
Company, assignee, substituted) v. Carpenter Manufacturing Corp., ap- 
plication Serial No. 623,030 filed December 31, 1951. Opposer appeals from 
decision of Examiner of Interferences dismissing opposition. Affirmed. 


Karl H. Sommermeyer, of Elgin, Illinois, and Olson & Trexler, of Chicago, 
Illinois, for opposer-appellant. 
Raymond J. Norton, of Washington, D.C., for applicant-appellee. 


Leeps, Assistant Commissioner. 
An application has been filed to register as a trademark for windows, 
window screens, screen doors and jalousies the following: 


Registration has been opposed by the registrant of Tropic-aire for heat- 
ers for automotive vehicles,’ and for heating, cooling and ventilating units 
for motor vehicles.” 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The record shows that at various times between 1927 and 1955 opposer 
had sold under the trademark rropic-airE heaters for automotive vehicles, 
window air-conditioning units, baby strollers, and electric sewing machines ; 
but sales of these items had been discontinued prior to the time applicant 


1. Reg. No. 237,236, issued Jan. 3, 1928, renewed and published in accordance with 
Sec. 12(c) on Dec. 28, 1948. 

2. Reg. No. 363,646, issued Jan. 3, 1939, published in accordance with Sec. 12(c) 
on Feb. 1, 1949. 
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commenced selling TROPIC AIR windows, screens and jalousies. From prior 
to the time of applicant’s first use of its mark up to the present, opposer 
has used TROPIC-AIRE on electric blankets, electric sheets, electric room 
heaters, electric roasters, hot plates, electric water heaters and motor 
coach air-conditioning units. 

It appears that, since 1951, all items made by opposer and sold under 
the trademark TROPIC-AIRE are electrical items. They move to ultimate pur- 
chasers—the general public—through stores handling electrical household 
appliances. 

Applicant’s products are in the nature of construction materials which 
are ordinarily sold through building contractors and their suppliers, hard- 
ware stores, and hardware departments of other stores. 

There are substantial differences in goods; there are differences in 
trade channels; there are differences in average purchasers; and there are 
differences in the conditions and circumstances surrounding the purchase 
of the goods. In view of these differences, it is not believed that those pur- 
chasers of applicant’s goods who may be familiar with opposer’s TROPIC-AIRE 
electrical household appliances, are likely to associate TROPIC-AIRE windows, 
screens, doors and jalousies with them, or to attribute them to opposer as 
the source. 

The decision of the Examiner of Interferences dismissing the opposi- 
tion is affirmed. 


TROPIC-AIRE, INCORPORATED (McGRAW ELECTRIC 
COMPANY, assignee, substituted) v. TROPICAIRE 
PUMP COMPANY 


No. 34,423 — Commissioner of Patents — September 30, 1957 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS—CLASS OF GOODS 

Application to register TROPICAIRE and design for aquarium aerators is opposed 
by registrant of TROPIC-AIRE for car heaters and ventilating units. Opposer’s mark 
has more recently been used on electric blankets, heaters, roasters and air-condi- 
tioning units. While opposer’s products are sold in electrical appliance stores and 
applicant’s in pet shops they are both sold to the public and therefore it can be 
said their trade channels are comparable. While purchasers of applicant’s aerators 
are hobbyists there is nothing in record to show this group does not also purchase 
electrical household appliances. While manufacturers of electrical household appli 
ances do not normally make aquarium aerators, public may not know this and there- 
fore confusion is deemed likely. Opposition is sustained. 


Opposition proceeding by Tropic-Aire, Incorporated (McGraw Electric 
Company, assignee, substituted) v. Tropicaire Pump Company, application 
Serial No. 664,810 filed April 19, 1954. Opposer appeals from decision of 
Examiner of Interferences dismissing opposition. Reversed. 


Karl H. Sommermeyer, of Elgin, Illinois, and Olson & Trezler, of Chicago, 
Illinois, for opposer-appellant. 
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H. Calvin White, of Los Angeles, California, and Cushman, Darby & 
Cushman, of Washington, D.C., for applicant-appellee. 


Leeps, Assistant Commissioner. 

An application has been filed to register TROPICAIRE, with a design of 
two fish and rising air bubbles, for aquarium aerators, use since November 
3, 1953 being asserted. 

Registration has been opposed by the registrant of Tropic-arrE for 
heaters for automotive vehicles,’ and for air heating, cooling, and ven- 
tilating units for motor vehicles.” 

The Examiner of Interferences dismissed the opposition, and opposer 
has appealed. 

The record shows that at various times between 1927 and 1951 opposer 
had sold under the trademark TROPICc-aIRE heaters for automotive vehicles, 
bus seats, window air-conditioning units and electric sewing machines, but 
sales of these items had been discontinued prior to the time applicant 
commenced selling TROPICAIRE aquarium aerators. From prior to the time 
of applicant’s first use of its mark up to the present, opposer has used 
TROPIC-AIRE On electric blankets, electric sheets, electric room heaters, elec- 
tric roasters, electric hot plates, electric water heaters and motor coach air- 
conditioning units. The water heaters and air-conditioning units last 
mentioned need not be considered in this proceeding except as they serve 
to show the wide diversity of products on which opposer has used its mark. 

The marks are, for all practical purposes, the same. It is true that 
applicant uses the illustration of fish and air bubbles, but in view of the 
fact that its mark is used on aquarium aerators, the illustration is not 
likely to make much of a commercial impression. It is more likely to be con- 
sidered as an illustration of the purpose of the aerators. 

The question is whether or not purchasers familiar with TROPIC-AIRE 
electric blankets, sheets, heaters, roasters and hot plates are likely, upon 
seeing TROPICAIRE aquarium aerators, to think that they are another in 
opposer’s line of TROPIC-AIRE electrical items. 

The Examiner of Interferences seems to have based his decision on 
three premises, namely: 

1. The products do not move in the same trade channels. 

2. The purchasers are not the same. 

3. Manufacturers of electric blankets, sheets, heaters, roasters 
and hot plates do not normally manufacture acquarium aerators. 


It is true that opposer’s products are sold to the purchasing public in 
stores handling electrical household appliances, and applicant’s product is 
usually sold to the public in pet stores and pet departments of other stores. 


1. Reg. No. 237,236, issued Jan. 3, 1928, renewed, and published in accordance with 
Sec. 12(c) on Dec. 28, 1948. 
2. Reg. No. 363,646, issued Jan. 3, 1939, published in accordance with Sec. 12(c) 


on Feb. 1, 1949. 
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It appears, however, that the products of both parties ordinarily move 
through jobber channels to retailers to the public. The trade channels thus 
are comparable if not the same. 

Purchasers of the products of both parties are the general public. It 
is true that purchasers of applicant’s aerators are aquariists, hobbyists and 
specialists interested in keeping tropical fish, but there is nothing in the 
record which suggests that this segment of the general public does not also 
purchase electric household appliances such as opposer makes and sells. 

The products of the parties are advertised under the marks in maga- 
zines of general reader interest. 

Admittedly, manufacturers of electric household appliances do not nor- 
mally make aquarium aerators, but the probabilities are that the general 
public does not know this. The general public, it is believed, would be led 
by the mark TROPICAIRE as it appears on aquarium aerators to assume that 
they are made and sold by the maker of TRopic-aire electric blankets, 
sheets, roasters and hot plates. This is a type of confusion which will result 
in damage to opposer. 

The opposition is sustained, and the decision of the Examiner of 
Interferences is reversed. 


DAGGETT & RAMSDELL, INC. v. I. POSNER, INC. 


No. 35,747 — Commissioner of Patents — October 2, 1957 


REGISTRATION PROCEDURE—APPLICATION—PLEADING AND PRACTICE 
If mark is properly registrable on the Principal Register it will not be removed 
to Supplemental Register on motion by Applicant. 


Opposition proceeding by Daggett & Ramsdell, Inc. v. I. Posner, Inc. 
Applicant petitions from refusal of Examiner of Interferences to enter 
amendment transferring application from Principal Register to Supple- 
mental Register. Affirmed. 


Mead, Browne, Schuyler & Beveridge, of Washington, D.C., for Daggett & 
Ramsdell, Inc. 
Howard A. Rosenberg, of New York, N.Y., for I. Posner, Inc. 


Leeps, Assistant Commissioner. 

Applicant has filed a petition for review of the action of the Examiner 
of Interferences refusing entry of an amendment transferring its applica- 
tion from the Principal Register to the Supplemental Register. 

The Examiner of Trademarks and the Examiner of Interferences, and 
originally the applicant were all of the opinion that the mark is regis- 
trable on the Principal Register. There is nothing in the record which in- 
dicates that such opinion was erroneous. 

Section 23 of the Trademark Act provides in part: 


“All marks capable of distinguishing applicant’s goods or services 
and not registrable on the Principal Register * * * which have been 
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in lawful use in commerce by the proprietor thereof, upon or in con- 
nection with any goods or services for the year preceding the filing of 
the application may be registered upon the Supplemental Register 
** * | (Emphasis added.) 


The mark, being proper subject matter for registration on the Principal 
Register, is not registrable on the Supplemental Register; and the action 
of the Examiner of Interferences is affirmed. 


MANUFACTURERS SUPPLIES CO. v. FORTUNA-WERKE 
SPEZIALMASCHINENFABRIK AKTIENGESELLSCHAFT 


No. 5414 — Commissioner of Patents — October 2, 1957 


REGISTRATION PROCEDURE—INTERFERENCE 
Application by German manufacturer to register sas for leather working 
machinery in which it recites its German registration of 1915 (renewed) and its 
U. 8S. registration of 1924 (expired). Application also filed by U. 8S. distributor 
for sas and design asserting use since 1948. Evidence shows that registration of 
German manufacturer was not renewed in 1944 due to war. In 1928 manufacturer 
and distributor signed 10 year contract by which distributor had exclusive U. S. 
sales rights and agreed not to use marks beyond term of agreement. Contract 
extended in 1948 for two years but included clause leaving it open for negotiation 
as to trademark to be used in U. 8. but distributor continued to import and sell 
SAS machines. 
REGISTRABILITY—ABANDONMENT 
Nonuse during war does not constitute abandonment but is excusable nonuse. 
REGISTRATION PROCEDURE—INTERF ERENCE—ESTOPPEL 
Distributor estopped by agreement from selling machines under SAS mark upon 
termination of agreement. German manufacturer entitled to registration. 
REGISTRATION PROCEDURE—APPLICATION 
Description of goods unduly lengthy and should be made more general by 
amendment. 


Interference proceeding between Manufacturers Supplies Co., applica- 
tion Serial No. 698,675, filed December 5, 1955, and Fortuna-Werke Spezial- 
maschinenfabrik Aktiengesellschaft, application Serial No. 650,496, filed 
July 20, 1953. Manufacturers Supplies Co., appeals from decision of 
Examiner of Interferences for Fortuna-Werke. Affirmed. 


Bruninga & Sutherland, of St. Louis, Missouri, for Manufacturers Sup- 


plies Co. 
Michael S. Striker, of New York, N.Y., for Fortuna-Werke Spezial- 
maschinenfabrik Aktiengesellschaft. 


Leeps, Assistant Commissioner. 

On July 20, 1953, Fortuna- Werke Spezialmaschinenfabrik Aktiengesell- 
schaft (hereafter called the German manufacturer) filed an application 
to register sas for apparatus and machines for working leather and leather- 
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like material and for making shoes. Ownership of German Reg. No. 205,240 
dated August 19, 1915, renewed, is recited; and there is included in the 
application a statement that United States Reg. No. 179,644, issued Febru- 
ary 12, 1924, expired, was owned by applicant. 

On December 5, 1955, Manufacturers Supplies Co. (hereafter called the 
U.S. distributor) filed an application to register sas, with a background 
design, for machines for skiving leather and leather-like material ;* use 
since November of 1948 being asserted. 


An interference between the applications was instituted. The German 
manufacturer filed a motion for judgment, attaching to such motion copies 
of numerous papers and documents, including correspondence and agree- 
ments between the parties and invoices covering sas machines and parts 
from the German manufacturer to the U.S. distributor. The U.S. distribu- 
tor does not deny the authenticity of the papers and documents, but ques- 
tions their effect. 


The Examiner of Interferences found the German manufacturer to be 
the owner of the mark and therefore entitled to registration, and he re- 
fused registration to the U.S. distributor. 


So far as we need be concerned here, the following facts are undis- 
puted : 


1. The German manufacturer has registrations of sas for skiving 
machines and related products in a number of countries in addition 
to Germany. 


2. The German manufacturer had a registration of sas in the 
United States for such machines and related products from February 
12, 1924 until 1944 when, due to war conditions, it was not renewed. 


3. On July 28, 1928 the parties entered into a ten-year agreement 
under the terms of which the German manufacturer gave the U.S. dis- 
tributor the exclusive right to sell its sas products in the United States. 
The agreement contained in paragraph 7 the following provision: 


“At the termination of this agreement the Agent agrees that 
it will not use the term sas, or any other trademarks owned by 
FORTUNA in carrying on its business.” 


4. On September 14, 1938 the parties entered into a five-year 
agreement under the terms of which the German manufacturer gave 
the U.S. distributor the exclusive right to sell its sas products in a 
limited area in the United States. The agreement contained in para- 
graph 5 the following provision: 


“MSCo. have free hands with regard to the selling prices for 
Fortuna’s skiving machines * * * in their territory; they are only 
obliged to sell the products of Fortuna under the trademark sas 
and to discontinue to make use of this trademark * * * after 
eventual expiration of this agreement.” 





1. S.N. 650,496. 
2. S.N. 698,675. 
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5. World War II disrupted trade between Germany and the 
United States at least from 1941 to 1946, during which time the agree- 
ment between the parties expired. 


6. On September 13, 1948, the German manufacturer wrote the 
U.S. distributor in part as follows: 


“Tn 1938 you signed an agreement with us which should have 
been in force until 1944 and which, owing to the war, had been 
effective for a short time only. Though the agreement has expired 
in the meantime, we feel its paragraphs 1 to 5 should be simply 
renewed by a short confirmation from your part with the follow- 
ing amendments * * * .” 


The proposed amendments in no way touched upon trademark rights. 


7. On September 28, 1948, the U.S. distributor replied in part as 
follows: 


“Since the contract into which we entered was in force for 
such a little time due to the war, we think it would be only fair 
that a contract be made exactly as the old one and for a period 
of five years.” 

e a ae 


“Hoping that we will have in an early mail a contract exactly 


as our previous one, and for a period of five years, we remain 
** € ”? 


8. On December 27, 1948 the parties executed a two-year agree- 
ment incorporating the main points of the 1938 agreement, except that 
the provision relating to trademarks read as follows: 


“Pending an international settlement of the trademark ques- 
tion both parties hereto agree that as soon as possible it shall be 
established if and under what trademark the skiving machines 
will be marketed in Agent’s territory. In the meantime Principal 
will supply his skiving machines with a plate bearing his full name 
and serial number. 


9. On October 20, 1950, the parties agreed to an extension of the 
term of the agreement to December 31, 1955. 


10. Correspondence, orders from the U.S. distributor to the Ger- 
man manufacturer, shipping orders, and invoices dated in the years 
1948 through June of 1955 show that the U.S. distributor was buying 
sas machines from the German manufacturer for sale in the United 
States. 


The U.S. distributor seems to claim that, (a) the German manufacturer 
abandoned its mark by reason of nonuse; (b) the 1948 agreement evidences 
no express or implied recognition by the U.S. distributor of the German 
manufacturer’s rights in the trademark; and (c) there was no “principal- 
agent” relationship between the parties as was found by the Examiner of 
Interferences, notwithstanding the use of those words in the 1948 agree- 
ment. 
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The record does not show abandonment. Nonuse during the World War 
II years and during the adjustment period thereafter is excusable nonuse. 
The U.S. distributor does not contend that it would have been practicable 
to have entered into a sales agreement with the German manufacturer 
prior to 1948. 

Under the circumstances here present, it is not necessary that the 
1948 agreement expressly recognize rights to the trademark in the German 
manufacturer. By the 1928 and 1938 agreements the U.S. distributor 
estopped itself from selling machines under the sas mark upon termination 
of the agreements. There is nothing in the 1948 agreement which relieves 
the U.S. distributor from this estoppel, particularly where, as here, the 
relationship between the parties was the same under the later agreement 
as under the earlier ones, i.e., the German manufacturer makes the ma- 
chines and marks them with sas; the machines are sold to the U.S. dis- 
tributor which, in turn, sells them with the sas mark thereon to its cus- 
tomers. The U.S. distributor is estopped by contract and conduct from 
asserting against the German manufacturer rights in the trademark sas. 

It is not necessary to a determination of this case to find the relation- 
ship of principal and agent. The German manufacturer was the sup- 
plier of sas skiving and leather-working machines, and the U.S. dis- 
tributor has been the “sales agent” or seller of the German manufacturer’s 
machines, first throughout the United States, and from 1948, in the area 
described as “between the North to South lines passing through Pittsburgh, 
Pa., and Denver, Col., respectively and including these towns.” The U.S. 
distributor, from the beginning of the relationship in 1928, recognized 
that the sas mark identified the machines of the German manufacturer, and 
it was not necessary that there be a principal-agent relationship to validate 
such recognition. 

The decision of the Examiner of Interferences finding the German 
manufacturer entitled to registration and refusing registration to the U.S. 
distributor is affirmed. 

The identification of the specific machines and apparatus named by 
the German manufacturer is unnecessarily long and cumbersone. If this 
applicant finally prevails in this proceeding, the Examiner of Trademarks 
is instructed to enter before issuance of the registration an examiner’s 
amendment striking the specific names, making the identification of goods 
read as follows: “machines and apparatus for working leather, and other 
soft materials; machines and apparatus for the manufacturing of shoes 
and boots; machine tools for working metal, wood and stone; and machines 
and apparatus for the production and treatment of paper and paper 
articles.” 
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POLAROID CORPORATION v. PECK & HARVEY 
No. 34,494 — Commissioner of Patents — October 4, 1957 


REGISTRATION PROCEDURE—OPPOSITION—EVIDENCE 
Application to register Copy MASTER for diazo-type reproducing machines and 
registration is opposed by one asserting prior use of Copy MAKER for photographic 
reproducing apparatus. Evidence shows opposer’s product to be a table tripod 
with a lighted platform to be used in connection with PoLAROID Land Camera for 
photographing documents. Opposer proved sales in years prior to date of first use 
by applicant and advertising in subsequent year while product was being redesigned 
for later model cameras which gives opposer standing to oppose. 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Applicant’s product is ammonia type dry process reproducer normally sold 
through office equipment dealers while opposer’s product is sold through photo- 
graphic supply dealers and while the marks look and sound alike they do not create 
the same commercial impression when applied to the respective products and there- 
fore confusion is deemed unlikely. 


Opposition proceeding by Polaroid Corporation v. Peck & Harvey, 
application Serial No. 660,429 filed February 1, 1954. Opposer appeals 
from decision of Examiner of Interferences dismissing opposition. Affirmed. 


Brown & Mikulka, of Cambridge, Massachusetts, for opposer-appellant. 
Silverman & Mullin, of Chicago, Illinois, for applicant-appellee. 


Leeps, Assistant Commissioner. 

An application has been filed to register copymasTER for diazo-type 
process reproducing machines, use since October 12, 1953 being asserted. 

Registration has been opposed by one who asserts prior and continuous 
use of cOPYMAKER for “photographic reproducing apparatus.” 

The Examiner of Interferences found that opposer had failed to show 
use of COPYMAKER at or about the time the opposition was filed, and the 
opposition was dismissed. Opposer has appealed. 

The record shows that in 1951 opposer first offered for sale under the 
COPYMAKER mark what a witness described as “a device which is used with 
a camera to place a document or object at a precise distance and in a 
precise location to make it easy to get a sharp photograph.” The exhibits 
show the item as a small collapsible table-like frame with a lighted platform 
and a timer for exposure timing. There is a small door on the top of 
the frame which, when opened, forms the support for a POLAROID camera. 
Papers or documents to be photographed are placed and held flat by pins 
on the lighted platform which is adjustable to a proper distance from 
the camera lens. If a poLARom Land Camera is used in making a photo- 
graph of papers fastened to the platform, a photographic copy is available 
in sixty seconds. 

It is clear from the foregoing that opposer’s COPYMAKER does not 
make copies or reproduce anything. It is not, as stated in the opposition, 
“photographic reproducing apparatus.” Rather, it is a photographic acces- 
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sory in the nature of a table tripod with a lighted platform for use as a 
camera holder in taking photographs of papers and documents. 

The item retails for slightly more than $65.00. The sales volume in 1951 
amounted to more than $28,000; and in 1952 it amounted to more than 
$48,000. Sales volume for subsequent years does not appear, but there are 
brochures in evidence which are identified as having been distributed in 
1953. There is testimony that the item was “still being sold by Polaroid 
Corporation” at the time the testimony was given on October 24, 1955. 

The record also shows that the coPpYMAKER accessory originally was de- 
signed for use with the poLarom Model 95 camera, and it was not adapt- 
able to some of opposer’s later camera models. As a result, at the time the 
record was made a redesign program was under way with a view toward 
introducing new models useful in connection with cameras being developed 
at the same time for immediate reproduction of slide transparencies. 

Opposer sells its products, including the copyMAKER, to more than 
eight thousand dealers located throughout the United States, and these 
dealers, in turn, sell to the ultimate purchasers—the camera-buying 
public. It is not unreasonable to assume that some of these dealers were, 
when the opposition was filed in 1955, offering for sale and selling some 
of the more than 700 coPpyMAKER units sold to them by opposer in 1952. 
It is likewise not unreasonable to assume that opposer was itself selling 
COPYMAKER units during 1953, since it was distributing literature about 
them during that year. 

There is no question but that the record leaves much to be desired, but 
I cannot agree with the Examiner of Interferences that, “There is nothing 
in opposer’s record which indicates that the mark relied upon was in use 
at or about the time this proceeding was instituted.” On the basis of his 
finding, the examiner held that “opposer has no standing to contest the 
question of the applicant’s right to registration of its mark.” It seems to 
me that opposer’s proved sales in 1951 and 1952; its distribution of 
brochures and sales material in 1953; its asserted sales in the fall of 
1955; and its redesigning program to accommodate its simultaneously de- 
veloped slide transparency film program are adequate to give opposer 
standing to contest applicant’s right to registration of its mark, especially 
when consideration is given to opposer’s distribution system under which 
considerable lapses of time are likely to occur between the sale of a product 
by the manufacturer to the retailer and its resale to a member of the 
purchasing public. 

The question, then, is whether or not purchasers are likely to attribute 
common origin to applicant’s reproducing machines and opposer’s camera 
accessory. Applicant’s product is identified in its application as “a type 
of machine used for the reproduction, by diazo-type process, of documents 
by means of photocopying and photoprinting onto light sensitive papers 
having diazo-type emulsions or photographie emulsion; both types of light 
sensitive papers can be exposed for the reproduction process.” The speci- 
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mens submitted with the application indicate that it is an ammonia-type 
dry process reproducing machine. 

Opposer’s photographic accessory is sold through photographic sup- 
plies dealers; and applicant’s machines are of a nature ordinarily sold 
through office equipment dealers. 

There is nothing in the record which suggests that practices in the 
photographic supplies industry have been such that the buying public 
would be likely to think that manufacturers of such supplies also make re- 
producing machines for office use. 

The marks COPYMASTER and COPYMAKER look and sound much alike 
and, in the abstract, they have similar suggestive connotations. They do not, 
however, create the same commercial impression when applied to the respec- 
tive products—coPYMAKER being in the nature of a table tripod with a 
lighted platform used as a camera accessory ; and COPYMASTER being a re- 
producing machine. 

The products are not ordinarily sold in the same retail outlets. They 
are sold under different conditions and circumstances of purchase. And, 
they are sold for different purposes. Confusion under the facts of this 
ease is believed most unlikely. 

The decision of the Examiner of Interferences is affirmed, and the 
opposition is dismissed for the reasons set forth herein. 

In the event applicant ultimately prevails in this proceeding, registra- 
tion will be withheld pending receipt at any time up to thirty days after 
final termination, of an amendment identifying the goods as “ammonia- 
type dry process reproducing machines.” 


EX PARTE AVEDIS ZILDJIAN CO. 
Commissioner of Patents — October 10, 1957 


REGISTRATION PROCEDURE—EX PARTE REJECTION 
TRADEMARK ACT OF 1946—CoNSTRUCTION—SECTION 2(d) 

In prior adjudication Court found certain amount of confusion inevitable as 
result of use by applicant and The Fred Gretsch Mfg. Co. of the family name 
ZILDJIAN and record shows no appeal from finding so registration is precluded by 
Section 2(d). 


Application for trademark registration by Avedis Zildjian Co., Serial 
No. 557,574 filed May 21, 1948. Applicant appeals from decision of Ex- 
aminer of Trademarks refusing registration. Affirmed. 

See also 43 TMR 641 and 47 TMR 598. 


Harold E. Cole, of Boston, Massachusetts, for applicant. 
Leeps, Assistant Commissioner. 
The Court, in Avedis Zildjian Co. v. The Fred Gretsch Mfg. Co., 112 


USPQ 424 (47 TMR 598) found that a certain amount of confusion is 
inevitable on the part of the purchasing public as a result of use by ap- 
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plicant and by The Fred Gretsch Mfg. Co. of the family name zILDJIAN, 
and it does not appear that any appeal was taken from such finding. 

By order of February 14, 1957, applicant was required to notify the 
Patent Office of any appeal which might be taken, and if appeal was 
not taken, to submit a copy of the findings of fact and conclusions of law on 
or before March 26, 1957. There has been no compliance with that order. 

Since applicant seeks registration of the photographs of four men with 
their respective names beneath the photographs, each of the surnames be- 
ing ZILDJIAN, and since the Court has found that a certain amount of pur- 
chaser confusion is inevitable as a result of use by applicant and registrant 
of the name ZILDJIAN, registration is precluded by the provisions of Sec- 
tion 2(d) of the statute. 

The examiner’s refusal to register is affirmed. 





